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PREFACE. 



In the Umted States, property in Copyright and 
in Patents for Inventions is created by, and held 
Bolely under laws passed by the General Government. 
Previous to the adoption of the Federal Constitution, 
in 1789, the several States had granted exclusive 
rights to authors and inventors ; but that instrument 
gave to Congress " power to promote the progress of 
Bcience and usefiil arts, by securing for limited times 
to authors and inventors the exclusive right to their 
respective writings and discoveries ;" and the States 
can now perform no act in respect thereto, or none 
not in harmony with, and subordinate to, the superior 
power of Congress. 

In 1790, at the first session of Congress, and among 
its earliest acts, laws were passed "to promote the 
progress of useful arts," and " for encouragement of 
learning, by securing the copies of maps, charts, and 
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4 PEEFAOE. 

books to the autlidrB and proprietors of such copies, 
during the times therein mentioned." 

The Copyright act of 1790 remained unchanged 
until 1802, when a supplementary act was passed, 
extending also its provisions, in which form it con- 
tinued in force until 1831, when it was repealed, and 
a new and more complete act substituted in place of 
it. The act of 1831 is still in force, and is the basis 
of the existing copyright system of the country; but 
has been amended and enlarged by acts passed in 
1834, 1846, 1856, 1859, 1861, and 1865. 

The Patent act of 1790 was superseded by an act 
passed in 1793, and this latter act, amended and en- 
larged by acts passed in 1794, 1800, 1819, and 1832, 
continued in force until 1836, when the entire legisla- 
tion in respect to patents for inventions was revised, 
and a new and more carefiilly drawn law enacted. 
The act of 1836 still renjains in force, and is the basis 
of the existing patent system of the country ; but has 
been enlarged and amended by acts passed in 1837, 
1839, 1842, 1848, 1849, 1851, 1852, 1853, 1855, 1856, 
1859, 1860, 1861, 1862, 1863, 1864, and 1865. 

The duration of the term of a copyright was fixed, 
by the act of 1790, at fourteen years, with a right of 
renewal for fourteen years longer. By the act of 
1831, the first term of a copyright was enlarged to 
twenty-eight years, with a right of renewal, as before, 
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PREFACE. 6 

for fourteen years ; thuB making the whole term forty- 
two years. 

The duration of the term of patents for inventions 
was fixed, by the first act of 1790, at fourteen years. 
The act of 1836 fixed the same duration, but made 
provision for an extension, under certain circum- 
stances, for seven years longer. By the act of 1861, 
the term of a patent was fixed at seventeen years — 
except as to patents for designs, which may be three 
and a half, or seven, or fourteen years, as desired ; and 
the extension of all patents granted subsequent to the 
date of that act,'Mareh 2d, 1861, was prohibited — ex- 
cept as to patents for designs, which may be extended 
for seven years. 

Congress, however, can grant such exclusive rights 
for any period, or extend existing terms, as it may see 
fit ; and it has frequently exercised such power, by 
special acts, even after the expiration of terms secured 
under the general law. 

The laws of this country, in respect to copyrights, 
except as to the duration of the term, and the formal- 
ities by which secured, are substantially like those 
of England and other countries ; in respect, however, 
to patents for inventions, the diflferences between our 
laws and those .of other countries are marked and 
distinct. 

The great distinguishing feature of the patent sys- 
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6 PREFACE. 

tern of this country is that which requires all applica- 
tions for patents to be subjected to a preliminary 
examination, as to originality and novelty of inven- 
tion, before a patent can issue, and which forbids the 
issue of a patent to any one who is not the first as 
well as an original inventor of the thing sought to be 
patented. Though the practical operation of such a 
system is necessarily attended with difficulties, and 
the exercise of such power of rejection may some- 
times work injustice to the deserving inventor, it can 
scarcely be questioned that it is highly useful, as 
well to the inventor, in bringing to. his notice what 
is abeady known in the art to which his inven- 
tion appertains, as to the public in interposing a 
salutary check to the issue of trifling or worthless 
patents. 

In England, and in most other countries, pat- 
ents, originally, were grants proceeding directly from 
the sovereign, and were considered by the courts as 
monopolies, odious in the eye of the law, and to be 
construed strictly. In this country, however, it has 
been uniformly held that the design of our patent 
laws was to encourage genius in advancing the arts, 
by protecting its productions, and that such laws were 
to be cpnstrued favorably and beneficially for paten- 
tees ; and that patents granted thereunder were to be 
considered not as monopolies, but liberally, and as 
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PREFACE. 7 

highly beneficial to the community, as well as rewards 
lo ingenious men for the advantages derived by the 
public from their exertions. 

The copyright and patent systems of this country, 
asr established by the legislature, and interpreted by 
the courts, may justly be considered as liberal and 
highly favorable to such interests ; and in no country, 
probably, are the rights of authors and inventors more 
generally recognized, or their rewards and remunera- 
tion more ample and munificent. 

In this compilation,' the several laws, as to copy- 
right and patents for inventions, which are obsolete, 
are inserted in full, as well as those laws which are 
ngw in force ; this has been done for convenience of 
reference and comparison, and to help to a more 
perfect understanding and interpretation of those in 
force. 

Notes of decisions, which have a more particular 
reference to the obsolete acts, are inserted under such 
acts ; decisions of -a general nature, though made 
xmder such acts, are inserted under the acts now in 
force. It has not been intended, however, to insert 
under the several acts all the decisions explanatory of 
them, but only those of a more general character; 
adding also suitable references to the appropriate 
titles of the " Digest of Patent Cases," a work pub- 
lished by the author of the present volume, and 
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8 PREFACE. 

being a Digested Abstract of all the Cases relating to 
Copyright, Patents for Inventions, and Trade-marks, 
decided in the American courts, from 1789 to the 
present time. 

The AuiHOB. 

New York, «7ufi«, 1866. 
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PROVISION 



CONSTITUTION OF THE UNITED STATES 



▲VTHOBIZXHO THX OBAHT OW 



EXCLUSIVE RIGHTS TO AUTHORS AND INVENTORS. 



CONSTITUTION OF THE UNITED STATES. 

AETIOLB 1, SECTION a 

The Congress sliall have power: 

To promote the progress of science and useful arts, 
by securing for limited times, to authors and inventors, 
the exclusive right to their respective writings and dis- 
coveries : 

Also, to make all laws which shaQ be necessary and 
proper for carrying into execution the foregoing powers. 

POWEB OF OONGEESS, AKD OF THE STATES UNDEB. 

1. The power of OoDgress, under this article and section, is limited 
to authors and iAyQntK)rs only, and does not embrace introducers, ..who 
are not authors and inventors. Livingston v. Van Ingen, 9 Johns., 560, 
566, 582.— Yates, Thompson, and Kent, JJ.; (Ct. Errors ;) N. Y., 1812. 

2. But such clause does not prevent the several States from exercis- 
ing the power of securing to introdiuiers of useful inventions (without 
being the authors or inventors) the exclusive benefit of such inventions 
for a limited period. IbicLf 560, 566, 582. 

1* 
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10 CONSTITUTIONAL PROVISION. 

POWER OF OONQRESS, AKD OF THE STATES UNDER. 

3. Nor does it take away from the States the power to enlarge, 
within their jurisdiction, the privilege, by extending the term of the 
patent or monopoly, beyond the term allowed by the acts of Congress ; 
nor operate as an exclusion of all State legislation to aid and protect 
the rights obtained under the general government, if the power is 
exercised in harmony with, and in subordination to, the superior power 
of Congress. Jhid.^ 667, 681. 

4. Though a State cannot take away from an individual his patent, 
yet if an author or inventor, instead of resorting to the act of Congpess, 
should apply to the legislature of a State for an exclusive right to his 
production, there is nothing to hinder a State granting it, though the 
operation of the -grant would be confined to the limits of the State. 
JIM., 581. 

5. The power of Congress is only to ascertain and define the rights 
of property in the invention ; it does not extend to regulating the use 
of it. This is exclusively of local cognizance ; such property, like every 
othe^ species, must be used and enjoyed within each State, according 
to the laws of such State. Ibid., 581. 

6. The laws of any State, granting exclusive rights and privileges in 
respect to patents and inventions, are inoperative as against the laws 
of the United States, with which they may come in collision. Gibbons 
V. Ogden, 9 Wheat, 186.— Marshall, Ch. J. ; Sup. Ct., 1824. 

*l. If the author's book or print contains matter injurious to the 
public morals or peace, or if the inventor's machine or other produc- 
tion wiU have a pernicious effect upon the pubhc health or safety, a 
competent authority remains with the States to restrain their use. 
Livingston v. Van Ingen, 9 Johns., 582. — Kent, J. ; N. Y., 1812. 

8. Such species of property is likewise subject to taxation, and to the 
payment of debts, as other personal property. Ibid., 582. 

9. The fact that a party has a patent giving him the exclusive right 
to make, use, and sell a particular medicine, does not confer upon him 
the right to practise as a physician, and use such medicine, in any par- 
ticular State, except in conformity with the laws of such State. Jordan 
V. Overseers of Poor, 4 Ohio, 310. — ^Lane, J.; Ohio, 1831. Thompson v. 
Stoats, 15 Wend., 396.— Nelson, J. ; N. Y., 1836. 

10. A party has not necessarily a right to use an invention in any 
State, merely because he has a patent for it. Vannani v. Paine, 1 
Harrington, 68. — Robinson, J.; Del, 1833. 

11. Where V. had invented a plan for constructing and drawing lot- 
teries, and had obtained a patent therefor, but there was a State law 
prohibiting lotteries, except under certain conditions, which Y. and his 
associates had not complied with, Held, that Y. was not entitled to any 
relief, by way of injunction or otherwise, for any alleged use of his 
invention within such State. Ibid,, 69. 

12. The power of Congress, as to patents, is general, and it rests in 
its sound discretion to say, when and for what length of time, and 
under what circumstances, a patent for an invention shall be granted. 
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POWEB OF CONaBBSS, AND OF THB STATES T7in)EB. 

There is no restriction which limits its power to enact, to cases where 
the invention has not been known or used by the public. All that is 
required ip, that the patentee should be the inventor. BUmcha/rd v. 
Sprague^ 3 Sumn., 541. — Stoet, J.; Mass., 1839. 

13. The power of Congress to legislate upon the subject of patents 
is plenary ; and as there is no restraint upon its exercise, there can be 
no limitation to the right to modify at pleasure the laws respecting 
patents, so that they do not take away the rights of property in exist- 
ing patents. McClurg v. Kifigsland, 1 How., 206. — Baldwin, J.; Sup. 
Ct., 1843. 

14. It is no objection to the validity of the laws respecting patents, 
that such laws are retrospective in their operation. /Wd., 206. 

15. Congress may pass an act which shtdl act retrospectively. Such 
an act is not necessarily unconstitutional. Though no State can impair 
the obhgations of a contract, this inhibition does not apply to the gen- 
eral government. Bloomer v. SioUey^ 6 McLean, 166. — McLban, J.; 
Ohio, 1850. 

16. A reservation in favor of assignees, in an act extending a patent 
will not make the act unconstitutional on the ground that Congress can 
only coAer privileges on inventors. The power to reserve rights and 
privileges to assignees is incidental to the general power conferred to 
promote the progress of the useful arts. Bkmchard Gim-Stock Taming 
Fac Y.Wamer, 1 Blatchf., 271, 276.— Nelson, J.; Ct., 1846. 

17. Congress has the constitutional right to confer a new and further 
term on the patentee, and that even after the expiration of the first. 
Bianchard v. Edynes, 6 West. Law Jour., 83. — ^Woodbuby, J. ; N. H., 
1B48. 

18. Alleged fraud and misrepresentation, in the passage of an act of 
Congress extending a patent, wiU not be presumed ; but such an act 
will be regarded by the courts as the law of the land, until it is re- 
pealed. Gibson v. Giffordj 1 Blatchf., 531.— Nelson, J. ; N. Y^ 1850. 

19. Under the fifth amendment of the Constitution, declaring that 
no person shall be deprived of Ufe, liberty, or property, without due 
process of law, Congress would have no right to pass an act depriving 
purchasers of a patented article of the right to use such article. Such 
an act would not be regarded as due process of law. Bloomer v, 
McQuewan^ 14 How., 553.— Taney, Ch. J.; Sup. a., 1852. 

20. Under the authority conferred by section 8th, article 1st, .of the 
Constitution, it does not follow that Congress may authorize an inventor 
to recall rignts which he has granted to others, or reinvest him with 
rights of property, which he has before conveyed for a valuable consid- 
eration. Ibid., 553. 

21. Congress may renew a patent or decline to do so. The grant of 
an exclusive privilege to an inventor for a limited time, does not im- 
ply a binding and irrevocable- contract with the people, that at the expi- 
ration of the period the invention shall become their property. Evaaa 
V. Eaian, Pet C. 0., 337.-- WASHiNaTON, J. ; Penn., 1816. 
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POWBE OF COKGBBSS, AND 07 THE STATES UNDER. 

22. Congress has tho constitutional power to grant an extension of 
a patent even after it has been once extended under section 18 of the act 
of 1836. Bloomer v. Stoaey^ 5 McLean, 160-162. — McLean, J. ; Ohio, 
1850. 

23. The power of Congress was not exhausted in this respect by the 
act of 1836. A legislative act does not bind a subsequent legislature. 
Ihid., 161. 

24. Congress may exercise its constitutional power, as to granting 
rights to inventors, either by special acts, or by a general system. 
Ibid,, 161. 

25. A private act of Congress, authorizing the issue of a patent to 
an inventor, is to be considered as engrafted on the general acts for the 
promotion of the useful arts, and such a patent is issued in pursuance 
of both. Ev<XM Y. Eaton^ 3 Wheat, 518. — Makahall, Ch. J. ; Sup. 
a., 1818. 

26. They are all statutes in pari materia, and all relate to the same 
subject, and are to be construea together. Bloomer v. McQaewan, 14 
How., 549, 651.— Taney, Ch. J.; Sup. Ct, 1852. 

See also Diqest Pat. Casbs^ titles CoNa&BSS; STATursfi^ 6.^ i. 
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ACTS 

Act of 1819, Chap. 19. 
" 1831, ^* 16. 
" 1834, " 157. 
" 1866, « 169. 



IN FORCE. 

Act of 1859, Chap. 22. 
" 1861, " 37. 
-^ 1865, " 120., 
" 1867, " 43. 



OBSOLETE ACTS. 



Act of 1790, Chap. 16. 
« 1802, " 36. 



Aotofl846. Ghapins, 



Digitized by VjOOQ IC 



COPYRIGHT LAWS. 



ACT OF 1790, CHAPTER 15. 
1 Statutes at Laboe, 124. 

[ObBoleU: Repealed hy Act o/1831, § 14.] 

An Act for the encouragement of learning, by securing 
the copies of maps, charts, and books, to the authors 
and proprietors of such copies, during the times there- 
in mentioned : 

Section 1. Be it enacted hy the Senate and Hoxcse of 
Representatives of the XTnited States of America hi Con- 
gress assembled^ That from and after the passing of this 
act, the author and authors of any map, chart, book or 
books already printed within these United States, being 
a citizen or citizens thereof or resident within the same, 
his or their executors, administrators or assigns, who 
hath or have not transferred to any other person the 
copyright of such map, chart, book or books, share or 
shares thereof; and toy other person or persons, being a 
citizen or citizens of these United States, or residents 
therein, his or their executors, administrators or assigns, 
who hath or have purchased or legally acquired the copy- 
right (a) of any such map, chart, book or books, in order 
to print, reprint, publish, or vend the same, shall have the 
sole right and liberty of printing, reprinting, publishing, 
and' vending such map, chart, book or books, for the 
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ACT OF 1790, CHAP. 15, §§ 1, 2. OBSOLBM. 

term of fourteen years from the recording the title there- 
of in the clerk's office, as is hereinafter directed : And 
that the author and authors of any map, chart, book or 
books already made and composed, and not printed or 
published, or that shall hereafter be made and composed, 
being a citizen or citizeps of these United States, or resi- 
dent therein, and his or their executors, administrators or 
assigns, shall have the sole right and liberty of printing, 
reprinting, publishing and vending such map, chart, 
book or books, for the like, term of fourteen years from 
the time of recording the title thereof in the clerk's office 
as aforesaid. And i^ at the expiration of the said term, 
the author or authors, or any of them, be living, and a 
citizen or citizens of these United States, or resident 
therein, the same exclusive right shall be continued to 
him or them, his or their executors, administrators or 
assigns, for the further term of fourteen years : Provided^ 
he or they shall cause the title thereof to be a second 
time recorded and published in the same manner as is 
hereinafter directed, and that vithin six months before 
the expiration of the first term oC fourteen years afore- 
said. ^ 

(a) The " copyright " recognized by this act, and which is intended 
to be protected, is presumed to be the right of property which an 
author has at common law, in his manuscript. Such protection is 
given as well to books published, as to manuscript copies. W?iecUon y. 
Peters, 8 Pet, 661.— McLean, J.; Sup. Ct., 1834. 

Section 2. And be it further enacted^ That if any 
other person or persons, from and aftier the recording 
the title of any map, chart, book or books, and publish- 
ing the same as aforesaid, and within the times limited 
and granted by this act, shall print, reprint, publish, or 
import, or cause to be printed, reprinted, published, or 
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OBSOLSn. ACT or 1790, OHAP. 15, §§ 2, 3^ 

imported from any foreign kingdom or state, any copy 
or copies of such map, chart, book or books, without the 
consent of the author or proprietor thereof, first had and 
obtained in writing, signed in the presence of two or 
more credible witnesses ; or, knowing the same to be so 
printed, reprinted, or imported, shall publish, sell, or ex- 
pose to sale, or cause to be published, sold, or exposed 
to sale, any copy of such map, chart, book or books, 
without such consent first had and obtained in writing 
as aforesaid, then such offender or offenders shall forfeit 
all and every copy and copies of such map, chart, book 
or books, and all and every sheet and sheets, being part 
of the same, or either of them, to the author or proprietor 
of such map, chart, book or books, who shall forthwith 
destroy the same : And every such offender and o^nders 
shall also forfeit and pay the sum of fifty cents for every 
sheet which shall be found in his or their possession, 
either printed or printing, published, imported, or ex- 
posed to sale, contrary to the true intent and meaning of 
this act, the one moiety thereof to the author or propri- 
etor of such map, chart, book or books, who shall sue for 
the same, and the other moiety thereof to and for the use 
of the United States, to be recovered by action of debt 
in any court of record in the United States, wherein the 
same is cognizable. Provided always^ That such action 
be commenced within one year after the cause of action 
shall arise, and not afterward. 

Section 8. And be it further enacted^ That no perswi 
shall be entitled to the benefit of this act, in cases where 
any map, chart, book or books, hath or have been already 
printed and published, unless he shall first deposit, and in 
all other cases, unless he shall before publication deposit 
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ACT OF 1Y90, OHAP. 15, § 3. OBSOLBTE. 

a printed copy of the title of such map, chart, book or 
books, in the clerk's oflBce of the district court where the 
author or proprietor shall reside (a) : And the clerk of 
such court is hereby directed and required to record the 
same forthwith, in a book to be kept by him for that 
purpose, in the words following (giving a copy thereof to 
the said author or proprietor, under the seal of the court, 
if he shall require the same.) ."District of to 

wit : Be it remembered^ That on the day of 

in the year of the independence 

of the XJnited States of America, A. B., of the said dis- 
trict, hath deposited in this office the title of a map, chart, 
book or books (as the case may be), the right whereof he 
claims as author or proprietor (as the case may be), in the 
words following, to wit: [here insert the title] in con- 
formity to the act of the Congress of the United States, 
intituled, ^ An act for the encouragement of leamiug, by 
securing the copies of maps, charts, and books, to the 
authors and proprietors of such copies, during the times 
therein mentioned.' C. D., clerk of the district of 

." For which the said clerk shall be entitled to 
receive sixty cents from the said author or proprietor, 
and sixty cents for eveiy copy under seal actually given 
to such author or proprietor as aforesaid. And such 
author or proprietor shall, within two months from the 
date thereof, cause a copy of the said record to be pub- 
lished in one or more of the newspapers printed in the 
XJnited States, for the space of four weeks, {p) 

(a) It the title of an author depended upon the act of 1*790, it would 
be oomplel^ provided he had deposited a printed copy of the title of 
the book in the clerk's office, as directed by this section. Ewer v. Coxe^ 
4 Wash., 490.— WASHnJGTON, J. ; Pa^ 1824. 

(*) 1. The provision of this section requiring the author to publish 
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OBSOLETB. ACT OF 1T90, CHAP. 16, §§ 3-6. 

the title of his book, in a newspaper, is merely directory, and consti- 
tutes no part of the essential requisites for securing the copyright. 
Nichols V. Buggies, 3 Day, 158.— Curiam ; Ct, 1808. 

2. The publication in the newspaper is intended as legal notice of 
the rights secured to the author ; but is not necessary where actual 
notice is brought home to the party. Ibid., 158. 

3. The condition upon which the proprietor is to be entitled to the 
benefit of the act cannot be extended to the requisition contained in 
the last sentence of that section, to publish a copy of the record of the 
title, as prescribed therein. Eioer v. Goxcj 4 Wash., 490. — ^WAsmKO« 
TON, J. ; Pa., 1824. 

4. Tne publication of a copy of such notice is only necessary to 
enable him to sue for the forfeitures created by that section. Ibid., 
490. 

Section 4. And be it further enacted, That the author 
or proprietor of any such map, chart, book or books, 
shall, within six months after the publishing thereof,* 
deliver, or cause to be delivered to the Secretary of State 
a copy of the same, to be preserved in his office. 

1. The requirement of this section, as to delivering a copy of the 
book to the Secretary of State, is merely directory, and constitutes no 
part of the essential requisites for securing a copyright The copy to 
be dehvered to the Secretary of State appears to be designed for public 
purposes, and has no connection with the copyright. Nichols v. Rug^ 
gles, 3 Day, 168.— Curiam j Ot., 1808. 

2. Under this section a copy of a book may be deposited with the 
Department of State, after the expiration of six months from the time 
of its publication if not done before, and will avail from the time of its 
being deposited. DdboWs Case, 1 Opin., 632. — ^Wirt, Atty. Gen.; 
1822. 

3. Where a work consisted of a number of volumes, the delivery to 
the Secretary of State of the first volume of the work within six 
months after its publication and of the rest of the volumes, before the 
offence complained of is committed, or the action brought, is a suffi- 
cient compliance with the law. DwigM v. Appleions, 1 N. Y. Leg. 
Obfl., 199.— Thompson, J.; N. Y., 1843. 

Section 5. And he it further enacted^ That nothing in 
this act shall be construed to extend to prohibit the im- 
portation or vending, reprinting or publishing, within the 
United States, of any map, chart, book or books, writ- 
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ten, printed, or published by any person not a citizen of 
the United States, in foreign parts or places without the 
jurisdiction of the United States. 

Section 6. And be it further enacted^ That any person 
or persons who shall print or publish any manascript, 
without the consent and approbation of the author or 
proprietor thereof, first had and obtained as aforesaid (if 
such author or proprietor be a citizen of, or resident of 
these United States), shall be liable to suffer and pay to 
the said author or proprietor all damages occasioned by 
such injury, to be recovered by a special action on the 
case founded upon this act, in any court having cogni- 
^nce thereof 

Section Y. And be it further enacted^ That if any per- 
son or persons shall be sued or prosecuted for any mat- 
ter, act, or thing dore under or by virtue of this act, he 
or they may plead thc: general issue, and give the special 
matter in evidence. 

Approved May 81st, 1790. 

ACT OF 1802, CHAPTER 86. 
2 Statutes lt Labgb, \il. 

[Obsolete : Repealed^ Act 0/I88I, § 14.] 

An Act supplementary to an act, intituled "An act for 
the encouragement of leanrng, by securing the copies 
of maps, charts, and books, to tho authors and pro- 
prietors of such copies, during tho time therein men- 
tioned," and extending the benefits thereof to.the arts 
of designing, engraving, and etching historical and 
other prints. 
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Section 1. £e it enacted by the Senate and Hoitse of 
Representatives of the United States of America in Con- 
gress (zssembled, That every person who shall, from ajad 
after the first day of January next, claim to be the author 
or proprietor of any maps, charts, book or books, and 
shall thereafter seek to obtain a copyright of the same 
agreeable to the rules prescribed by law, before he shall 
be entitled to the benefit of the act, intituled " An act 
for the encouragement of learning, by securing the copies 
of maps, charts, and books, to the authors and proprie- 
tors of such copies, during the time therein mentioned," 
he shall, in addition (a) to the requisites enjoined in the 
third and fourth sections of said act, if a book or books, 
give information by causing the copy of the record, 
which, by said act, he is required to publish in one or 
more of the newspapers, to be inserted at full length in 
the title-page, or in the page immediately following the 
title of every such book or books; and if a, map or chart 
shall cause the following words to be impressed on the 
face thereof^ viz. : " Entered accordihg to act of Con- 
gress, the day of 18 [here insert the date 
when the same was deposited in the office] by A. B. of 
the State of [here insert the author's or proprietor's 
name and the State in which he resides]. 

(a) 1. By this section no person can be entitled to the benefit of the 
act of 1*790, unless he shall, in addition to the requisites enjoined in 
sections 3 and 4 of that act, cause a copy of the record, required by 
that act to be published, to be inserted at full length in the title-page, 
or on the page immediately following the title of the book. Ewer v. 
Ccxe, 4 Wash., 490.— Washington, J.; Pa., 1824. 

2. The person, therefore, claiming a copyright, before he can be en- 
titled to t^ie benefits of the act of 1T90, must perform the requisites 
required by this act, in addition to those prescribed in sections 3 and 4 
of the act of 1790, and must perform the whole. The act admits of no 
other construction. Ibid,f 491. 
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3. The meaning of the act is as if it read, " the proprietor, before he 
shall be entitled to the benefit of the act of 1790, ih&Xi cause a copy of 
the record of the title to be published, and shall deUver a copy of the 
hook to the Secretary of State, as directed by the third and fourth sec- 
tions of that act ; and shall also cause a copy of the said record to be 
inserted at full length in the title-page," &c. Ibid.^ 491. 

4. The act of 1802 requires the requisites enjoined in sections 3 and 
4 of the act of 1790, as to notice and the deposit of the book in the 
State Department, to be performed " in addition " to the one required 
by this act of 1802, before an author " shall be entitled to the benefit 
of the first act" Wheaton v. Peters, 8 Pet, 666.--MoLean, J. ; Sup. Ct, 
1834. 

Section 2. And be it further enacted^ That from and 
after the first day of January next, eyery person, being 
a citizen of the United States or resident within the same, 
who shall invent and design, engrave, etch or work, or 
from his own works and inventions, shall cause to be 
designed and engraved, etched or worked, any historical 
or other print or prints, shall have the sole right and 
liberty of printing, reprinting, publishing, and vending 
such print or prints, for the term of fourteen years from 
the recording the title thereof in the clerk's office, as 
prescribed by law for maps, charts, book or books : JPro- 
videdy he shall perform all the requisites, in relation to 
such print or prints, as are directed in relation to maps, 
charts, book or books, in the third and fourth sections of 
the act to which this is a supplement, and shall moreover 
cause the same entry to be duly engraved on such plate, 
with the name of the proprietor, and printed on every 
such print or prints as is hereinbefore required to be 
made on maps or charts. 

1. The person who, under this section, is intended and described as 
the proprietor of a copyright in a print, is one who shall not only in- 
vent and design, but who shall also engrave, etch, or work the print 
to which the right is claimed ; or, who, from his oivn works and inven- 
tions, shall cause the print to be designed and engraved, etched, or 
worked. Binna v. Woodruff, 4 Wash., 61.— Washington, J. j Pa., 1821. 
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2. In the first case, the inventor and designer is identified with the 
enp:raver, or, in other words, the entire work, or subject of the copy- 
right, is executed by the same person. In the latter, the invention is 
designed or embodied by the person in whom the right is vested, 
and the form and completion of the work are executed by another. 
IHd., 51. 

3. But in neither case can a person claim a copyright for a mere in- 
vention, the work of his imagination locked up in his own mind, or 
existing in a form not visible to others. Neither is he so entitled, un- 
less he has not only invented, but also designed or represented the 
subject in some visible form. Ihid.^ 51. 

4. Where neither the design nor the general arrangement of a prints 
nor the parts which composed it, was the invention of the pMntifi*, 
but he had employed and paid the artists who had composed and exe- 
cuted it, Hdd^ that imder this section he was not entitled to a copy- 
right /ftwi, 53. 

Section 3. And he it further enacted^ That if any 
printseller or other person whatsoever, from and after 
the said first day of January next, within the time lim- 
ited by this act, shall engrave, etch or work, as aforesaid, 
or in any other manner copy or sell, or cause to be en- 
graved, etched, copied or sold, in the whole or in part, 
by varying, adding to, or diminishing from the main 
design, or shall print, reprint, or import for sale, or cause 
to be printed, reprinted, or imported for sale, any such 
print or prints, or any parts thereof without the consent 
of the proprietor or proprietors thereof, first had and 
obtained, in writing, signed by him or. them respectively, 
in the presence of two or more credible witnesses; or 
knowing the same to be so printed or reprinted, without 
the consent of the proprietor or proprietors, shall publish, 
sell, or expose to sale or otherwise, or in any other man- 
ner dispose of any such print or prints, without such 
consent first had and obtained, as aforesaid, then such 
offender or offenders shall forfeit the plate or plates on 
which such print or prints are or shall be copied, and all 
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and every sheet or sheets (being part of or whereon such 
print or prints are or shall be copied or printed) to the 
proprietor or proprietors of such original print or prints, 
who shall forthwith destroy the same ; and further, that 
every such offender or offenders shall forfeit one dollar 
for every print which shall be found in his, her, or their 
Custody ; either printed, published, or exposed to sale, or 
otherwise disposed o^ contrary to the true intent and 
meaning of this act, the one moiety thereof to any person 
who shall sue for the same, and the other moiety thereof 
to and for the use of the United States, to be recovered 
in any court having competent jurisdiction thereof 

Section 4. And be it further enacted^ That if any per- 
son or persons, from and after the passing of this act, shall 
print or publish any map, chart, book or books, print or 
prints, who have not legally acquired the copyright of 
such map, chart, book or books, print or prints, and shall, 
contrary to the true intent and meaning of this act, insert 
therein or impress thereon that the same has been en- 
tered according to act of Congress, or words purporting 
the same, or purporting that the copyright thereof has 
been acquired; every person so offending shall forfeit 
and pay the sum of one hundred dollars, one moiety 
thereof to the person who shall sue for the same, and the 
other moiety thereof to and for the use of the United 
States, to be recovered by action of debt in any court of 
record in the United States, having cognizance thereof. 
Provided always^ that in every case for forfeitures here- 
inbefore given, the action be commenced within two 
years from the time the cause of action may have arisen. 

Approved April 29th, 1802. 
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ACT OP 1819, CHAPTER 19. 
8 Statutes at Labge, 481 

[This Act still in Force.] 

An act to extend the jurisdiction of the Circuit Courts 

of the United States to cases arising under the law 

relating to patents [and copyrights]. 

JBe it enacted^ hy the Senate and House of JRepresent- 
atives of the United States of America^ in Congress 
assembled^ That the Circuit Courts of the United States 
shall have original cognizance, as well in equity as at 
law, of all actions, siuts, controversies, and cases, arising 
under any law of the United States, granting or confirm- 
ing to authors or inventors the exclusive right to their 
respective writings, inventions, and discoveries; and 
upon any hill in equity, filed by any party aggrieved 
in any such cases, shall have authority to grant injunc- 
tions, according to the course and principles of courts of 
equity, to prevent the violation of the rights of any 
authors or inventors, secured to them by any laws of the 
United States, on such terms and conditions as the said 
courts may deem fit and reasonable (a) ; Provided^ how- 
ever^ That from all judgments and decrees of any Circuit 
Courts, rendered in the premises, a writ of error or 
appeal, as the case may require, shall lie to the Supreme 
Court of the United States, in the same manner, and 
under the same circumstances, as is now provided by 
law in other judgments and decrees of such Circuit 
Courts, (b) 

(a) 1. The act of 1819, so far as it gave cognizance to the courts of 
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the TjDited States in cases of copyrigbts, still remains in force, and is 
the only law conferring equitable jurisdiction on these courts in such 
cases ; thd'ninth section of the act of 1831 protects manuscripts only. 
Stephens Y. Gladding, 17 How., 455.— Curtis, J. ; Sup. Ct, 1854. 

2. The equity jurisdiction of such courts, as to copyrights, does not 
extend to the adjudication of forfeitures : a decree, therefore, cannot 
be entered for the penalties incurred for a violation of a oopyfight, 
lUd., 455. 

3. Under the acts of 1790 and 1819, as to patents and copyrighta 
the owners of copyrights and patents do not have redress or relief in 
any cases where they could not before have had relief in some court, 
either of equity or law. Fierpont v. Fowle, 2 Wood. & Min., 27. — 
Woodbury, J. ; Mass., 1846. 

4. These acts merely enable them to prosecute such claims in tho 
Circuit Court of the United States, as they usually had done before, 
but without going to the State tribunals ; the public interest required 
a uniform construction to be placed by one tribunal on all important 
questions connected with rights so held. Ibid., 27. 

6. The jurisdiction of the Federal courts, under the acts of Congress 
respecting copyrights, has not taken away or diminished the original 
jurisdiction, which, before such acts, the State courts exercised — ex- 
cept where the jurisdiction was made exclusive in e:q)res8 terms, or by 
the necessary construction of the Federal Constitution, Woolsey v. 
JvM, 4 Duer, 382.— Duer, J. ; N. T,, 1855. 

6. Under the act of Congress, giving to the Circuit Courts cognizance 
of cases arising under the laws of the United States, granting to au- 
thors the exclusive right to their writings, the citizenship of the parties 
litigant is immaterial. Keene v. WheaUey^ 9 Amer. Law Beg., 44, 45.— 
Cadwallader, J.; Pa., 1860. 

7. The act of 1819 concerns remedies, and not rights. Tbid,, 45. 

8. Where a wrong has b^en committed in respect to a literary work, 
but the bill does not ask for an injunction to protect the common law 
rights of the author, or the violation of any copyright secured, but only 
asks an account, redress cannot be sought in a court of equity, but the 
party must proceed at law for damages. Monk v. Harper, 3 Bdw. Ch., 
110, 111.— MoCouN, V. Chan. ; K. T., 1837. 

See also Digest Pat. Oases, titles Actions, A ; Equttt, A- 
(6) A writ of error, or appeal, as the case may require, now lies to 
the Supreme Court, from all judgments or decrees of any Circuit Court, 
rendered in any action, at law or in equity, arising under any of the 
laws as to copyrights. Act of 4861, chap. 37. 
2 
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ACT OP 1831, CHAPTER 16. 

4 Statutes at Labge, 436. 

[This Act still in Force.] 

An Act to amend the several acts respecting copyrights. 

Seotiom" 1. £e it enacted by the Senate and Souse of 
JRepresentatives of the United States of America in Con- 
gress assembled^ That from and after the passing of this 
act, any person or persons, being a citizen or citizens of 
the United States, or resident therein, who shall be the 
sathor or authors of any book or books, map, chart, or 
musical composition, which may be now made or com- 
posed, and not printed and published, or shall hereafter 
be made or composed, or who shall invent, design, etch, 
engrave, work, or cause to be engraved, etched, or worked 
from his own design, any print or engraving, and the 
executors, administrators, or legal assigns of such person 
or persons (a), shall have the sole right and liberty of 
printing, reprinting, publishing, and vending {b) such 
book or books, map, chart, musical composition, print, 
out, or engraving, in whole or in part, for the term of 
twenty-eight years from the time of recording the title 
thereof in the manner hereinafter directed, (o) 

(a) Who mat have, aijd What Subject of Coptbight. 

\, Under this act a person, to be a ** resident '* so as to be entitled 
to a copyright, must be a permanent resident of the country. A per- 
son temporarily residing here, even though he has declared his inten- 
tion of becoming a citizen, cannot take or hold a copyright Ca/rey y. 
Codkr, 56 NUes's Reg., 262.— Barra, J. ; N. Y., 1839. 

2. The legal assignee of the author may take out the copyright, and 
it will make no differenoe whether he holds it as trustee for the benefit 
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of another or not Little v. GotUd, 2 Blatchf., 366.— Nelson, J. ; N. T., 
1852. 

3. Under this act no person C£n obtain a copyright except authors 
who are citizens or residents of the United States, and proprietors un-' 
der derivations of title from such authors. Keene y. WTieaMeyj 9 Amer. 
Law Reg., 45. — Oadwalladeb, J.; Pa., 1860. 

4. The assignee of a work composed by a n97i-resideni alien cannot 
obtain a copyright for it Und.^ 45. 

5. To constitute one an author, he must, by his own intellectual 
labor applied to the materials of his composition, produce an arrange- 
ment or compilation new in itself. AtwiU y. Ferretty 2 Blatchf., 46. — 
Betts, J. ; N. T., 1846. 

6. One who gets others to compile a work or engraye a print is not 
entitled to a copyright Pierpont y. Fowle^ 2 Wood. A Min., 46. — WooD- 
BUEY, J. J Mass., 1846. AtwiU Y. Ferrett, 2 Blatchf., 46.— Betts, J.; 
K T., 1846. DeWitt y. Brooks, MS.— Nelson, J. ; N. Y., 1861. 

7. A book, within the statute, need not be a yolume made up of 
many sheets bound together ; it may be a single sheet, as the words 
of a song, or the music accompanying it Clayton y. StonCj 2 Paine, 
383, 391.— Thompson, J. ; N. Y., 1828. 

8. A newspaper or price current cannot be considered a book within 
the sense and meaning of the act of Congress. Ibidj 385. 

9. A label used in the sale of any article is not a book, within the 
proyisions of the statute respecting copyrights. Cqfeen y. Bnmtonj 4 
McLean, 517. — McLean, J. ; Ind., 1849. 

10. The natural objects from which maps aud charts are made ar« 
open to all, and therefore a copyright cannot subsist in a chart, as a 
general subject, but may in an indiyidual "vwrk, and others may be re- 
strained from copying it Bkmt y. Patten^ 2 Paine, 400, 401. — Thomp- 
son, J. ; N. Y., 1828. 

11. A man has a right to a copyright of a map of a State or country 
which he has surveyed, or caused to be compiled from existing mate- 
rials, at his own expense, or skiU, or labor, or money. Emerson y. Da- 
vies, 3 Story, 781. — Story, J. ; Mass., 1845. 

12. Another may publish another map of the same State or country, 
but cannot take it substantially and designedly from the map of the 
other person, without any such exercise of ddll, labor, or expense. 
Ibid., 781. 

13. The author or compiler of a musical composition, made up of 
different parts copied from older compositions, witiiout material change, 
and put together into one tune with only slight alterations or additions, 
is not entitled to a copyright for such therefor. Reed y. Carusi, 8 Law 
Rep,., 411.— Taney, Oh. J. ; Md., 1845. 

14. But the circumstances of its corresponding with older musical 
compositions, and belonging to the same style of music, does not con- 
stitute it a plagiarism, provided it is, in its main design and in its ma- 
terial and important parts, the effort of his own mind. Ibid,, 41 1. 
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] 6. A musical composition, to be the subject of a copyright, must be 
Bubstantialfy a new and original work, and not a copy of a piece already 
produced, with additions and variations, which a writer of music with 
experience and skill could readily make. JoUie y. Jaques, 1 Blatchl, 
626.— Nblson, J. ; N. Y., I860. 

16. The phrase design^ when used as a term of art, means the giving 
of a visible form to the conceptions of the mind ; or, in other words, 
to the invention. Binns v. Woodruffs 4 Wash., 52.— Washington, J. ; 
Pa., 1821. 

17. A reporter cannot have any copyright in the written opinions of 
the judges of a court; nor can the judges confer any such right on the 
reporter. Wheaton v. Peters, 8 Pet, 668.— McLean, J. ; Sup. Ct., 1834. 
Little V. Gotddy 2 Blatchf., HO.— Conkling, J.; N. Y., 1851. 

18. Such decisions are the property of the public, and are not the 
subject of copyright. Little v. Goiddf 2 Blatchf., 362.— Nelson, J. ; 
N. Y., 1852. 

19. But a reporter may have a copyright in his own marginal notes, 
and in the arguments of counsel, as arranged and prepared by him. 
Gray v. RusseU, I Story, 21.— Stoey, J. ; Mass., 1839. 

20. A work may be the subject of a copyright, if the plan, arrange- 
ment, and combination of its materials are new, though the materials 
may be drawn from many sources, but are for the first time brought 
together in such plan, arrangement, and combination. Gray v. RusseU, 
1 Story, 17. — Stoey, J. ; Mass., 1839. Emerson y. Davies, 3 Story, 778. 
Stoey, J. ; Mass., 1845. 

21. But there can be no copyright of a plan distinct from the work 
itself, any more than there can be of an idea. The words in whicli. an 
idea is expressed, are a subject of property j and so is the classification 
of the subject discussed. Siory^s JSxrs. v. Eokomhe^ 4 McLean, 316. — 
McLean, J.; Ohio, 1847. 

See alsa Digest Pat. Cases, titles Authoe ; Copyeight, B., 0. ; 
Abeidgment; Chaetsj Compilations; Diotionaeies; Reviews; 
Teanslation. 

(6) CoPYBiGHT, What is. 

1. The privilege of an author to an exclusive sale of his works, for a 
lunited number of years, although a monopoly, is not so in the odious 
meaning of the term ; but is but a proper reward for his labor, and to 
which he is as much entitled as to the exclusive enjoyment of any 
other kind of property. Blunt v. Patten, 2 Paine, 395. — ^Thompson, J. ; 
N. Y., 1828. 

2. Copyright is an exclusive right to the multiplication of copies, for 
the benefit of the author or his assigns, disconnected from the plate, or 
any other physical existence. Stephens v. Cady^ 14 How., 330. — Nel- 
son, J. ; Sup. Ct, 1852. 

3. Before publication, an author has the exclusive possession of the 
ideas contained in his book, and the combination of words to represent 
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them. But when he has published his book, and given his thoughts, 
sentimentsj knowledge, or information to the world, he can have no 
longer an exclusive possession in them. Stowe v. TkomaSy 6 Amer. 
Law Reg., 228. — Geieb, J. ; Pa., 1863. 

4. When an author has sold his work, the only property which he 
reserves to himself, or which the law gives to him, is the exclusive 
right to multiply the copies of that particular combination of character 
which exhibits to the eyes of anotiier the ideas intended to be pon- 
veyed. This is what the law terms copy, or copyright. UncL^ 228. 

5. An author's exclusive property in a literary composition, or copy- 
right, consists only in a right to multiply copies of his book, and enjoy 
the profits therefrom, and not in an exclusive right to his conceptions. 
IJnd., 228. 

6. The case of MiUar v. Taylor, 4 Burr, 311, has finally settled the 
question as to the nature of the property which an author has in his 
works ; and it is, that, after publication, his property consists in the 
" right of copy," which signifies " the sole right of printing, publid^« 
ing, and selUng his literary composition or book ;" not that he has 
such a property in his original conceptions, that he alone can use them 
in the composition of a new work, or clothe them in a different dress 
by translation. Ihid.j 230. ' 

See also Digest Pat. Oases, title Coptbight, A 

(c) Foundation of Coptbight. 

1. Congress, in passing the copyright act, did not legislate in 
reference to existing rights. Instead of sanCtionmg an exisfing right, 
it created it. Whcaton v. PeterSy 8 Pet., 661.— McLean, J. ; Sup. Ct, 
1834. 

2. In the United States an author can have no exclusive property or 
copyright in his published production except under the laws of Con- 
gress. Ibid.j 662. 

3. The author of a literary composition has, at common law, no ex- 
clusive right to print and publish it Dudley v. Mayhew, 3 Coms., 12. 
—Strong, J. ; N. Y., 1849. 

4. Copyright, though formerly considered to be founded on common 
law, can now only be viewed as part of the statute law. Clayton v. 
Stone, 2 Paine, 383.— Thompson, J. ; N. Y., 1828. 

5. The object of the acts of Congress, securing to authors the exdu- 
sive right, to their writings, was the promotion of science. IbicL, 392. 

See also Digest Pat. Cases, title Copymght, A 

Section 2. And be it further enctcted^ That if,. at the 
expiration of the aforesaid term of years, such author, 
inventor, designer, engraver, or any of them, where the 
work had been originally composed and made by more 
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than one person, be still living, and a citizen or citizens 
of the United States, or resident therein, or, being dead, 
shall have left a widow, or child, or children, either or 
all then living, the same exclusive right Shall be con- 
tinued to such author, designer, or engraver, or, if dead, 
then to such widow And child, or children, for the fur- 
ther term of fourteen years : Providedy That the title of 
the work so secured shall be a second time recorded, and 
all such other regulations as are herein required, in regard 
to original copyrights, be complied with in respect to 
stich renewed copyright, and that within six months 
before the expiration of the first term^ 

1. The extension under this act looks entirely to the author and 
his family, and not to assignees. Pierpont y. Fowle^ 2 Wood. &, Min., 
42.— WOODBUBT, J. ; Mass., 1846. 

2. An assignment of a "copyright" should not, by constructiop, be 
extended beyond the first term, unless it seems to be actually meant 
by the author to be transferred forever, and including any future con- 
tingency. Ihid,, 44. 

3. But where it is clear that the author intended to transfer all his 
interest in the copyright, as well in the extended as in the original 
term, and the assignment is not, in its terms, broad enough to cover 
the second term, a court of equity will direct the contract to be re- 
formed, so as to embrace all the interest Ccwen y. Barnks^ MS. — ^Nel- 
son, J.; N.Y., 1862. 

4. An assignee alone cannot take out the second or extended term, 
unless he has paid for it, clearly contracted for it, and, in equity, rather 
than by any technical law, is to be protected in it. JPierpont v. Fouilej 
2 Wood. & Min., 44.— Woodbubt, J.; Mass., 1846. 

6. The takmg out a second term of a copyright is not like the 
strengthening of a defective title, but rather like a new interest ob- 
tained after the general interest had expired. Ibid,^ 46. 

See also Digbst Pat. Gasbs; title OoPYBiaHT, E. 

Section 3. And be U fwriher enacted^ That in all cases 
of renewal of copyright mider this act, such author or 
proprietor shall, withm two months from the date of said 
renewal, cause a copy of the record thereof to be pub- 
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iished in one or more of the ne\^8papers printed in the 
United States, for the space of four weeks. 

Section 4. And be it further enacted^ That no person 
shall be entitled to the benefit of this act, unless he shall, 
belbre publication, deposit a printed copy of the title of 
such book, or books, map, chart, musical composition, 
print, cut, or engraving, in the clerk's office of the Dis- 
trict Court of the district wherein the author or pro- 
prietor shall reside, and the clerk of such court is hereby 
directed and required to record the same thereof forth- 
with, in a book to be kept for that purpose, in the words 
following (giving a copy of the title, under the seal of 
the court, to the said author or proprietor, whenever he 
shall require the same) : *^ District of to wit : Be 

it remembered, that on the day of Anno 

Domini, A. B., of the said district, hath deposited 

in this office the title of a book (map, chart, or otherwise, 
as the case may be), the title of which is in the words 
following, to wit : (here insert the title) ; the right where- 
of he claims aa author, (or proprietor, as the case maybe,) 
in conformity with an act of Congress, entitled * An act 
to amend the several acts respecting copyrights.' C. D., 
Clerk of the district" For which record the clerk shall 
be entitled to receive, from the person claiming such 
right, as aforesaid, fifty cents, and the like sum for every 
copy under seal, actually given to such person or his 
assigns. And the author or proprietor of any such book, 
map, chart, musical composition, print, cut, or engraving, 
shall, within three months from the publication of ssdd 
book, map, chart, musical composition, print, cut, or en- 
graving, deliver, or cause to be delivered, a copy of the 
same to the clerk of said district And it shall be the 
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duty of the clerk of each District Court, at least once in 
every year, to transmit a certified list of all such records 
of copyright, induding the titles so recorded, and the 
dates of record, and also all the several copies of books 
or other works deposited in his office according to this 
act, to the Secretary of State, to be. preserved in his 
office, (a) 

Sscnoir 5. And be it further enacted^ That no person 
shall be entitled to the benefit of this act, unless he shall 
give information of copyright being secured, by causing 
to be inserted in the several copies of each and every 
edition published during the term secured on the title- 
page, or the page immediately following, if it be a book, 
or, if a map, chart, musical composition, print, cut, or 
engraving, by causing to be impressed on the face there- 
of or if a volume of maps, charts, music, or engravings, 
upon the title or frontispiece thereof, the following words, 
viz. : "Entered according to act of Congress, in the year 
, by A. B,, in the clerk's office of the District 
Court of ," (as. the case may be.) (a) 

(a) Notes to §§ 4 and 6. 

1. The act of 1831 embodies the provisions of l^e acts of 1*790 and 
1802, and imposes on the persons claiming the privilege of copyright 
the same duties and liabilities which attended the right under the prior 
statutes. Baker v. Taylor, 2 Blatchf., 83.— Bbtts, J.; N. T^ 1848. 

2. Under sections 4 and 5 -of this act, the depositing the title-page 
in the proper clerk's office, publishing a notice according to the act^ 
and delivering a copy of the book, are conditions, the performance of 
which is essential to the title. Ibid., 84. 

3. And the notice must be publi^ed in the manner specified in the 
act. Ibid., 84. 

4. AH the things required by these sections must be done to secure 
a copyright JolUe v. Jaques, 1 Blatchf., 620.— Nelson, J.; N. T., 
1850. Struve v. Schwedler, 4 Blatchfl— Nelson, J.; N. Y., 1857. 

5. Until all the things required by these sections are done, the copy- 
right is not secured; but by taking the incipient step^ a light is ao- 
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quired which chancery will protect, until the other acts may be done. 
PuUe V. Derhyj 5 McLean, 332.— McLean, J.; Ohio, 1852. 

6. Where a work consists of a number of volumes, the insertion of 
the record on the page next following the title-page of the Jirst volume 
of the work is a sufficient compliance wfth the statute. Dvnghi y. 
Applefons, 1 N. Y. Leg. Obs., 198.— Thompson, J. ; K. Y., 1843. 

7. The author may insert the same record in another edition, pub- 
lished in a different number of volumes, without impairing the copy- 
right. Ibid., 199. 

8. The number of volumes in which it was stated the work would 
be published, make no part of its title, and may be rejected as sur- 
plusage. Jbid.f 199. 

9. After such title-page has been deposited, the author can maintain 
an action for an infringement or violation of his right, even though the 
work may not have been published, or the printed copy deposited. 
Bdberts v. Meyers, 13 Mo. Law Rep., 398. — Spragub, J.; Mass., 1860. 
Contra, Keene v. WheaUey, 1 Amer. Law Reg., 44. — Cadwalladkh, J.; 
Pa,, 1860. 

10. The record from the-clerk's office, made in the form prescribed 
by section 4, or of the depositing of a title-page, is prima facie evidence 
that a printed title was deposited. - Boiberta v. Meyers, 13 Mo. Law Rep., 
398.— Sprague/J.; Mass., 1860. 

11. Where the title-page of a book was deposited in 1846, and the 
notice of the entry, inserted in the book, stated it to have feeen deposit- 
ed in 1847, Hdd, that the error created a fatal defect in the plalntifif's 
title. Baker v. Taylcxr, 2 Blatchf , 84.--BBTTS, J.; N. Y., 1848. 

12. Even if the error arose from mistake, it will make no difference 
as to the result Ibid., 84. 

13. Under section 4 a person is not entitled to any.benefit, under the 
act, unless he deposits the title-page before the publication of his work. 
Ibid., §5. 

14. Wheje copies of a book were sold prior to the date of the deposit 
of a copy of the title-page, and a printed copy of the book was deposited 
in the clerk's office, at the same time the title-page was deposited, Heid, 
that these facts warranted an inference of an actual publication of the 
book prior tp the date of such deposit. Ibid., 85. 

See also Digest Pat. Cases, title Copyright, D.; and notes to sec- 
tion 3 of the act of 1790, and to section 1 of the act of 1802. 



Section 6. And he it further enacted^ That if any 
other person or persons, from and after the recording 
the title of any book or books, according to this act, 
shall, within the term or terms herein limited, print (a), 
publish, or import, or cause to be printed, published, or 
2* 
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imported, any copy of such book or books (5), without the 
consent of the person legally entitled to the copyright 
thereof^ first had and obtained in writing, signed in 
presence of two or more credible witnesses, or shall, 
knowing the same to be so printed or imported, publish, 
sell, or expose to sale, or cause to be published, sold, or 
exposed to sale, any copy of such book without such 
consent in writing ; then such offender shall forfeit every 
copy of such book to the person legally,- at the time, 
entitled to the copyright thereof; and shall also forfeit 
and pay fifty cents for every such sheet which may be 
found in his possession, either printed, or printing, pub- 
lished, imported, or exposed to sale, contrary to the 
intent of this act, the one moiety thereof to such legal 
owner of the copyright as aforesaid, and the other to the 
use of the United States, to be recovered by action of 
debt in any court having competent jurisdiction there- 
of, (c) 

(a) 1. The intent with which a work is reprinted cannot be taken 
into consideration ; it is the act of reprinting that is prohibited by the 
statute. Nichols v. Rugglea^ 3 Day, 158.— Curiam ; Ct., 1808. Story's 
Ej^ts v. Holcombe, 4 McLean, 309, 310.— McLean, J.; Ohio, 1847. 

2. It is of no consequence in what form the works of another are 
used, whether it be a simple reprint or by incorporating it in some 
other work.1 If his copyright is violated, he can maintain an action 
therefor. Ch'ay v. RusseU, 1 Story, 19. — STORr, J.; Mass., 1839. 

3. To entitle a party to an action for the infringement of a copyright, 
it is not necessary that the whole or a greater part of his work should 
be taken. If so much is taken as to impair the value of the original, 
or so that the labors of the original author are substantially appropri- 
ated, that is sufficient in point of law to constitute a piracy. Folsom v. 
MarsTi, 2 Story, 115. — Story, J.; Mass., 1841. 

4. The entirety of the copyright is the property of the author; and 
it is no defence that another has appropriated only a part of such prop- 
erty and not the whole. IbicL, 116. 

5. Nor does it necessarily depend upon the quantity taken, whether 
it is an infringement of a copjoight or not. /Wd, 116. Story's Ex'rs 
V. Soloombe, 4 McLeAO, 309, 310.— MoLban, J.; Ohio, 1847. 
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6. Intention cannot b^ taken into account in reference to an inMnge- 
ment. If a copyright has been invaded, whether the party knew the 
work was copyrighted or not, he is liable to the penalty for violation. 
Millett V. Snowden, 1 West. L. Jour., 240.--BBTTS, J.; N. Y., 1843. 

(b) 1. A book may in one part of it infringe the copyright of another 
woik, and in other parts be no infringement; in such a case, the 
remedy will not be extended beyond the injury. Story^a Extra, v. JSW- 
cow&e, 4 McLean, 316 — .McLeai^, J., Ohio, 1847. 

2. A book, within the meaning of the statute, does not include ft 
translation of a work. Sio^tfit v. TSmrws, 2 Jlmer. Law Beg., 230.— 
Geier, J.; Pa, 1853. 

3. A translation may be called a transcript or copy of the author's 
thought or conception, but in no correct sense can it be called a copy 
of his book. Ibid., 231. 

See also Digest Pat. Cases, title Infringement, A- 

{c) 1. An actum on the case is the proper form of action to recovw 

damages for a violation of a copyright; trespass will not lie. AtwiU y. 

FerrtM, 2 Blatchf., 48.— Betts, J.; N. Y., 1846. 

2. The penalty of fifty cents per sheet imposed by this section is 
incurred for every sheet found to have been in the defendants' poeses- 
sion, or which they had sold, or held for sale. Dwight y. Applekms^ 1 
N. Y. Leg. Obs., 198.— Thompson, J.; N. Y., 1843. 

3. The penalty declared by this section can be a^iudged only for the 
sheets found in the possession of the defendant. Backus v. Gcvid, 7 
How., 811.— McLean, J.; Sup. Ct, 1848. 

4. The penalty imposed by this section is not incurred by printing 
and publishing so much of a book as to amount to an infringement of 
the copyright Rogers v. JeweU^ 12 Ma Law Rep., 340. — Curtis, J. ; 
Mass., 1858. 

6. The words **a copy of a book," found in section 6 of the act of 
1831, import a transcript or copy of the entire book. /Wrf., 341. 

6. Congress did not intend to inflict these penalties upon the unlaw* 
ful printing or publication of less than an entire work. Ibid., 341. 

Section 7. And he it further enacted^ That if any per- 
son or persons, after the recording of the title of any 
print, cut, or engraving, map, chart (a), or musical com- 
position, according to the provisions of this act, shall, 
within the term or terms limited by this act, engrave, 
etch, or work, sell, or copy, or caused to be engraved, 
etched, worked, or sold, or copied, either on the whole, 
or by varying, adding to, or diminishing the main design, 
with intent to evade the law ; or shall print or import 
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for sale, or cause to be printed or imported for sale, any' 
such map, chart, musical composition, print, cut, or en- 
graving, or any parts thereof, without the consent of the 
proprietor or proprietors of the copyright thereof^ first 
obtained in writing, signed in the presence of two cred- 
ible witnesses; or knowing the same to be printed or 
imported without such consent, shall publish, sell, or 
expose to sale, or in any manner dispose of any such 
map, chart, musical composition, engraving, cut, or print 
without such consent, as aforesaid; then such offender 
or offenders shall forfeit the plate or plates on which such 
map, chart, musical composition, engraving, cut, or print, 
shall be copied, and also all and every sheet thereof so 
copied or printed as aforesaid, to the proprietor or pro- 
prietors of the copyright thereof; and shall further for- 
feit one dollar for every sheet of such map, chart, musical 
composition, print, cut, or engraving, which may be found 
in his or their possession, printed or published, or ex- 
posed to sale, contrary to the true intent and meaning 
of this act ; the one moiety thereof to the proprietor or 
proprietors, and the other moiety to the use of the United 
States, to be recovered in any court having competelit 
jurisdiction thereofl {b) 

(a) 1. Though a party cannot have a copyright in the original ele- 
ments or materials of his chart, he has a right to the result of his 
labors and surveys in making it. Another party may resort to the 
original materials of the chart, and survey for himself, but he cannot 
avail himself, either in whole or in part, of the surveys of the former. 
Blwnt V. Poften, 2 Paine, 395, 396.— Thompson, J. ; N. Y., 1828. 

2. The natural objects from which charts ^re made,* being, however, 
open to all, a copyright cannot subsist in a charts as a general subject, 
but it may in an individual wcirk, and others may be restrained from 
copying such work. Ibid.j 400, 401. 

3. But a right in such a subject is violated only when another copies 
from the chart of him who has secured the copyright, and thereby 
^vailed hiiqself of his labor and skill Ibid, 402. 
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4 In all such cases, it is a proper question for a jury, whether the 
one is a copy of the other or not ; if there was some small variance, it 
would be a proper subject of inquiry whether the alteration was not 
merely colorable. Ibid.^ 402. • 

5. But a subsequent compiler has a right to avail himself of all prior 
publications which are not copyrighted, and if his chart is compiled 
from such publications, it is no infringement, although it may agree 
with another's chart. Ibid., 403. 

6. One person may publish a map of the same S^ate or country for 
which another has a copyright, by using the like means or materials, 
and the like skill, labor, and expense, in its preparation. But he has 
no right to publish a map, taken substantially and designedly from the. 
map of such other person, without any such exercise of skill, labor, or 
expense. JSmerson v. DavieSy 3 Story, 781. — Stoey, J. ; Mass., 1845. 

See also Digest Pat. Cases, title Charts. 

(6) 1. The penalty for an infringement is, under this section, fixed 
by law. If the jury find there has been ah infringement, they must 
ascertain the number of sheets proved to have been sold, or offfered for 
sale (not the number printed), and return a verdict for one dollar for 
each sheet so sold, or offered to be sold. MilkU v. Snowderij 1 West. 
Law Jour., 240.— Betts, J. ; N. Y., 1843. 

2. A defendant is not liable to the penalty imposed by this section, 
unless he was guilty of the infraction of the copyright within two 
years before action was brought. Heed v. Oanm, 8 Law Rep., 412. — 
Taney, Ch. J. ; Md., 1845. 

3. The engraving or preparation of plates, where the work is printed 
' from plates, may have been more than two years, but every printing 

for sale would be a new infraction of the right, and, if such printing 
was within two years before suit brought, the defendant is Uable. 
Ibid., 412. 

4. The penalty is at the rate of one dollar for each sheet the defend- 
ant may have caused to be printed for sale, within two years before 
suit brought. Ibid., 412. 

See also Digest Pat. Gases, title Penalties, A. 

Section' 8. And be it further enacted^ That nothing 
in this act shall be construed to extend to prohibit the 
importatioD, or vending, printing, or pubjishing of any 
map, chart, took, musical composition, print, or engra- 
ving, written, composed, or made by any person not 
being a citizen of the United States, nor resident within 
the jurisdiction thereof. 

Section 9. And be it further enacted^ That any per- 
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son or persons who sliall print or publish any manuscript 
whatever without the consent of the author or legal 
proprietor first obtained as aforesaid, (if such author or 
proprietor be a citizen of the United States, or resident 
therein), shall be liable to suffer and pay to the author or 
proprietor all damages occasioned by such injury, to be 
recovered by a special action on the case founded upon 
this act, in any, court having cognizance thereof; and the 
several courts of the United States empowered^ to grant 
injunctions to prevent the violation of the rights of 
authors and inventors, are hereby empowered to grant 
injunctions, in like manner, according to the principles 
of equity, to restrain such publication of any manuscript 
as aforesaid. 

1. An author, at common law, has a property m his manuscript, and 
may obtain redress against any one who deprives him of it, or by im- 
properly obtaining a copy endeavors to realize a profit by its publica- 
tion. WheaUm v. Peters, 8 Pet, 657.— McLean, J. ; Sup. Ct., 1834. 

2. Notwithstanding the copyright by statute, thei*e remains in an 
author a common law title to his works before publication. Jones v 
Thome^ 1 N. T. Leg. Obs., 409.--McOouN, Y. Ch,; N. Y., 1843. 

3. At common law, independently of ihe statute, the author of a 
manuscript might obtain redress against one who had surreptitiously 
gained possession of it Bartktte v. CriUendenj 4 McLean^ 301. — 
McLean, J.; Ohio, 1847. 

4. On general equitable principles, relief may also be given, under 
like circumstances, by a court of chancery. Ibid,, 301. 

5. The use, by an author, of his manuscript for the purpose of in- 
struction, is not an abandonment of it to the public. Nor is it an 
abandonment, to allow his pupils to take copies. Ibid., 303. 

6. Those also who have been permitted to take copies, have no right 
to a use which >f as not in contemplation when the consent to tSce 
copies was given. JWd, 303. 

7. An author has a common law right in his manuscript until he 
relinquishes it by contract or some equivocal act. Bartktte v. OnUen- 
den, 6 McLean, 36, 38. — McLean, J. ; Ohio, 1849. 

8. Su5h right is also protected by section 9 of the copyright act of 
1831. Ibid., 38. 

9. A surreptitious publication of an important part of a manuscript 
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is equally within the statute as if the manuscript was complete ; and 
the whole of a manuscript need not be printed. Ihid.^ 39, 40. 

10. This section protects manuscripts only. Stephens v. Gladding, 
17 How., 456.— Curtis, J.; Sup. C5t., 1854, 

11. At common law an author has a right to his unpublished manu- 
scrij^ts the same as to any other property he may possess ; and this 
act of the 3d of February, 1831, gives him a remedy by injunction to 
protect this right. LitUe v. HaU^ 18 How., 170. — McLean, J.j Sup. 
Ct, 1855. 

12. The common law right of an author in his manuscript has not 
been taken away or abridged by the statutes which have been passed 
for the protection of copyright. Its existence is prior to these statutes, 
and independent of their provisions. Woolsey v. Juddj 4 Duer, 385. — 
DuEE, J.; N.T.,.1855. 

13. The act of 1831, section 9, giving redress for the unauthorized 
printing or publishing of manuscripts^ operates in favor of a resident of 
the United States who has acquired the proprietorship of an unpHfUed 
literary composition from a non-resident alien author. Keene v. Wheat- 
ley, 9 Amer. Law Reg., 45. — Cadwalladee, J. ; Pa., 1860. 

14. But this section — and which is the only one— enabling a pro- 
prietor, who derives his title from such an author, to assert any right 
under the act — ogives do redress for an unauthorized theatrical repre- 
sentation. Ibid.j 45. _ ' 

See also Digest Pat. Oases, titles Letters ; Manxtscripts. 

Section 10. And be it further enacted^ That, if any 
person or persons shall be sued or prosecuted, for any 
matter, act, or thing done under or by virtue of this act, 
he or they may plead the general issue, and give the 
special matter in evidence. 

Sectxojt 11. And he it further enacted^ That, if any 
person or persons, from and after the passing of this act, 
shall print or publish any book, map, chart, musical com- 
position, print, cut, or engraving, not having legally 
acquired the copyright thereof, and shall insert or impress 
that the same hath been entered according to act of Con- 
gress, or words purporting the same, every person so 
offending shall forfeit and pay one hundred dollars : one 
moiety thereof to the person who shall sue for the same, 
and the other to the use of the United States, to be re- 
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covered hj action of debt, in any court of record having 
cognizance thereof. ' 

1. The penalty imposed by this section, and given "to the person 
who shall sue for the same," cannot be recovered in the name of more 
than one person. Ferrett v. Atimli^ 1 Blatchf., 154, 155.— Bbtts, J. ; 
N. T., 1846. 

2. A declaration for such penalty in the name of two persons is baO, 
on general demurrer. Ibid.j 154. 

3. There is a manifest difference between giving a penalty to a com- 
mon informer, and imposing one for the benefit of the person aggrieved : 
in the latter case, the term person may be regarded as comprehending 
every one affected by the injury. Thid.j 156. 

See also Digest Pat. Gases, title Penalties, A. 

Section 12, And be it further enacted^ That, in all 
recoveries under this act, either for damages, forfeitures, 
or penalties, full costs shall be allowed thereon, any thing 
in any former act to the contrary notwithstanding. 

Section 13, And be it further enacted^ That no action 
or prosecution shall be maintained, in any case of for- 
feiture or penalty under this act, unless the same shall 
have been commenced within two years after the cause 
of action shall have arisen. 

Section 14. And be it further enacted^ That the " act 
for the encouragement of learning, by securing the copies 
of maps, charts, and books, to the authors and proprietors 
of such copies during the times therein mentioned," 
passed May thirty-first, one thousand seven hundred and 
ninety, and the act supplementary thereto, passed April 
twenty-ninth, one thousand eight hundred and two, shall 
be, and the same are hereby, repealed : saving, always, 
such rights as may have been obtained in conformity to 
their provision! 

Section 15. And be it further enacted^ That all and 
several the provisions of this act, intended for the protec- 
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tion and security of capyrights, and providing remedies, 
penalties, and forfeitures, in cases of violation thereof, 
shall be held and construed to extend to the benefit of 
the legal proprietor or proprietors of each and every 
copyright heretofore obtained, according to law, during 
the term thereof, in the same manner as if such copyright 
had been entered and secured according to the directions 
of this act. 

Section 16. And be it further enacted^ That when- 
ever a copyright has been heretofore obtained by an 
author or authors, inventor, designer, or engraver, of 
any book, map, chart, print, cut, or engraving, or by a 
proprietor of the same: if such author or authors, or 
either of them, such inventor, designer, or engraver, be 
living at the passage of this act, then such author or 
authors, or the survivor of them, such inventor, engraver, 
or designer, shall continue to have the same exclusive 
right to his book, chart, map, print, cut, or engraving, 
with the benefit of each and all the provisions of this act, 
for the security thereof, for such additional period of 
time as will, together with the time which shall have 
elapsed from the first entry of such copyright, make up 
the term of twenty-eight years, with the same right to 
his widow, child, or children, to renew the copyright, at 
the expiration thereof, as ifi above provided in relation to 
copyrights originally secured under this act. And if 
such author or authors, inventor, designer, or engraver, 
shall not be living at the passage of this act, then his or 
their heirs, executors and administrators, shall be entitled 
to the like exclusive enjoyment of said copyright, with 
the. benefit of each and all the provisions of this act for 
the security thereof, for the period of twenty-eight years 



Digitized by 



Google 



42 COPYRIGHT LAWS. 

IN FOBOB. ACT Or 1834^ OHAP. 157, § L 

from the first entry of said copyrighf, with the like privi- 
lege of renewal to the widow, child, or children, of 
author or authors, designer, inventor, or engraver, as is 
provided in relation to copyrights originally secured 
under this act : Provided^ That this act shall not extend 
to any copyright heretofore secured, the term of which 
has already expired. 
Approved February 3d, 1831, 



ACT OF 1834, CHAPTER 167. 
4 Statutes at Labge, 728. 

[This Act still in Force.'] 

An Act supplementary to the act to amend the several 

acts respecting copyrights. 

Sbction 1. JBe it enacted by the Senate and House of 
Mepreaentativea of the United States of America in Con- 
gress assembled^ That all deeds or instruments in writing 
for the transfer or assignment of copyrights, being proved 
or acknowledged in such manner as deeds for the convey- 
ance of land are required by law to be proved or ac- 
kpowledged in the same State or district, shall and may 
be recorded in th6 office where the original copyright is 
deposited and recorded ; and every such deed or instru- 
ment that shall in any time hereafter be made and exe- 
cuted, and which shall not be proved or acknowledged 
and recorded as aforesaid, within sixty days after its exe- 
cution, shall be judged fraudulent and void against any 
subsequent purchaser or mortgagee for valuable consider- 
ation without notice. 
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1. An assignment of an interest in a copyright must be in writing, 
to be valid and operative ; but an agreement to assign may be by parol. 
Cfouid V. BanJcSj 8 Wend., 565.-— Nelson, J. ; N! T., 1832. 

2. An assignment of a " copyright '* in general terms is to be referred 
to what was then in existence, and not to any future contingency. 
It should not be by construction extended beyond the first term, unless 
it seems to be so actually meant by the author, and to inqjlude a future 
contingency. Fierpont v. FowlCy 2 Wood. &, Min., 43-45. — ^Woodbuet, 
J.; Mass., 1846. 

3. Otherwise, if the contract of sale or assignment uses language 
looking beyond the existing copyright, such as referring to all the in- 
terest in the matter, or to the manuscript or book itself, or using some 
other expression more comprehensive than the word "copyright" 
Ibid,, 45. 

4. This statute prescribes only the instrument by which they may 
be assigned, and the mode of recording, but does not define what in- 
terest may be assigned. Roberta v. Myers^ 13 Mo. Law Eep., 401. — 
Spraqub, J. ; Mass., 1860. 

5. There is no sufficient reason for preventing an author conveying 
a distinct portion of his right. Ibid., 401. 

6. Where an assignment was of tiie exclusive right of acting and 
representing a certain drama, within thd United States except as to 
certain cities, for the term of one year, Held, that it was valid under the 
statute. Ibid., 400, 401. 

7. CJoNTRA. — ^The statutes of the United States for the protection 
of authors do not, like those for the benefit of inventors, sanction 
transfers of limited local proprietorships of exclusive privileges, 
Keene v. WheaUey, 9 Amer. Law Reg., 46. — Capwalladee, J. ; Pa., 
1860. 

8. A writing which is in form a transfer by an author of his exclu- 
sive right for a designated portion of the United States operates at law 
only as a mere license, and is ineffectual as an assignment lUd., 46. 

9. But in equity, a limited local or other partial assignment, if made 
for a valuable consideration, is carried into effect, whetiier it would be 
effectual in law or not. Ibid., 47. 

Id. An assignment of a copyright, although "not recorded, is still 
valid as between the parties, and as to all persons not claiming under 
the assignors. Webb v. Powers, 2 Wood. & Min., 510.-.-Woodbuet, J. ; 
Mass., 1847. 

11. A' formal transfer of a copyright by this act is required to bo 
proved and recorded as deeds for the conveyance of land, and such 
record operates as notice. Little y. EaUf 18 How., 171. — ^McLean, J.; 
Sup. Ot, 1855. 

Secmon 2. And be it further enacted^ That the clerk 
of the district court shall be entitled to such fees, for per- 
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OBSOLETE. ACT OT 1846, CHAP. 178, § 10. 

forming the services herein authorized and required, as 
he is entitled to for performing like services under exist- 
ing laws of the United States. 
Approved June 30th, 1834. 



ACT OF 1846, CHAPTER 178. 
9 Statutes at Labgb, 106. 

[OUolete: Repealed hy Act o/1859, § 6.] 

Extract from an Act to establish the* " Smithsonian Insti- 
tution, for the Increase and Diffusion of Knowledge 
among Men.'* 

Sbcttion 10, And be it further enacted^ That the author 
or proprietor of any book, map, chart, musical composi- 
tion, print, cut, or engraving, for which a copyright shall 
be secured under the existing >acts of Congress, or those 
which shall hereafter be enacted respecting copyrights, 
shall, within three months from the publication of said 
book, map, chart, musical composition, print, cut, or en- 
graving, deliver, or cause to be delivered, one copy of 
the same to the librarian of the Smithsonian Institution, 
and one copy to the librarian of Congress Library, for 
the use of the said libraries. 
-Approved August 10, 1846. 

1. This act did not make the delivery of copies of a work to the 
librarian of the Smithsonian Institution, and to the librarian of the 
Congress library, a pre-requisite to a title to a copyright for the work. 
JoUie V. Jaqttes, 1 Blatchf., 620-622.--Nblson, J. ; N. Y., 1850. 

2. The duty was enjoined only upon those who have already ac- " 
quired the right, and no forfeiture was declared in case of a non-com- 
pliance. lUd^ 621. 
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ACT OF 1856, CHAP. 169. IN rOROB. 

ACT OF 1856, CHAPTER 169. 
11 Statutes at Labge, 138. 

[This Act still in Force.'] 

In Act supplemental to an act entitled "An act to 
amend the several acts respecting copyright," ap- 
proved February third, eighteen hundred and thirty- 
one. 

-Be it enacted hy the Senate and House of Representor 
txAses of the United States of America in Congress as- 
sembled: Any copyright hereafter granted under the 
laws of the United States to the author or proprietor of 
any dramatic composition, designed or suited for public 
representation, shall be deemed and taken to confer upon 
the said author or proprietor, his heirs or assigns, along 
with the sole right to print and publish the said composi- 
tion, the sole right also to act, perform or represent the 
same, or cause it to be acted, performed or represented, 
on any stage or public place, during the whole period for 
which the copyright is obtained ; and any manager, actor, 
or other person acting, performing or representing the 
said composition, without or against the consent of the 
said author or proprietor, his heirs or assigns, shall be 
liable for damages, to be sued for and recovered by action 
on the case or other equivalent remedy, with costs of suit 
in any court of the United States, such damages in all 
cases to be rated and assessed at such sum not less than 
one hundred dollars for the first, and fifty dollars for 
every subsequent performance, as to the court having 
cognizance thereof shall appear to be just : 
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IN rOROS. ACT or 1866, OHAP. 169. 

Ftovided nevert?ieles8y That nothing herein enacted 
shall impair any right to act, perform or represent a dra- 
matic composition as aforesaid, which right may have 
been acquired, or shall in futnre be acquired by any mana- 
ger, actor or other person previous to the securing of the 
copyright for the said composition, or to restrict in any 
way the right of such author to process in equity in any 
court of the United States for the better and further en- 
forcement of his rights. 

Approved August 18th, 1856. 

1. The act of 1856 was passed to give to the authors of dramatic 
compositions the exclusive right of acting and representing, which they 
did not enjoy under the previous statutes. Boberis v. Meyers^ 13 Mo. 
Law Rep., 397. — SPRi.QUB, J. ; Mass., 1860. 

2. It assumes the doctrine that representation is not publication. 
The prior acts secured to authors the exclusive right of printing and 
publication ; and it was only because publication did not embrace act- 
ing or representation that this act was passed, superadding that exclu- 
sive right to those previously enjoyed. IJnd., 397. 

3. The previous acting or representing a play will not deprive the 
author of the right to afterward take out a copyright. Ibid., 397. 

4. An assignee of the exclusive right of acting and representing a 
drama in certain places, may maintain an action in his own name, even 
after a representation by him, for an injunction to prevent its being 
represented by another within such places. Ibid., 400, 401. 

6. And such action may be maintained although the author or as- 
signee has only filed his title-page, and has not published the work or 
play. Ibid., 401. (Contra, post, 8.) 

6. A legislative enactment securing generally to literary proprietors 
a copyright for a limited period, but containing no special provision as 
to theatrical representation, does not, in the case of a dramatic literary 
composition, include the sole right of representing it Keevie v. Wheai- 
ley, 9 Amer. Law Reg., 44! — Oadwallader, J. ; Pa., 1860. 

7. The only act which affords redress for unauthorized theatrical 
representations is the act of 18th August, 1856 j but this only applies 
to cases in which copyright is effectually secured under the act of 1831. 
Ibid., 45. 

8. But under this act, an assignee of a dramatic composition cannot 
maintain an action for its unauthorized representation by others, unless 
he has performed aU the acts required by law to secure a copyright, 
inducing the deposit of a printed copy. Ibid^ 45, 46. 
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ACT OP 1869, CHAP. 22, §§ 6, 8. IN POROB. 

ACT OF 1859, CHAPTER 22. 
11 Statutes at Large, 380. 

[This Act etui in Force,] 

Extract from an Act entitled, "An act for keeping and 

distributing all public documents." 

Section 6. [Repealing act of 1846, § 10.] And be it 
further enacted^ That the tenth section of an act entitled, 
*'An act to establish the Smithsonian^ Institution for the 
increase and diffusion of knowledge among men," ap- 
proved August 10th, 1846, is hereby repealed. 

Section 8. And be it further enacted^ That all books, 
maps, charts, and other publications of every nature 
whatever, heretofore deposited in the Department of 
State, according to the laws regulating copyrights, to- 
gether with all the records of the Department of State, 
in regard to the same, shall be removed to, and be under 
the control of the Department of the Interior, which is 
hereby charged with all the duties connected with the 
same, and with all matters pertaining to copyright, in 
the same manner and to the same extent that the Depart- 
ment of State is now charged with the same ; and here- 
after all such publications of every nature whatever shall, 
under present laws and regulations, be left with and kept 
by him. 

Approved February 5th, 1859. 
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m FOROB. ACT OF 1861, CHAP. 37. 

ACT OF 1861, CHAPTER 37. 

12 Statutes at Labge, 130. 

[This Act still in Force,'] 

An Act to extend the right of appeal from the decisibns 

of circuit courts to the Supreme Court of the United 

States. 

Be it enacted hy the Senate and House of Bepresent- 
atives of the United States of America in Congress 
assembled^ That from all judgments and decrees of any 
circuit court rendered in any action, suit, controversy, 
or case, at law or in equity, arising under any law of the 
United States granting or confirming authors the ex- 
clusive right to their respective writings, or to inventors 
the exclusive right to their Inventions or discoveries, a 
writ of error or appeal, as the case may require, shall lie, 
at the instance of either party, to the Supreme Court of 
the United States, in the same manner and under the 
same circumstances as is now provided by law in other 
judgments and decrees of such circuit courts, without 
regard to the sum or value in controversy in the action. 

Approved February 18th, 1801. 

ACT OF 1866, CHAPTER 126. 

13 Statxttes at Labgb, 540. 

[This Act still in Force,"] 

An Act supplemental to an act entitled '^ An act to amend 
the several acts respecting copyright," approved Feb- 
ruary 3d, 1831, and to the acts in addition thereto and 
amendment thereof. 
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ACT OF 1865, OHAP. 126, §§ 1-4. nr rOBOB. 

Sbcoton 1. Be it enacted by the Senate and Souse of 
Itepresentativea of the United States of America in Con- 
gress assembled^ That the provisions of said acts shall ez- 
tetfd to and include photographs and negatives thereof 
which shall hereafter be made, and shall inure to the 
benefit of the authors of the same, in the same manner 
and to the same extent, and upon the sam§ conditions, as 
to the authors of prints and engravings. 

SEcnoN 2. And be it farther enacted^ That a printed 
copy of every book, pamphlet, map, chart, musical com- 
position, print, engraving, or photograph, for which a 
copyright shall be secured under said acts, shall be trans- 
mitted free of postage or other expense, by the author or 
proprietor thereof, within one month of the date of publi- 
cation, to the Library of Congress, at Washington, for the 
use of said library, and the Librarian of Congress is here- 
by required to give a receipt in writing for the same. 

Section 3. And be it further enacted^ That if any 
proprietor of a book, pamphlet, map, chart, musical 
composition, print, engraving, or photograph, for which 
a copyright shall be secured as aforesaid, shall neglect 
to deliver the same, pursuant to the requirements of this 
act, it shall be the duty of the Librarian of Congress to 
make demand thereof in writing at any time within 
twelve months, after the publication thereof ; and in 
default of a delivery thereof within one month after the 
demand shall have been made, the right of exclusive 
publication secured to such proprietor imder the acts of 
Congress respecting copyright shall be forfeited. 

SBcnoN 4. And be it further enacted^ That, in the 
construction of this act the word *^book" shall be con- 
strued to mean every volume and part of a volume, 
3 
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nr FOBOB. ACT OF 1867, CHAP. 43. 

together with all maps, prints^ or other engravings 
belonging thereto ; and shall include a copy of any 
second or subsequent edition which shall be published 
with any additions, whether the first edition of such 
book shall have been published before or after the pass- 
ing of this act : Provided^ however^ That it shall not be 
requisite to deliver to the said library any copy of the 
second or any subsequent edition of any book, unless 
the same shall contain additions as aforesaid, nor of any 
book which is not the subject of copyright 
Approved MAch dd, 1865. 

ACT OF 1867, CHAPTER 43. 
14 Statutes at Labgb, 395. 

[This Act still in Force,] 

An Act amendatory of the several acts respecting copy- 
rights. 

Section 1. [Amending Act of 1865, § 3.] JBe it enacted 
by the Senate and Morise of Representatives of the United 
States of America in Congress assembled^ That every pro- 
prietor of a book, pamphlet, map, chart, musical composi- 
tion, print, engraving, or photograph, for which a copy- 
right shall have been secured, who shall fail to deliver to 
the Library of Congress at Washington a printed copy of 
every such book, pamphlet, map, chart, musical composi- 
tion, print, engraving, or photograph, within one month 
after publication thereof, shall, for every such default, be 
subject to a penalty of twenty-five dollars, to be collected, 
by the Librarian of Congress, in the name of the United 
States, in any District or Circuit Court of the United 
States, within the jurisdiction of which the delinquent 
may reside or be found. 
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ACT OF 1867, OHAP. 43. DT lOBOI. 

Section 2. And be it further enacted^ That every such 
proprietor may transmit any book, pamphlet, map, chart, 
musical composition, print, engraving, or photograph, for 
which he may have secured a copyright, to the Librariaa 
of Congress, by mail free of postage, provided the words 
*' copyright matter " be plainly written or printed on the 
outside of the package containing the same ; and it shall 
be the duty of the several postmasters and deputy post- 
masters to give a receipt for the same, if requested, and 
when such package shall be delivered to them, or any of 
them, to see that the same is safely forwarded to its desti- 
nation by mail, without cost or charge to said proprietor. 

Approved, February 18, 1867. 
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FORMS 

UNDER THE COPYRIGHT ACTa 



1. aobeembnt to sell manuscript and ooftbiaht of book. 

2. Agreement to enlarge a second edition of a book. 

3. Assignment of Ck)PYRioHT for original term. 

4. Assignment of Copyright for original and bbnewsd. terms. 
6. License to print one edition of a book. 

6. Assignment of right to perform Drakatio Composition fob 
specified time and places. 



1. AgBEEMENT to 8BLL THB MaNUSCBIPT A2n> COPT- 
BIGHT OF A BOOK. 

Agreement, made and entered into this first day of Jannarj, 
1860, by and between James Smith, of Poughkeepsie, State of 
New York, of the one part, and Charles Scribner^ of New York 
City, State aforesaid, of the other part : 

Jfhereas^ the said, James Smith has composed or compiled a 
work called the "Flowers of Poesy," 

Now this agreement witnesseth that the said party of the first 
part, for and in consideration of the sum of five hundred dollars, 
to be paid as hereinafter mentioned, and other good and valu- 
able considerations herein named, has agreed to sell, and does 
hereby sell, to the said party of the second part, his heirs, ex- 
ecutors, administrators, and assigns, the manuscript copy of the 
8ai4 book, including a full and complete Index thereto. And 
the said party of the first part also agrees to examine and cor- 
rect the proof-sheets of said work as they shall be furnished by 
said party of the second part. 

' The said party of the second part, for himself his heirs, exec- 
utors, administrators, and assigns, agrees to pay ta the said 
party of the first pai*t, his executors, administrators, or assigns, 
the said sum of five hundred dollars in manner following : One 
hundred dollars on the execution of this contract ; two hundred 
dollars when the Index shall be ready for the printer ; and the 
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▲aBEEHENT TO ENULBOB A SECOND EDITION 07 A BOOK. 

balance when the proof-sheets shall all have been examined and 
corrected and famished to ^e printer. Said party of the sec- 
ond part also agrees to famish the whole of said proof-sheets to 
•aid party of the first part within three months after the deliv- 
ery of the mannscript ; and farther agrees to famish and deliver 
to said party of the first part, free of cost, fifteen bonnd copies 
of said work within three months after he, said party of the first 
part, shall have completed his labors on said work. 

The said party of the second part, his heirs and assigns, are 
to have the ezdasive right to take oat and own the copyright 
of sach work, and any renewals of such copyright aathorized 
by law.. 

It is farther agreed, that in case said book shall not make 
three hundred pages of the size and style of the pages of a work 
known as " Pearls of Poetry," then and in sach case said party 
of the first part is to receive, and the said party of the second 
part is to pay, a sam bearing sach proportion to the sam of ^yq 
handred dollars as the namber of pages furnished bears to three 
hundred; but in case the said work shall contain more than 
three hundred pages, the sum to be paid therefor shall not be 
increased. 

In witness whereof, the said parties have* hereunto set their 
hands and seals, the day and year first above written. 
Sealed and delivered ) JAMES SMITH. [l. s.] 
in presence of ] CHARLES SORIBNER. [l. s.] 
John Smith, 

James Bbowk. : 5 oxnt : 

: iKT. BKT. : 
: STAMP. : 



2. Agbbement to enlabgb a Second Edition of a 
book, and cobbsct pboof of the sams. 

This agreement, made the eighth day of January, 1866, by 
and between James Smith, of Poughkeepsie, New York, of the 
first part, and Charles Scribner, of New York City, of the sec- 
ond part, witnesseth : 

That the said James Smith, for and in consideration of three 
hundred dollars, and other consideration herein named, agrees 
to examine, correct, and enlarge the work known as "Flowers 
of Poesy,*' to furnish additional manuscript matter for the sec- 
ond edition of the work, and to enlarge the Index and make it 
full and ix^mplete. 
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ASSIOKMENT OF OOFYRiaHT FOB OBIGIKAL TESIL 

It is nnderstood and agreed that the new edition of the work 
shall be of the same sized page as the present work, and contain 
an equal amount of matter on each page, and that the additional 
matter furnished shall enlarge the work not less than one hun- 
dred pages, and shall be furnished to the said Charles Scribner 
at not less than twenty pages per day (one hundred and twenty 
pages per week), commencing on the twentieth instant. 
, And the said James Smith is to examine and to correct the 
proof-sheets as fast as they shall be furnished, and to complete 
the Index as soon as may be, after the whole signatures of the 
text shall be ready for him for that purpose. 

And the said Charles Scribner, on his part, agrees to print 
the said work as the matter shall be furnished, to furnish the. 
said James Smith a copy of the work, by signatures^ as each 
signature shall be worked off, for the purpose of arranging the 
Index ; to furnish the said James Smith fifty bound copies of the 
work, as soon as they can be conveniently finished, and to pay 
the said James Smith the sum of three hundred dollars on the 
day the last proof-sheet is corrected for the press. 

The said Charles Scribner is to take out and secure a copy- 
right of said work ; and the said James Smith, on the comple- 
tion of the work, is to execute and deliver to the said Charles 
Scribner, his heirs and assigns, forever, an assignment of all his 
right and title and interest in. and to the said work. 

In witness whereof, the said parties have hereunto set their 
hands and seals, the day and year above written. 

. JAMES SMITH. [l. s.] 

In presence of CHARLES SCRIBNER. [l. s.] 

John Smith, : : 

James Beoww. : * <*" : 



3. Assignment of Coptbight fob original tbbic 

Indenture, made this first day of January, 1860, between 
James Smith, of Poughkeepsie, State of New York, of the one 
part, and Charles Scribner, of the City of New York, State 
aforesaid, of the other part. 

WhereoM, the said James Smith has written and compiled a 
1)ook, entitled " Flowers of Poesy," for which he took out copy^ 
right in the Southern District of New York, on the first day of 
August, A. D. 1859 : 
3* 
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ABsiaNiaHT or oopTBiaHT roB osiaiKUi term. 

Now this indenture witnesseth, that the said James Smith, 
for and in consideration of the sum of one thousand dollars, to 
him in hand paid hy the said Charles Scribner, the receipt 
whereof is hereby acknowledged, has bargained, sold, ^nd as- 
signed, and by these presents does bargain, sell, and assign, 
UDto the said Charles Scribner, all the said book, and all his 
copyright, title, interest, property, claim, and demand of, in, 
and to the same, to have and to hold the said book, copyright, 
and all the profit, benefit, and advantage that shall or may arise, 
by and from printing, reprinting, pnblishing, and vending the 
same : Provided, nevertheless, and these presents are npon this 
express condition, that the number of copies to be print^ed on 
the first, and each and every other edition or impression of the 
said book, shall not exceed one thousand ; and that the said 
Charles Scribner shall and will pay unto the said James Smith 
the farther sum and sums of one hundred, dollars for, at, and 
npon the reprinting or making a second, and each and every 
other future and further edition or impression that shall or may 
be made of the said book, for and towards a further reward and 
satisfaction to the said James Smith, for his writing and com- 
piling the same. The said payments shall be made before the 
publication of the said several impressions or editions (after the 
first) and sale of the same, or any part thereof, by the said 
Charles Scribner, or by any other person or persons, by, for, or 
under him. And the said Charles Scribner doth covenant, 
promise, and agree, to and with the said James Smith, that he, 
the said Charles Scribner, shall and will pay, or cause to be 
paid, to the said James Smith, the said respective sum and sums 
of one hundred dollars, at and upon the reprinting, and before 
the publication and sale of the said second and every other 
future and farther edition and impression that shall and may be 
made of the said book, according to the proviso aforesaid, and 
the true intent and meaning of these presents. And to the ful- 
filment of the covenants herein contained, the parties bind their 
respective executors, administrators, and assigns^ as well as 
themselves. 

In witness whereof, the said parties have hereunto set their 

hands and seals, the day and. year first above written. 
Sealed and delivered ) JAMES SMITH. [l. s.] 

in presence of f CHARLES SCRIBNER. [l. s.] 

John Smith, 

James Bbown. 
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ASSIGNMENT OF COPYfilGHT FOB ORIGINAL AND RENEWED TERMS. 

State of New York, ) 

City and County op New York, j **" 

On this first day of January, 1860, personally appeared James 
Smith and Charles Soribner, to me known to be the individnfds 
described in and who executed the foregoing instrument, and 
severally acknowledged that they executed the same for tiie 
purposes therein mentioned. 

: : JAMES BROWN, 

: 6OTNT : Notary PubMo. 



4. Assioioosirr of Coptkight fob obiginal and 

BENBWED TSSMg. 

Indenture, made this first day of May, 1864, between James 
Smith, of Poughkeepsie, State of New York, of the one part, 
and Charles Soribner, of the City and State of New York. 

Whereas^ the said James Smith has written and composed a 
book, entitled "Flowers of Poesy," 

Now this indenture witnesseth, that the said James Smith, 
for and in. consideration of the sum of five hundred dollars, to 
him in hand paid by said Charles Scribner, the receipt of which 
is hereby acknowledged, has bargained, sold, and assigned, and 
by these presents does bargain, sell, and assign unto the said 
Charles Scribner, his heirs, executors, administrators, and as- 
signs, all the said book, and the manuscript thereof, and all his 
right, title, and interest^ property, claim, and demand, of every 
kind and nature whatsoever, of^ in, and to the same, and in any 
and all copyrights, and any and all renewals thereof, wt.ich may 
or can be had, or secured, or taken, in respect to said book or 
manuscript, under and by virtue of any acts of Congress, with 
any and all profit, benefit, and advantage that shall or may 
arise by or from printing, publishing, or vending the same, 
daring the original or renewed terms of any such copyright. 
To have and to hold the same to the said Charles Scribner, his 
heirs, executors, administrators, and assigns forever. 

And the said James Smidi agrees to examine and correct the 
proof-sheets of said work, as fast as they shall be furnished, and 
to make and complete a full and correct Index therefor, as soon 
as may be after all the signatures of the text shall be furnished 
for that purpose. 
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LICENSE TO PRINT ONE EDITION OP A BOOK. 

And the said Ojiarles Scribner, for himself^ his heirs, execu- 
tors, administrators, and assigns, covenants and agrees to fur- 
nish and deliver, free of cost, to said James Smith, twenty-five 
bound copies of said work, within three months after the said 
Index shall or may be completed. 
In witness whereof, the said parties have hereunto set their 
hands and seals, the day and year first above written. 
Sealed and delivered ) JAMES SMITH. [l. s.] 

in presence of J CHARLES SCRIBNER. [l. s.J 

John Dob, 
RioHABD Rob. 

Acknowledgment, as in No. 3. 



6. License TO pbint one bditiok op a book. 

Indenture, made this first day of January, 1860, by and be- 
tween James Smith, of Poughkeepsie, New York, of the first 
part, and Charles Scribner, of the City of New York, State 
aforesaid, of the second part. 

Whereas, the said James Smith has in preparation a work, to 
be called the "Flowers of Poesy," 

Now this indenture witnesseth, that the said James Smith, 
foi the consideration hereinafter expressed, does hereby author- 
ize and allow the said Charles Scribner to print, publish, and 
sell an edition of one thousand copies of said work, the said 
James Smith hereby reserving to himself the general copyright 
in said work. 

Ahd the said James Smith, in consideration of the payments 
hereinafter agreed and covenanted to be made by said Charles 
Scribner, doth hereby covenant and agree, to and with the said 
Charles Scribner, that he will furnish to the printer, to be em- 
ployed by him, fair copy of the said work, and will superintend 
the printing, and correct the proofs thereof, in the usual man- 
ner; and that he will take out of the clerk's office of the Dis- 
trict Court of the United States for the Southern District of 
New York the usual evidences of copyright, for the protection 
of said work, and will not authorize any person to print, pub- 
lish, or sell, and will not print, publish, or sell himself, any 
other copies ufttil the whole of said one thousand copies have 
been disposed of by said Charles Scribner ; Provided, said one 
thousand copies are sold within five years from the date hereof. 
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And the said Charles Scribner, in considerjition of the afore- 
said anthoritj and agreement, does hereby covenant and agree, 
to and with said James Smith, that he will pay him, the «aia 
James Smith, the sum of twenty cents for each and every copy 
of the said one thousand copies, payable semi-annually, as fast 
as the said copies shall be sold or otherwise disposed o^ he 
rendering to the said James Smith an account of sales of said 
work, at the expiration of six months from the day of the first 
publication, until the whole shall be sold, and that he will 
also give to the said James Smith fifty copies of said work, 
handsomely bound, free of charge, as soon as conveniently may 
be done, after the manuscript copy has been furnished by the 
said James Smith. 

And the said Charles Scribner, in consideration, also, of tne 
aforesaid authority and agreement, does further covenant and 
agree, to and with said James Smith, that he will not print, 
publish, or sell any more than the said one thousand copies, un- 
til authorized by said James Smith, or his legal representatives, 
in writing ; it being understood that the license herein contained 
extends only to one edition of the number above specified. 

In witness whereof, the said* parties have hereunto set their 
hands and seals, the day and year first above written. 
Sealed and delivered ) JAMES SMITH. [l. s.J 

in presence of J CHARLES SCRIBNER. [l. s.] 

John Smith, 
James Bbown. 

Acknowledgmeutp as in Na 3. 



6. Assignment of bight to pebfobsc Dbamatic Com- 
position FOB SPBOIFIBD TIMB AND PLACES. 

Know all men by these presents : That for and in considera- 
tion of the sum of one thousand dollars, to be paid as herein- 
after mentioned, I, Dion Bourcicault, of the City and County of 
New York, have sold, assigned, transferred and set over, and by 
these presents do hereby sell, assign, transfer and set over, unto 
George Roberts, of the State of Connecticut, for the term of 
one year from the date hereof, the right, privilege, and license 
of acting, performing and representing, and of permitting to be 
acted, performed and represented, my play in five acts entitled 
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*The Octoroon, or Life in Louisiana," in all cities in the United 
States and Canadas, excepting, however, the cities of Boston, 
New York, Philadelphia, Charleston, Mobile, and New Orleans. 
To have and to held the same to said George Roberts, his exec- 
utors and administrators, together with all the rights and privi- 
leges granted and secured to me under the acts of Congress for 
the protection of my copyright of said play for the period and 
places aforesaid. Said sura of one thousand dollars to be paid 
as follows, to wit : six hundred and fifty dolliars at the date of 
these presents and delivery of the manuscript of said play to 
said Roberts ; the further sum of one hundred and fifty dollars 
on the fifteenth day of February next, and the further sum of 
two hundred dollars on the thirtieth day of March next. But 
it is nevertheless expressly understood and agreed, inasmuch as 
I am in negotiation with the managers of the Cincinnati Theatre 
for the sale of the license to perform and represent said play in 
such City of Cincinnati, that. I am at liberty to conclude said 
sale, and in such event I am to credit the amounts I shall re- 
ceive therefor towards the two payments above mentioned to be 
made on the fifteenth day of February and thirtieth day of 
March next by said Roberts to me. ^ 

In witness whereof, I have hereunto set my hand and seal, 
this thirtieth day of December, in the year one thousand eight 
hundred and fifty-nine. 
In presence of DION BOURCICAULT. [l. s.] 

L. Pitkin, 

Wm. Dixbt. 

Acknowledgment, as in No. 3. 

This assignment held valid in Soberis v. MByen, 13 Ma Law Bep., 
396.— Spraoub, J.; Mass., 1860. 
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Beferences thus (*) axe to seetioiis; otherwise) to notea. 



A. 

Actions m respect to CJopyrights- »ao« xsr. 

U. S. Cir. Courts have orighial co^izanoe of 24 

redress or relief not extended to new cases 26 ''3 

injunctions allowed in equity suits 24 

equity jurisdiction conferred solely by act of 1819 ... 25 1 

equity jurisdiction does not extend to forfeitures. ... 25 2 

when injunction not asked for, redress is at law. ... 25 8 

citizenship of parties immaterial 25 6 

jurisdiction of State courts, when not taken away. . . 25 5 

general issue pleadable in 39 *10 

special matter may be given in evidence under 39 *10 

full costs allowed in 40 *12 

for forfeitures and penalties, when to be brought ... 40 *13 

appeals, or writ of error in 48 

for printlDg copy of book. 33 *6 

forfeiture and penalty in such case '. 34 *6 

penalty, extent of, recoverable 35 2, 3 

penalty, when not incurred 35 c 4 

in what court such action brought 34 *6 

INDEX TO OBSOLETE LAWS. 

AcnoNS nr respect to Copyriohts — 

for printing map, &c., without consent 16 *2 

recovery therein and for whose benefit 16 *2 

where and when to be brought 16 *2 

for printing manuscript without consent 19 *6 

damages thereof, and where recoverable 19 *6 

for engraving priijt, &c., without consent 22 *3 

forfeiture in such case, and for whose benefit 23 *3 

where may be recovered 23 •S 

for marking books, &c., as copyrighted whtn not so, 23 ^4 

penalty therefor, and who entitled to 23 *4 
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BErEBENCBS THUS (*) ARB TO 8B0TIONS ; OTHEBWISE, TO NOTES. 

Actions in RBSPBor to Coptriohts— continued. '^«» »»• 

on the case, proper form to recover damages 35 c 1 

for engraving map, Ac 36 *7 

forfeiture and penalty in such cases 36 *7 

penalty on each sheet sold or offered for sale 37 51 

penalty on each sheet printed for sale 37 54 

penalty recoverable for infractions within two years. 37 2 

in what court to be brought 36 *7 

for printing manuscript without consent 38 *9 

damages in such case 38 *9 

recoverable in action on the case 38 ^9 

in what court to be brought 38 *9 

redress in such case at common law 38 3 

relief may also be had in equity 38 4 

whole of manuscript need not be printed 38 9 

for falsely marking book as copyrighted 39 *I1 

penalty for so doing 39 *11 

in what court recoverable 40 *11 

for performing dramatic composition 45 

damages for so doing 45 

in what court recoverable 45 

assignee may maintain such action 46 4 

maintainable when title-page deposited 46 5 

maintainable when title-page deposited 33 9 

maintainable only after copyright complete 46 8 

Appeals to Supreme Court — 

lie from all judgments and decrees, without regard to 

amount in controversy 48 

Assignment of Copyrights — 

must be in writing 42 *1 

agreement to assign need not be 43 1 

must be proved and acknowledged ^ 42 *! 

to be recorded, where and when 42 *1 

INDEX TO OBSOLETE LAWS. 

Actions in respect to Copyrights — 

where may be recovered 23 ^4 

for forfeitures, when to be commenced 23 *4 

general issue pleadable in 19 ^7 

appeals or writ of error in 24 

Appeals to Supreme C6urt — 

from judgments and decrees of Circuit Courts 24 

Book, Copyright of — 

who may acquire • 14 *! 

how acquired 16 ♦S 
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REFERENCES THUS (*) ARE TO SECTIONS ; OTHERWISE, TO NOTEa 

AsssiGNMENT OP COPYRIGHTS — Continued. 'AGE B«r. 

failure to record, effect of 42 *1 

not recorded, valid between the parties 43 10 

fees for recording 43 *2i 

generally has reference to first term 43 2 

when will cover renewal term 43 3 

a portion of the copyright may be assigned 43 4, 6 

query? whether this can be done 43 7, 8 

Author — 

who is 27 6 

citizen or resident, may have copyright 26 *1 

only such can have copyright 27 3 

a resident must be a permanent resident 26 1 

can have copyright only under laws of Congress. ... 29 2, 4 

has at common law no exclusive right 29 3 

rights of, before and after publication 28 3 

-only right to multiply copies 29 4, 6 

his right not an odious monopoly 28 1 

when right of renewal secured to 29 ^2 

conditions of renewal 29 ^2, 3 



B. 

Book— 

who may have copyright of 26 *1 

what is, within the statute 27 7 

what is, under the statute of 1865 49 *4 

newspaper or price-current is not 27 8 

a label is not 27 9 

does not include a translation of 35 2 

** copy of," imports a copy of the entire book 35 c 6 



INDEX TO OBSOLETE LAWS. 

Book, Copyright op — 

how acquired ; 20 *1 

penalty for violating copyright of 16 *2 

Clerk op. District Court — 

to record title of book 17 *3 

form of such record 17 *3 

fee for record, and copies of same 17 *3 

Congress Library — 

copy of book to be sent to 44 *10 

Buch deposit not a prerequisite to copyright 44 1 



Digitized by VjOOQ IC 



66 INDEX TO OOPYEIGHT LAWS. 

BBFBBENCBS THUS (*) ARB TO SECTIONS ; OTHEBWISB, TO NOTE& 

c. 

Charts, see Maps. 

CiEctJiT Courts, XJ. S., see Courts. 

Clerk op District Court — taqw m, 

title of book, &c^ to be deposited with 31 *4 

to record same 31 *4 

fee for same, and copies thereof 31 *4 

copy of book to be deposited with 31 *4 

to transmit records of oopjright and books to Secre- 
tary of State 32 H 

records from prima facte evidence of deposit 33 10 

Congress Library — 

copy of book, &c., to be transmitted to 49 *2 

penalty for not so doing 49 *3 

copy of second or subsequent edition, when not re- 
quired 49 ^4 

Copyright of Books, Maps, Ac. — . 

right to, founded on statute law '29 2, 4 

is not a monopoly in an odious sense i, 28 1 

is a right to multiply copies 28-9 2, 6 

citizens and residents, and their representatiye, may 

acquire 26 ♦! 

temporary resident cannot take 26 • 1 

legal assignee, through trustee, can take 26 2 

assignee of non-resident alien cannot 27 4 

printed copy of title to be deposited 31 ^4 

title to be recorded by clerk 31 *4 

title must be deposited before publication 33 13,14 

number of volumes no part of title 33 8 

copy of book to be delivered to clerk 31 *4 

copy of book to be sent to Congress library 49 ^2 

penalty for not so doing 49 *'i 

notice of copyright to be published in book 32 *6 

INDEX TO OBSOLETE LAWa 

CoKGRESs Library — 

no forfeiture for non-deposit 44 2 

. repeal of act requiring same 47 *6 

Copyright of Books, Maps, Ac. — 

who may secure 14 ♦! 

tide to be recorded 1*1 *3 

copy record to be published 17 *3 

copy record to be inserted in book 20 *1 

copy of book to be deposited 16 ♦S 

for what term secured. ».. 14 *1 
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EBFBRENOES THUS (*) ARE TO SECTIONS ; OTHEBWISB, TO NOTES. 

CJOPTRIOHT OF Books, Maps^ &o.— <Joiitmiied. ^aob m, 

insertion of notice in first volume sufficient 33 6 

mistake in such notice fatal 33 11, 12 

original term of twenty-eight years. . ; 26 ♦I 

term may be extended fourteen years 30 ^2 

how' renewal effected, and when can be 30 ^2 

record of renewal to be published 30 *3 

renewal primarily for author and his family 30 1 

when assignee entitled to 30 4 

renewal is a new interest 30 6 

in books, maps, charts, Ac 26 *! 

in dramatic compositions ". 46 

in photographs and negatives of 49 *! 

newspaper or label not subject of 27 8, 9 

judicial decisions not subject of 28 17, 18 

plan of a work, when subject o^ when not 28 20, 21 

Ck)STS— 

in actions as to copyrights 40 12 

CouRT& — Supreme Court United States — 

appeals or writ of error to, without regard to sum in 

controversy 48 

CouBTS — Circuit Court United States — 

have original cognizance of actions as to copyrights . 24 
jurisdiction ofj does not depend on citizenship of 

parties 25 6 

jurisdiction of, when ousts that of State courts 25 6 

no new redress or reUef given by act of 1819 25 3 

may grant injunctions for violations of copyrights . . .24 , 
may grant injunctions to restrain pubUcation of manu- 
script 38 *9 

equitable jurisdiction of, does not extend to penalties 

and forfeitures 25 2 

if account only asked, remedy at law 25 8 

INDEX TO OBSOLETE LAWS. 

CoPTBiQHT OP Books, Maps, Ac- 
term may be extended 16 *1 

renews^ term, how secured, and for how long 15 *1 

Fees— 

for recording title of book 17 *3 

for copy of record of same .' 17 *3 



Fobpeitukes — 

of books, &c, on sale in violation of copyright 16 *2 

for every sheet in possession of offender 16 



♦2 
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BEFERBNOES THUS (*) ABB TO SECTIONS; OTHEBWISE, TO irOTE& 

4 

D. 

DspABTHEirr OF Interior^ ^ pags bxf. 

books and publications to be under control of. 47 *8 

charged with duties of Department of State, as to 

copyrights 47 ♦S 

Dbahatio GoifPOsinoNS— 

copyright of^ -covers the right to act same 45 *1 

acting of, without consent, proliibited 45 *I 

penalty for acting or representing same 45 *1 

right of acting, when not impaired ». 46 *1 

prior to 1856, author of, had no exdusive right to act 46 1 

representation was not publication 46 2 ^ 

acting, does not destroy right to take copyright 46 3 

assignee of right to act, may restrain oUiers 46 4 

and though only title has been deposited 46 5 

but contra as to this last position -. . 46 8 

act of 1856 alone gives redress for representing. ... 46 7 

Engravings, see Prints. 

Equttablb jurisdiction as to Copyrights — 

conferred by act of 1819 24 1 

where injunction not prayed, does not attach 25 8 

does not extend to adjudication of forfeitures 25 2 

when injunctions may issue as to copyrights 24 '^'l 

when injunctions may issue as to manuscripts 38 *9 

Extension of Copyrights, see Benewals. 

F. 
Ebbs— 

for recording titles of books, &a 31 ^4 

INDEX TO OBSOLETE LAWS. 

FORFEITTTRES — 

of plates, of maps, prints, &c. 22 ♦S 

for every print, &c., exposed for sale 22 *3 

General Issue — 

pleadable in suits as to copyrights. 19 *7 

special matter may be given in evidence under. .... 19 ^7 

Importation op Books, &o. — 

when violation of copyright 16 ^2 

when permitted 18 ^5 

of prints, when forbidden 22 ♦S 
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RBFBBBNOES THUS (*) ARE TO SBC3TI0NS ; OTHBBWISE, TO NOTES. 

■ ' ' / • 

Fees — continued. ^aqu bot. 

for copy of such record 31 ^4 

for recording assignments of copyrights 43 ^2 

FOREITURES UNDER COPYRIGHT AOTS — 

of books on sale in violation of copyright 34 *6 

for every sheet sold or held for sale 34 ♦O 

of plates of maps, &c., sold in violation of copyright. 35 ♦7 

for every map, &c, offered for sale 36 *7 



General Issue — 

pleadable in all suits under copyright acts 39 *10 

special matter may be given in evidence under 39 *10 



I. 

Importation op Books, &o.-^ 

of books, when violation of copyright 34 *6 

of maps, charts, &e., when violation of copyright. ... 35 ♦? 

when not a violation 37 *8 

Infringembnt of Copyright — 

printing, &c., copy of book, when is 33 *6 

penalty for 33 *Q 

intent with which work reprinted immaterial 34-5 1, 6 

extent of, not important 34 3, 5 

form of infringement of, no consequence 34 2 

engraving, &c., map, chart, Ac., when is * . 35 ♦t 

pnalty for 35 ♦T 

importation of books, &c., when no infringement. . . . 3t ♦S 

acting dramatic composition, when is 46 

when such acting no infringement 46 

' ' ■ ^ ' -I 
INDEX TO OBSOLETE LAtP'S. 

Infringement of Copyright — 

printing, &c., copy of book 15 *% 

penalty for. ,. 16 ^2 

importation or printing foreign books 18 ♦5 

selling or engraving any print, Ac T 22 ^3 

penalty for 22 ♦S 

MAtnJSCRIPTS — 

printing of, when forbidden 19 *6 

damages for so doing 19 *6 
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bifebenobs thus (*) abb to siotions j othbbwisb, to notes. 

Injunctions-^ pao« mmt. 

Circuit Courts may grant, to restrain yiolation of 

copyrights 24 

on what terms and conditions 24 

if not asked, equity jurisdiction does not attach 25 8 

to restrain publication of manuscripts 38 *9 

to restrain acting dramatic compositions 46 4, 5 

J. 

Judicial Opinions — 

not the subject of copyright 28 17, 18 

marginal notes io, may he 28 19 

£.. 

Labels — 

not subject of copyright 21 9 

M. 

Manuscripts— 

printing or publishing, without author's consent, 

prohibited 38 ♦S 

damages for so doing, and how recovered 38 *9 

injunction to restrain publication of 38 *9 

author of, has property in, at common law 38 1, 2 

until he relinquishes it 38 7 

has redress independently of statute 38 3 

author of, has same rights to, as to other property. .39 11 

common law right to, not abridged by statute 39 12 

use of, by author no abandonment 38 6 

permission to take copies no abandonment 38 5 

INDEX TO OBSOLETE LAWa 

Maps and Charts — 

copyright in, who may h»ve ^ 14 *1 

copyright in, penalty for violation of 16 *2 

copyright in, how acquired It *3 

copyright in, how acquired 18 *4 

Penalties for violation op Copyright — 

for printing book, map, chart, Ac 16 *2 

amount of, and how recovered 16 *2 

for engraving prints 22 *3 

amount of, and how recoyered 22 *3 
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BEFEBENOSS THUS (*) ABB TO SBOnONS ; OTHBBWISB, TO NOTES. 

Manuscbipts— oontinued. »aob mf. 

copies of, how may be used 38 6 

publication of part of, as well as of all, prohibited. . . 38 9 

^APS AND OHABTS — 

copyright in, to <ntizen or resident authors 26 ♦! 

renewed term of, who may take 29 ♦2 

copyright in, how acquired 30-1 ♦S *4 

violation of copyright, and penalty for 35 ♦! 

violation of copyright, what is 36 3 

violation of copyright, how determined 37 4 

publishing as copyrighted, when not so 39 *1 1 

no copyright in the original elements or materials of 27 10, 11 

copyright only in result of labors and surveys 36 1 

natural objects of, open to all 36 2 

subsequent compiler of, what may use 37 6, 6 

Musical Composition, Coptbights in — 

citizens or resident autiiors may have 26 *1 

when subject o^ when not 27 13, 14 

original term of twenty-eight years 28 15 

how secured 31-2 ♦4,5 

renewal term, who may have 29 *2 

renewal term, how secured, r 30 ^2, 3 

violation of copyright o^ penalty for 35 *7 

penary for marking copyrighted, when not so 39 ♦!! 



Nbwspapbb— 

not protected by copyright laws 27 8 

is not a book 27 8 



INDEX TO OBSOLETE LAWa 

PeNALTIBS FOB VIOLATION OF OOPYBieHT — 

for publishing book, &c., ae copyrighted, when not so. 23 *4 

amount of, and how recovered 23 *4 

action for, when to be brought 23 ^4 

PbINTS and ENOBAVINaS — 

copyright in, who may have 21 *2 

copyright in, how acquired 21 *2 

copyright in, violation of, and penalty for 22 *3 

copyright in, cannot be had unless embodied in visi- 
ble form 22 3 

copyright in, cannot be had for works designed and 

produced by others M 4 
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Penalties, violation op Copyrights — »-*«■ kw. 

for printing copy of book without consent 34 ♦S 

amount of, for each sheet 34 *6 

how recovered and appropriated 34 *Q 

action on case, proper form to recover 35 c 1 

incurred for every sheet sold or held for sale 35 c 2, 3 

not incurred for printing less than entire work 35 c4, 6 

^ for printing map, chart, ^ 36 *% 

amount of, for every sheet ! 36 ♦T 

how recovered and appropriated 36 ♦T 

incurred on every sheet sold, or offered for sale .... 37 bl 

must be sued for within two years 37 5 2, 4 

for acting dramatic composition without consent. ... 45 

for printing book, Ac, as copyrighted, when not so. . 39 ♦ll 

how recovered and appropriated ^ 39 ♦ll 

. cannot be recovered in name of more than one person. 40 1 

Photographs — 

and their negatives subject of copyright as prints and 

engravings 49 *1 

Prints and Engravings, Copyright in— 

citizen or resident authors may have .*.... 26 *1 

how secured 31 *4 

renewed term, who may take 29 *2 

renewed term, how secured 30 *2, 3 

violation of, what is 35 ♦T 

penalty for such violation 35 ♦T 

penalty for publishing as copyrighted, when not so. .39 *1I 



Benewal of Copyrights — 

who entitled to receive or take 29 *2 

for what term allowed 29 *2 

INDEX TO OBSOLETE LAWS. 

Renewal op Copyright — 

who may have 16 *1 

for what term granted 16 *! 

how secured 16 *1 

Sboretart op State — 

copy of book to be deposited with 18 *4 

copy of print to be deposited with 21 *2 

duties of, imposed on Secretary of Interior 47 
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EBFBEBNOBS THUS (*) ARE TO SECTIONS ; OTHERWISE, TO NOTES. 

Bbnewal OP Copyrights — continued. pag« sxy 

coiiditions upon which secured 30 *2, 3 

witiiin what time, conditions to be performed 30 *2, 3 

statute looks to author and his family, not assignees 30 1 

not in favor of assignees, unless clearly so 30 4 

renewed term is a new interest 30 6 

record of, to be published, how 30 ♦S 

Reports — 

no copyright in opinions of the judges 28 17, 18 

may be in reporter's marginal notes 28 19 

Secretart of State — 

records of copyrights and copies of books to be de- 
posited with 32 *4 

duties of, transferred to Secretary of Interior 47 *8 

Secretary op Interior — 

to have custody of records, books, &c., relating to 

copyrights 47 *8 

cbarged with duties of Secretary of State as to 47 *8 

IF. 

"Wbit of Error in Oopyrkjht suits — 

from all judgments of Circuit Courts,sWithout regard 

to sum or value in controversy 48 

INDEX TO OBSOLETB LAWa 

Smithsonian Institution — 

copies of books, &c., to be sent to 44 *10 

deposit of, not essential to copyright 44 1 

no forfeiture for non-comphance 44 2 

provisions fls to, repealed 47 *^ 

Writ of Erroei — 

when lies from judgments of Circuit Courts 24 

4 
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PATENT LAWS. 



SlCT.OF 1790, CHAPTER 7. 

1 Statutes at Labob, 109. 

[Obsolete: Repealed ly Act ^/1793, § 12.] 

A I Act to promote the progress of useful arts. 

Seoti dk 1: Be it enacted by the Senate and JSTouse of 
Representatives of the United States of America in Con- 
gress as^embledy That upon the petition of any person or 
persons to the Secretary of State, the Secretary for the 
department of war, and the Attorney-General of the 
United States, setting forth that he, she, or they, hath 
or have invented or discovered any usefu] art, manofac- 
ture, engine, machine, or device, or any improvement 
therein not before known or used, and praying that a 
patent may be granted therefor, it shall and may be law- 
ful to and for the said Secretary of State, the Secretary 
for the department of war, and the Attorney-General, or 
any two of them, if they shall deem the invention or dis- 
covery sufficiently useful and important, to cause letters 
patent to be made out in the name of the United^ States, 
to bear teste by the President of the United States, 
reciting the allegations and suggestions of the said peti- 
tion, and describing the said invention or discovery, 
clearly, truly, and fully, and thereupon granting to such 
petitioner or i^titioners, his, her, or their heirs, admin- 
istrators, or astlgns for any term not exceeding fourteen 
years, the sole jind exclusive right and liberty of making. 
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OBSOLETE. . A(3T OF 1790, CHAP. T, §§ 1, 2. 

constructing, using, and vending to others to be used, the 
said invention or discovery ; which letters patent shjill be 
delivered to the Attorney-General of the United States 
to be examined, who shall, within fifteen days next after 
the delivery to him, if he shall find the same conformable 
to this act, certify it to be so at the foot thereof^ and 
present the letters patent so certified to the President, 
who shall cause the seal of the United States to be there- 
to affixed, and the same shall be goTod and available to 
the grantee or grantees by force of this act, to all and 
every lutent and purpose herein contained, and shall be 
recorded in a book to be kept for that purpose in the 
office of the Secretary of State, and delivered to the 
patentee or his agent, and the delivery thereof shall be 
entered on the record and indorsed on the patent by the 
said Secretary at the time of granting the same. 

Under this section it was held, that the allegations and suggestions 
of the pe ition must be substantially recited in the patent, or the pat- 
ent was void. Evans v. Chambers^ 2 Wash., 126.— Washington, J. ; 
Pa., 1807. 

Section 2. And he it further en<zctedj That the 
grantee or grantees of each patent shall, at the time of 
granting the same, deliver to the Secretary of State a 
specification in writing, containing a description, accom- 
panied with drafts or models, and explanations and models 
(if the nature of the invention or discovery will admit of 
a model) of the thing or things, by him or them invented 
or discovered, and described as aforesaid, in the said pat- 
ents ; which specification shall be so particular, and said 
models so exact, as not only to distinguish the invention 
or discovery from other things before known and used, 
but also to enable a workman or other person skilled in 
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the art or manufacture, whereof it is a branch, or where- 
with it may be nearest connected, to make, construct, or 
use the same, to the end that the public may have the 
full benefit thereof, after the expiration of the patent 
term; which specification shall be filed in the office of 
the said Secretary, and certified copies thereof shall be 
competent evidence in all courts and before all jurisdic- 
tions, where any matter or thing, touching or concerning 
such patent, right, or privilege shall come in question. 

Sectioit 3. And he it further enacted^ That upon the 
application of any person to the Secretary of State, for a 
copy of any such specification, and for permission to have 
similar model or models made, it shall be the duty of the 
Secretary to give such copy, and to permit the person so 
applying for a similar model or models, to take, or make, 
or cause the same to be taken or made, at the expense of 
such applicant. 

Section 4. And he it further enacted^ That if any per- 
sori^or persons shall devise, make, construct, use, employ, 
or vend, within these United States, any art, manufito- 
ture, engine, machine, or device, or any invention or 
improvement upon, or in any art, manufacture, engine, 
machine, or device, the sole and exclusive right of which 
shall be so as aforesaid granted by patent to any person 
or persons, by virtue and in pursuance of this act, with- 
out the consent of the patentee or patentees, their execu- 
tors, administrators or assigns, first had and obtained in 
writing, every person so ofiending shall forfeit and pay 
to the said patentee or patentees, his, her, or their execu- 
tors, administrators or assigns, such damages as shall bo 
assessed by a jury, and moreover shall forfeit to the per- 
son aggrieved the thing or things so devised, made, con 
4* 
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structed, used, employed, or vended, contrary to the true 
intent of this" act, which may be recovered in an action 
on the case founded on this act. 

Section 5. And be it further enacted^ That upon oath 
or affirmation made before the judge of the district court, 
where the defendant resides, that any patent which shall 
be issued in pursuance of this act, wa ^ obtained surrep* 
titiously by, or upon false suggestion, and motion made 
to the said court, within one year after issuing the said 
patent, but not afterwards, it shall and may be lawftil to 
and for the judge of the said district court, if the matter 
alleged shall appear to him to be sufficient, to grant a rule 
that the patentee or patentees, his, her, or their executors, 
administrators, or assigns, show cause why process should 
not issue against him, her, or them, to repeal such pat- 
ents ; and if sufficient cause shall not be shown to the 
contrary, the rule shall be made absolute, and thereupon 
the said judge shall order process to be issued as afore- 
said, against such patentee or patentees, his, her, or their 
executors, administrators, or assigns. And in case no 
sufficient cause shall be shown to the contrary, or -if it 
shall appear that the patentee was not the first and true 
inventor or discoverer, judgment shall be rendered by 
such court for the repeal of such patent or patents ; and 
if the party at whose complaint the process issued shall 
have judgment given against him, he shall pay all such 
costs ais the defendant shall be put to in defending the 
suit, to be taxed by the court, and recovered in such 
manner as costs expended by defendants shall be recov- 
ered in due course of law. 

See notes to act of 1793, § 10 ; and also Diobst Pat. Cases, title 
Courts, B. 3. 
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' SEcnoN 6, And be it further enacted^ ,That in all ac- 
tions to be brought hj such patentee or patentees, Ids, 
her, or their executors, administrators, or assigns, for any 
penalty incurred by virtue of this act, the said patents or 
specifications shaH he prima facie evidence (a), that the 
said patentee or patentees was or were the first and true 
inventor or inventors, discoverer or discoverers of the 
thing so specified, and that the same is truly specified ; 
bat that nevertheless the defendant or defendants may 
plead the general issue, and give this act, and any special 
matter whereof notice in writing shall have been given to 
the plaintiff or his attorney, thirty days before the trial, 
in evidence (J), tending to prove that the specification 
filed by the plaintiff does not contain the whole of the 
truth concerning his invention or discovery ; or that it 
contains more than is necessary to produce the effect 
described ; and if the concealment of part, or the addi- 
tion of more than is necessary, shall appear to have been 
intended to mislead, or shall actually mislead the public, 
so as the effect described cannot be produced by the 
means specified, then, and in such cases, the verdict and 
judgment shall be for the defendant. 

(a) Of the novelty and utility of an invention, the patent is prima 
facie eyidenoe of a very slight character. LoweU y. LewiSf 1 Ifass., 184. 
— Story, J.; Mass., 1817. 

See also Digest Pat. Oases, title Patent, P. 2. 

{b) As to General Issue, and notioes with, see notes to act of 1793, 
§ 6, and to act of 1836, § 15. 

Sbotion 7. And be it further enacted^ That such pat- 
entee as aforesaid, shall, before he receives his patent, 
pay the following fees to the several officers employed in 
making out and perfecting the same, to wit: For receiv- 
ing and filing the petition, fifty cents'; for filing specifica- 



Digitized by VjOOQ IC 



84 PATENT LAWS. 



OBSOLETB. ACT Or 1*793, CHAP, ll, § 1. 

tions, per copy-sheet containing one hundred words, ten 
cents ; for making out patent, two dollars ; for affixing 
great seal, one d<511ar ; for indorsing the day of delivering 
the same to the patentee, including all intermediate ser- 
vices, twenty cents. 
Approved April 10th, 1790. 



ACT OF 1793, CHAPTER 11. 
1 Statutbs at Labgb, 818. 

[Obsolete : Repealed ly Act of 1836, § 21.] ' 

An Act to promote the progress of useM arts, and to re- 
peal the act heretofore made for that purpose. 
Sbction 1. Be it enacted by the Semite and House of 
Hepresentatives of the United States of America in Con- 
ffress (zssembled^ That when any person or persons, being 
a citizen or citizens of the United States, shall allege that 
he or they have invented any new and useful art, ma- 
chine, manufacture, or composition of matter, or any new 
and useful improvement on any art, machine, manufac* 
ture, or composition of matter, not known or used before 
the application (a), and shall present a petition to the 
Secretary of State, signifying a desire of obtaining an ex- 
clusive property in the same, and praying that a patent 
may be granted therefor, it shall and may be lawftil for 
the said Secretary of State to cause letters patent to be 
made out in the name of the United States, bearing teste 
by the President of the United States, reciting the alle- 
gations and suggestions of the said petition (b), and giv- 
ing a short descriptibn of the said invention or discovery, 
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and thereupon granting to such petitioner or petitioners, 
his, her, or their heirs, administrators, or assigns, for a 
term not exceeding fourteen years, the %11 and exclusive 
right and liberty of making, constructing, using, and 
Tending to others to be used, the said invention or dis- 
covery, which letters patent shall be delivered to the 
Attorney-General of the United States, to be examined ; 
who, within fifteep days after such delivery, if he finds 
the same conformable to this act, shall certify according- 
ly, at the foot thereof, and return the same to the Secre- 
tary of State, who shall present the letters patent, thus 
certified, to be signed, and shall cause the seal of the 
United States to be thereto affixed : and the same shall 
be good and available to the grantee or grantees, by 
force of this act, and shall be recorded in a book, to be 
kept for that purpose, in the office of the Secretary of 
State, and delivered to the patentee or his order. 

(a) 1. This Bection is to be construed with the other parts of the act 
to mean that the discoyerj should be unknown, and not used as the 
invention of any other than the patentee, before the application for a 
patent Morris v. MunHngtonj 1 Pjune, 353. — Thompson, J. j N. Y., 
1824. 

2. This section of the act is to be construed with section 6 of the 
same act, and means that the first inventor has ft rights to a patent, 
though there may have been a knowledge of the thing invented before 
the application for a patent, if such use or knowledge was not anterior 
to the discovery, MeUus v. Sibbee^ 4 Mass., 111. — Stobt, J. ,* Mass., 
1825. Goodyear v. Matthews, 1 Paine, 301.— Ltvinqston, J. ; Ot., v 
1814. Treadwea v. Bladen, 4 Wash., 707, 708.— Washington, J.; Pa., 
1827. Contra, Whitney v. Mnmett, Bald., 309.— Baldwin, J.; Pa., 
1831. Thompson, v. Haight, 1 U. S. Law Jour., 573. — ^Van Ness, J. ; 
N. Y.,4822. 

3. The meaning of the words " not known or used," &c., in this sec- 
tion, is that the invention must not have been known or used by the 
PUBLIC before the application, Fennock v. Dialogue, 2 Pet., 19. — Story, 
J. ; Sup. Ct., 1829. 

4. The patent act of 1790 used the words '* not known or used be- 
fore," without adding the words "the implication:" in connection 
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with the structure of the 8enteu\3e iu which they stand, they might 
have been referred either to the time of the invention, or of the appli- 
cation.* The addition of the latter words in the act of 1793 must have 
been ex industria, and With the cautious intention to dear away a doubt, 
and fix the original and deliberate meaning of the legislature. /&k2., 
22. S?um V. Cooper^ 7 Pet., 319.— MoLbak, J. ; Sup. Ot, 1833. 

6. Within the spirit of this section, it was held that the Secretary of 
State, though not expressly authorized, might receive the surrender of 
letters patent, which were defective by reason of mistakes committed 
either by the department, or by the inventor, innocently, and reissue 
a new and corrected patent. <^ant v. Raymond^ 6 PeC, 242. — ^Mar- 
shall, Oh. J. ; Sup. Ot, 1832. Same view had been before taken in 
SuUivan'a Case, X)pin., Gilpm's Ed., 158.— Wirt, Atty.-Gen., 1818.. 
Morris v. HunUngion^ 1 Paine, 355. — ^Thompson, J.; N. Y., 1824. 
Grant v. Mason, 1 Law Int and Rev., 22.— Thompson, J. ; N. Y., 1828. 
Anon., 2 Opin., 466.— Tanbt, Atty.-Gen., 1831. 

{b) 1. Though this act, like that of 1790, required a petition to be 
presented, and the patent, when issued, to recite the "allegations, and 
suggestions of the petition,'' it seems that, after this act of 1790J the 
petition alone seldom contained any thing as to the- patent beyond a 
mere title. Boggy, Emerson, 6 How., 480, 481. — Woodbury, J. ; Sup. 
Ot, 1847. 

2. But the specification, being filed at the same <time and often on 
the same paper, seems to have been regarded, whether specially named 
in the petition or not, as a part of it To avoid mistakes as to the ex- 
tent of the inventor's daim, and to comply with the law, by inserting 
in the patent at least the substance of the petition, the officers inserted, 
by express reference, the whole descriptive portion of it as contained 
in the schedule. Ihid., 481. 

Sbction 2. Provided always^ and he it further enactedj 
That any person, who shall have discovered an improve- 
ment in the principle of any machine, or in the process 
of any composition of matter, which shall have been patent- 
ed, and shall have obtained a patent for such improvement, 
he shall not be at liberty to make, use, or vend the 
original discovery, nor shall the first inventor be at 
liberty to use the improvement: (a) And it is hereby 
enacted and declared, that simply changing the form or 
the proportions of any machine, or composition of matter, 
in any degree, shall not be deemed a discovery, (b) 

(a) As to doctrine that the patentee of an improvement has no right 
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to use the original discove/y, nor the first inventor the right to use the 
improvement, see Gray v. James, Pet. C. C, 399. — Washington, J. ; 
Pa., 1817. Washburn v. Gould, 3 Story, 150.— Stort, J. ; Mass., 1844, 
Woodwarth v.- Sogers, I Wood. & Min., 141. — ^Woodbubt, J. ; Mass., 
1847 ; and generally Digest Pat. Cases, title Improvement, 0. 

(&) 1. It is not every change of form and proportion which is de- 
clared by this act to be no discovery, but such as is simply a change 
of form and proportion, and nothing more. If by changing the form 
and proportion a new effect is produced, there is not simply a change 
of form and proportion, but a change of principle also. Davis y. 
Palmer, 2 Brock., 310. — Marshall, Oh. J. ; Va., 1827. 

2. Though this declaratory act, that a change in form is not a dis- 
covery, was not re-enacted in the law of 1836, it is a principle which 
necessarily makes part of every system of law granting patents for 
new inventions. Wirians y. I)enm>ead, 16 How., 341. — CxTRHBi J.; 
Sup. Ct., 1853. 

See also Digest Pat. Cases, titles Form ; Improvement, A. 

Section 3. And he it further enacted^ That eyery in- 
ventor, before he can receive a patent, shall swear or 
affirm, that he does verily believe, that he is the true 
inventor or discoverer of the art, machine, or improve- 
ment, for wbich he solicits a patent, which oath or 
affirmation may be made before any person authorized ^o 
administer oaths, and shall deliver a written description 
of his invention, and of the manner of using, or process 
of compounding the same, in such full, clear, and exact 
teims, as to distinguish the same from all other things 
before known, and to enable any person skilled in the 
art or science of which it is a branch, or with which it 
is most nearly connected, to make, compound, and use 
the same. And in the case of any machine, he shall 
fully explain the principle, and the several modes in 
which he has contemplated the application of that prin- 
ciple or character, by which it may be distinguished 
from other inventions; and he shall accompany the 
whole with drawings and written references, where 
the nature of the case admits of drawings, (ft) or 
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with specimeDS of the ingredients, and of the composition 
of matter, sufficient in quantity for the purpose of experi- 
ment, where the invention is of a composition of matter ; 
which description, signed by himself and attested by two 
witnesses, shall be filed in the office of the Secretary of 
State, and certified copies thereof shall be competent 
evidence in all courts, where any matter or thing, touch- 
ing such patent-right, shall come in question. (^) And 
such inventor shall, moreover, deliver a model of his 
machine, provided the Secretary shall deem such model 
to be necessary. 

(a) 1. Under the provisions of this section requiring drawings with 
written references^ if the specification refers to the drawingfs, they 
thereby become part of the written description of the invention. 
£arle v. Sawyer, 4 Mass., 10, 11. — Stort, J. ; Masa, 1825. Brooks v. 
BtchneO, 3 McLean, 261.— McLeait, J.; Ohio, 1843. Washburn v. 
Chuldf 3 Story, 133.— Story, J. ; Mass., 1844. 

2. It is sufficient if drawings and written references are put on filo 
with the specification ; and if the references required are written on 
the drawings the statute is satisfied. Emerson v. Eogg^ 2 Blatchf., 9, 
10.— Betts, J. ; N. Y., 1845. 

3. The patent act of 1793 does not limit the inventor to one single 
mode or one single set of ingredients to carry into effect his invention. 
He may claim as many modes as he pleases, provided always that the 
claim is limited to such as he has invented and as are substantially 
n'ew. And section 3 of the act requires, in the case of a machine, that 
the inventor shall explain the several modes in which he has contem- 
plated the application of its principle. Hyan v. Good/win^ 3 Sumn., 521. — 
Story, J. ; Mass., 1839. 

4. Under the act of 1793, the specification was not required to be 
made a part of the letters patent, but the inventor could have it so in- 
corporated with them if he desired. Hogg v. ETneraon, 11 How., 604. — 
"Woodbury, J. ; Sup. Ct, 1850. 

{b\ An exemplification of a specification of a patent is made evidence 
by this section of the act of Congress. The exemplification of the pat- 
ent itself stands upon the conunon law, as being an exemplification of 
a record of a public document, and is always to be received as evi- 
dence. The drawing or model need not be exemplified. Peck v. Far- 
ringtont 9 Wend., 45.— Savage, Oh. J. ; N. Y., 1832. 

Section 4. And be it further eniicted. That it shall be 
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lawful for any inventor, his executor or administrator, to 
assign the title and interest in the said invention, at any 
time, and the assignee, having recorded the said assign- 
ment in the office of the Secretary of State, shall there- 
after stand in the place of the original inventor, hoth as 
to right and responsibility, and so the assignees of as- 
signs, to any degree. 

1. It is the business of the assignee of a patent-right to see that the 
assignment is put on record. MorriU v. Worthinffton, 14 Mass., 392. — 
Curiam; Mass., 1817. 

2. Under this section, an assignment is not valid unless it has been 
recorded in the office of the Secretarj of State. ' Higgina v. Strong, 4 
Blackf, 183.— Dbwet, J.; Ind., 1836. 

3. Under this section, until an assignment is recorded, the assignee 
is not substituted to the rights and responsibilities of the patentee so 
as to maintain a suit at law or in equity, founded thereon. Wyeih v. 
Skme, 1 Story, 296.— Story, J. ; Mass., 1840. 

4. Under this section, the recording of an assignment is indispensa- 
ble to convey the right. Ddbson v. CampheU, 1 Sumn., 326. — Story, J.; 
Me., 1833. Boyd v. McAlpvne, 3 McLean, 428.— McLeak, J. ; Ohio^ 
1844. 

Secjtion 5. And he it further enacted^ That if any 
person shall make, devise, and nse, or sell the thing so 
invented (a), the exclusive right of which shall, as afore- 
82&d, have heen secured to any person by patent, without 
the consent {h) of the patentee, his executors, adminis- 
trators, or assigns, first obtained in writing, every person 
so offending shall forfeit and pay to the patentee a sum, 
that shall be at least equal to three times the price, for 
which the patentee has usually sold or licensed, to other 
persons, the use of the ^id invention, which may be re- 
covered in an action on the case founded on this act, in 
the Circuit Court of the United States, or any other 
court having competent jurisdiction, (c) 

(a) 1. Under the act of 1*790, a patent was made prima fade evi- 
dence; that act was repealed by the act of 1793, and that provisioa 
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was not re-enactcd in it. Hence a patent was not received in courts 
of justice as eyen prima fade evidence that the invention patented was 
new or useftil, but the plaintiff was bound to prove these facts in order 
to make out his case. Coming v. Burden^ 14 How., 270, 271. — Geiee, 
J.; Sup. Ct, 1853. 

2. Under this section, subjecting to a penalty "any person who 
shall make, devise, and use, or sell the thing so invented," it might 
well be questioned whether any person would be subject to the penalty 
for using a machine which he had not also made and devised. Such 
doubt is removed by section 3 of the act of -1800, which subjects to 
damages "any persdh who shall make, devise, use. or sell" the inven- 
tion of another. Evans v. Jordan^ 1 Brock., 250, 251. — Marshall, Ch. 
J.; Va., 1813. 

3. The maker and seller of a patented article, within the meaning of 
this section, is the person for whom, by whose direction, and for whoso 
account the article is sold — ^and not the mere workman employed to 
sell Delano v. Scott, Gilpin, 498. — ^Hopkinson, J. ; Pa., 1834. 

(6) Where one erected, on his own premises and at his own expense, 
a machine which was claimed to be tlie invention of another; an4 
afterwards such inventor took a lease of the machine for a term of 
years, covenanting to reoonvey the same at the end of the term of 
years, Eddy that such covenant amounted to license or consent in 
writing, within the meaning of this section. Reutgen v. Kanowrs, 1 
Wash., 172.— Washington, J.; Pa., 1804. 

(c) 1. Under this section, it was held the assignee of a poffi of a pat- 
ent could not maintain an action for a violation. Tyler v. TaeH^ 6 Cra., 
324.— CURLiM; Sup. Ct., 1810. 

2. But the assignee of a moiety may join with the patentee in an 
action for a violation. Whittemore v. Cutter^ 1 GalL, 430. — Stoey, J. ; 
Mass., 1813. 

This section repealed by act of 1800, § 4^ 

Section 6. Provided always^ and he it further enacted^ 
That the defendant in such action shall be permitted to 
plead the general issue, and give this act, and any special 
matter (a), of which notice in writing may have been 
given to the plaintiff or his attorney, thirty days before 
trial, in evidence, tending to prove, that the specification, 
filed by the plaintjiffi does not contain the whole truth 
relative to his discovery, or that it contains more than is 
necessary to produce the described effect, which conceal- 
ment or addition shall fully appear to have been made, 
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for tbe purpose of deceiving the public (^)yortliat the 
thing, thus secured by patent, was not originally discov- 
ered by the patentee, but had been in use, or had been 
described in some public work anterior to the supposed 
discovery of the patentee (c), or that he had surrep- 
titiously obtained a patent for the discovery of another 
person (d) ; in either of which cases, judgment shall be 
rendered for the defendant, with costs, and the patent 
shall be declared void (e), 

(a) 1. The object of this section was to guard against defeating pat- 
ents by the setting np of a prior invention which had never been 
reduced to practice. Bedford v. Hwni^ 1 Mass., 305. — Story, J. ; Mass., 
1817. 

2. This section appears to have been drawn with the idea that the 
defendant would not be at liberty to contest the validity of the patent 
on the general issue, and intends to relieve the defendant from the 
difQculties of pleading, by allowing him to give in evidence matter 
which aflfects the patent. Evans v. Ecdon, 3 Wheat, 603, 604. — 
Marshall, Ch. J.;*Sup. Ct, 1818. 

3. Such notice is, however, for the security of the plaintiff, to protect 
him against surprise. Ihid.^ 504. 

{h) Under this section a defect or concealment in a specification, in 
order to make the patent invalid, must appear to ^ave been made for 
the purpose of deceiving the public. Whitney v. Carter^ Fessenden on 
Pat, 2d ed., 139.— JoEtNSON, J. ; Geo., 1809. Park v. Little, 3 Wash., 
198.— Washington, J. ; Pa., 1813. Whitternore v. Cutter, 1 Gall., 437. 
—Story, J. ; Mass., 1813. Gray v. James, Pet 0. C, 401.— Wash- 
ington, J. ; Pa., 1817. Lowell v. Leuns, 1 Mass., 189. — Story, J. • 
Mass., 1817. 

(c) 1. Where a defence is made that the patentee is not the original 
discoverer of the thing patented, the patent will be considered as rela- 
ting back to the original discovery. Construing sections 1 and 6 to- 
gether, the patentee's right does not date from the time of his applica- 
tion for a patent, but from the time of his discovery. Dixon v. Moyer, 
4 Wash., 72.— Washington, J. ; Pa., 1821. 

2. Under this section, if the thing had been in use or known ante- 
rior to the patentee's supposed discovery, his patent is void. Though 
the patentee had no knowledge of such previous discovery, still his 
patent is void, as the law supposes he may have known it. Evans v. 
Eaton, 3 Wheat, 514.— Marshall, Ch. J. ; Sup. Ct, 1818. 

3. The 'use of a machine, to test its value, as a cracker machine to 
the extent of half a barrel of fiour, held to amount to a using of it with* 
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in the meaning of this secticm. Waison v. Bladen^ 4 Wash., 583. — 
Washington, J. ; Pa., 1826. 

(d) 1. This section does not enumerate all the defences of which the 
defendant may legally avaU himself; as he may give in evidence that 
he never did the thing attributed to him ; that the patentee is an ahen, 
and not entitled under the act ; or that he has a license or authority 
under the patentee. Whittemore v. CtUteTj 1 Gall., 435. — Stoet, J. ; 
Mass., 1813. Kneass v. SchuyVdU Bank, 4 Wash., 11. — Washington, 
J. ; Pa., 1820. Pennock v. Dialogue, 2 Pet., 23. — Stoey, J. ; Sup. Ct., 
1828. 

2. This section only declares the defences available against a pat- 
entee ; but no process or means are given by it for the examination of 
a patent, however false and fraudulent it may be, if the patentee will 
forbear to bring suit against those usmg it DtUmo v. Scott, Gilpin, 
499.— HOPKINSON, J. ; Pa., 1834. 

(e) 1. If li defendant seeks to annul a patent, he must proceed in 
precise conformity with section 6 of the act of 1793, and " fraudulent 
intent" must be found by the jury to justify a judgment of vacatur by 
the court. This section does not control tfie 3d. Gramt v. Raymond^ 
6 Pet, 247.— Maeshall, Ch. J. ; Sup. Ct, 1832. 

2. The Circuit Court, in a civil suit, cannot declare a patent void ex- 
cept for the causes specified in this section. If the patent is defective 
for any other cause, the verdict must be general for the defendant. 
Whitney v. Emmett^ Bald., 321. — Baldwin, J. ; Pa., 1831. 

3. Under this section, the Circuit Courts of the United States have 
exclusive jurisdiction in suits where the patent may be declared void. 
Parsons v. Barnard, 7 Johns., 144. — Cueiam ; N. Y., 1810. Wilson v. 
Woodtoorth, 8 Paige,- 1 34.— Walwoeth, Chan.; N. Y., 1840. 

See also notes to act of 1836, § 15, and Digest Pat. Cases, title 
General Issue. 

Sbchon 1. And be it further enacted^ That where any 
State, before its adoption of the* present form of govern- 
ment, shall have granted an exclusive right to any inven- 
tion, the party, claiming that right, shall not be capable 
of obtaining an exclusive right under this act, but on 
relinquishing his right under such particular State, and 
of such relinquishment, his obtaining an exclusive right 
under this act shall be sufficient evidence. 

Section 8. And he it further enacted^ That the per- 
sons, whose applications for patents, were, at the time 
of passing this act, depending before the Secretary of 
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State, Secretary at War, and Attorney-General, according 
to the act passed the second session of the first Congress, 
intituled " An act to promote the progress of useful arts," 
on complying with the conditions of this act, and paying 
the fees herein required, may pursue their respective claims 
to a patent under the same. 

Section '9. And be it further enacted^ That in case 
of interfering applications, the same shall be submitted 
to the arbitration of three persons, one of whom shall be 
chosen by each of the applicants, and the third person 
shall be appointed by the Secretary of State (a) ; and the 
decision or award of such arbitrators, delivered to the 
Secretary of State in writing, and subscribed by them, or 
any two of them, shall be final, as far as' respects the 
granting of the patent: And if either of the applicants 
shall refuse or fail to choose an arbitrator, the patent shall 
issue to the opposite party, {b) And where there shall 
be more than two interfering, applications, and the par- 
ties applying shall not all unite in appointing three ar- 
bitrators, it shall be in the power of the Secretary of 
State to appoint three arbitrators for the purpose. 

(a) An inventor filed a description of his alleged invention in 1802, 
as required by section 3 of the act of 1793, and took no further step 
until 1814, when another person made application for a patent for the 
same invention; Eeld^ that there was no limitation of time within 
which a patent must be taken out after specification filed, and that the 
facts made a case of interference, to be arbitrated under this section. 
Anon.^ 6 Opin., 701. — Rush, Atty.-Gen. ; 1814. 

(5) The refusal of a defendant to submit his claim to arbitration un- 
der this section, and his subsequently obtaining a patent therefor, is 
not conclusive evidence, in a proceeding under section 10, that such 
patent was obtained surreptitiously. Stearnes v. BarreU^ 1 Mass., 174. 
— Story, J. ; Mass., 1816. 

' Section 10. And be it further enacted^ That upon 
oath or affirmation being made before the judge of the 
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District Court, where the patentee, his executors, admin- 
istrators, or assigns reside, that any patent, which shall 
be issued in pursuance of this act, was obtained surrepti- 
tiously, or upon false suggestion, and motion made to 
the said court, within three years after issuing the said 
patent, but not afterwards, it shall and may be lawful for 
the judge of the said District Court, if the matter alleged 
shall appear to him to be sufficient, to grant a rule,^ that 
the patentee, or his executor, administrator or assign show 
cause why process should not issue against him to repeal 
such patent. And if sufficient caude shall not be shown 
to the contrary, the rule shall be made absolute, and 
thereupon the said judge shall order process to be issued 
against such patentee, or his executors, administrators or 
assigns, with costs of suit. And in case no sufficient 
cause shall be shown to the contrary, or if it shall appear 
that the patentee was not the true inventor or discoverer, 
judgment shall be rendered by such court for the repeal 
of such patent ; and if the party,^at whose complaint the 
process issued, shall have judgment given against him, he 
shall pay all such costs as the defendant shall be put to 
in defending the suit, to be taxed by the court, and re- 
covered in due course of law. 

1. The jurisdiction given to the District Court, under this section, 
applies onlj to cases in which the patent has been obtained \>y fraud, 
surreptitiously, by false suggestion, or by some wilM misrepresenta- 
tion and deception. Delano y. ScotL^ Gilpin, 493. — ^HoPEiinsON, J.; 
Pa., 1834. 

2. The summary proceeding under this section is given to protect 
the public from manifest fraud, in taking out patents (the fees of office 
being no check), for known and conmion things. Ibid.^ 494. 

3. It gives the power to any person to call upon a patentee for on 
examination of his right, and have it repealed, if it shall be found 'that 
he is not entitled to it. Ibidy 500. 

4. Proceedings under this section, upon the rule nisij are not coudu- 
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ave. The process awarded, upon making the rule absolute, is in the 
nature of a scire facias, and is not finaL Steames v. Barrett, 1 Mass., 
165. — Story, J.; Mass., 1816. Wood & Brundage, Ex parte, 9 Wheat., 
615.— -Story, J. ; Sup. Ct., 1824. Delano v. Scott, Gilpin, 499.— Hop- 
KINSON, J. ; Pa., 1834. Contra, McGaw v. Bryam,^ 1 U. S. Law Jour., 
98.— Van Ness, J. ; N. T., 1822. 

5. In procee lings under this section, the United States will not be 
substituted as plaintiffs, in place of the patentee. Wood y. WiUkims^ 
Gilpin, 520, 524.— HopkinSON, J. ; Pa., 1834. 

See also Digest Pat. Cases, title Courts, B. 3. 

Section 11, And he itfurthefr enacted^ That every in- 
ventor, before he presents bis petition to the Secretary 
of State, signifying his desire of obtaining a patent, shall 
pay into the treasury thirty dollars, for which he shall 
take duplicate receipts ; one of which receipts he shall 
deliver to the Secretary of State, when he presents his 
petition; and the money thus paid, shall be in full for 
the sundry services to be performed in the office of the 
Secretary of State, consequent on such petition, and shall 
pass to the account of clerk-hire in that office. Provided 
nevertheless^ That for every copy, which may be required 
at the said office, of any paper respecting any patent that 
has been granted, the person, obtaining such copy, ^hall 
pay, at the rate of twenty cents, for every copy-sheet of 
one hundred words, and for every copy of a drawing, the 
party obtaining the same, shall pay two dollars, of which 
payments, an account shall be rendered, annually, to the 
treasury of the United States, and they shall also pass to 
the account of clerk-hire in the office of the Secretary of 
State. 

• 1. A defendant, being permitted under section 6 of the act of 1*793, 
to set up the defence that the plaintiff's specification does not contain 
the whole truth, he has, under this section, a right to call for and have 
a copy of the plamtiflT's specification, and no conditions can be imposed 
upon the us© of such copy. Anon,j 1 Opin., 316.— Wibt, Atty.-Gen.« 
1820. 



Dhgitized by VjOOQ IC 



96 PATENT LAWS. 



OBSOLETE. ACT OF 1794) OHAP. 58. 

2. The proviso to this section cannot be considered as •pening to all 
persons, indiscriminately, the right to demand copies of papers respect- 
ing patents granted to others. As to others than a defendant, as pro- 
yided for in section 6, it rests in the discretion of the department 
whether copies shall be furnished or refused. Anan,f 1 Opin., 718.^- 
"WiET, Atty.-Gen.; 1825. 

Sectiox 12. And be it further enacted^ That the act, 
passed the tenth day of April, in the year one thousand 
seven hundred and ninety, intituled ''An act to promote 
the progress of useful arts," he, and the same is herehy 
repealed. Provided always^ That nothing contained in 
this act, shall be construed to inva^date any patent that 
may have been granted under the authority of the said 
act ; and all patentees under the said act, their executors, 
administrators, or assigns, shall be considered within the 
purview of this act, in respect to the violation of their 
rights ; provided such violations shall be committed after 
the passing of this act. 

Approved February 21st, 1Y93. 



ACT OF 1794, CHAPTER 68. 
(1 Statutes at Labge, 893.) 

[Obsolete: Repealed hy Act of\BZ% § 21.] 

An Act supplementary to the act intituled " An act to 

promote the progress of useful arts.*' 

Be it enacted by the Senate and House of Representor 
tives of the United Stales of America in Congress assem- 
bled^ That all suits, actions, process, and proceedings, 
heretofore had in any District Court of the United States, 
under an act passed the tenth day of April, in the year 
one thousand seven hundred, and ninety, intituled ^^ An 



Digitized by VjOOQ IC 



PATENT LAWS. 97 



ACT OF 1800, CHAP. 25, § L OBSOLETE. 

act to promote the progress of usefol arts," wbidi may 
have been set aside, suspended, or abated, by reason of 
the repeal of the said act, may be restored, at the instance 
of the plaintiff or defendant, within one year from and 
after the passing of this act, in the said courts, to the 
8*amc situation, in which they may have been, when they 
were so set aside, suspended, or abated; and that the 
parties to the said suits, actions, process, or proceedings, 
be, and are hereby entitled to proceed in such cases, as 
if no mich repeal of the act aforesaid had taken place. 
Provided always^ That before any order or proceeding, 
other than that for continuing the same suits, after the 
reinstating thereof^ shall be entered or had, the defendant 
or plaintiff, as the case may be, against whom the same 
may have been reinstated, shall be brought into court by 
summons, attachment, or such other proceeding, as is 
used in other cases for compelling the appearance of a 
party. 
Approved June 7th, 1794. 

ACT OF 1800, CHAPTER 25. 

2 Statutes at Labge, 37. 

[OUolete: Repealed hy Act o/1836, § 21.] 

An Act to extend the privilege of obtaining patents for 
useful discoveries and inventions, to certain persons 
therein mentioned, and to enlarge and define the pen 
alties for violating the rights of patentees. 
SEcmoN 1. £e it enacted by the Senate and House of 
liepresentatives of the United States of America in Con- 
gress assembledy That all and singular the rights and 
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privileges given, intended or provided to citizens ot the 
United States, respecting patents for new inventions, dis- 
coveries and improvements, by the act intituled "An act 
to promote the progress of useful arts, and to repeal the 
act heretofore made for that purpose,'' shall be, and here- 
by are extended and given to all aliens who at the time 
of petitioning in the manner prescribed by the said act, 
shall have resided for two years within the United States, 
which privileges shall be*obtained, used, and enjoyed, by 
such persons, in as full and ample manner, and under the 
same conditions, limitations and restrictions, as by the 
said act is provided and directed in the case of ^itizens 
of the United States. .Provided always^ That every per- 
son petitioning for a patent for any invention, art or 
discovery, pursuant to this act, shall make oath or affirma- 
tion before some person duly authorized to administer 
oaths before such patent shall be granted, that such 
invention, art or discovery hath not, to the best of his 
or her knowledge or belief, been known or used either 
in this or any foreign country, and that every patent 
which -shall be obtained pursuant to this act, for any 
invention, art or discovery, which it shall afterward 
appear had been known or used previous to such applica- 
tion for a patent shall be utterly void. 

1. Under this act a foreigner, though having resided within the 
United States for more than two years, could not have a patent 'for an 
invention operated by him in another country before he came here, as 
he could not take the oath required by this statute. Du^laCs Case, 
1 Opin., ?a2.— Wirt, Atty.-Gten.; 1820. 

2. By the provisions of this act, taken in connection with those of 
the act of 1793, citizens and aliens are placed substantially upon the 
same ground as to a right to a patent when the invention has not been 
known or used before it was patented. In both cases the right is to 
be tested by the same rule. Shaio v. Cooper, 1 Pet, 316.— MoLian. 
J.; Sup.Ct., 1833. 
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3. Where a person made an myention in England, in 1813 or 1814^ 
and before coming to this country made known his invention to others, 
and shortly after coming here disclosed it, in 1817, to an individual 
here, and in 1817 or 1818, the invention was sold in England, and soon 
after went into use there and in Prance, and subsequently, in 1822, 
the inventor took out a patent here ; HeM, that there had been such a 
public use of the invention, without an assertion of right on the part 
of the inventor, as rendered the patent void. Ihid., 318-323. 

Section 2. And he it further enacted^ That where any 
person hath made, or shall have made, any new invention, 
discovery or improvement on accoant of which a patent 
might, by virtue of this or the above-mentioned act, be 
granted to such person, and shall die before any patent 
shall be granted therefor, the right of applying for and 
obtaining such patent, shall devolve on the legal repre- 
sentatives of such person in trust for the heirs-at-law of 
the deceased, in case he shall have died intestate ; but if 
otherwise, then in trust for his devisees, in as full and 
ample manner, and under the same conditions, limitations 
and restrictions, as the same was held, or might have 
been claimed or enjoyed by such person, in hiff or her 
lifetime; and when application for a patent shall be 
made by such legal representatives, the oath or affirma- 
tion, provided in the third section of the before-mentioned 
act, shall be so varied as to be Applicable to them. 

Section 8. And he it further enacted^ That where any 
patent shall be, or shall have been granted pursuant to 
this or the above-mentioned act, and any person without 
the consent of the patentee, his or her executors, admin- 
btrators^ or assigns, first obtained in writing, shall make, 
devise, use, or sell (a) the thing whereof the exclusive 
right is secured to the said patentee by such patent, such 
person so offending shall forfeit and pay to the said pat- 
entee, his executors, administrators, or assigns, a sum 
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equal to three times the actual damage (b) sustained by 
such patentee, his executors, administrators, or assigns, 
from or by reason of such offence, which sum shall and 
may be recovered by action (c) on the case founded on 
this and the above-mentioned act, in the circuit court of 
the United States, having jurisdiction thereof 

(a) This section gives an action against any one who shall "make, 
devise, use, or sell," the thing patented, and takes the place of section 
6 of the act of 1793, which gave an action against any one who should 
" make, devise, and use, or sell" This change was made because of 
some doubt whether the language of section 5 of the act of 1*793 did 
not couple the making and usirig together to constitute an offence, so 
that making without using, or using without making, was not an in- 
fringement. Whittemore v. CuUer, I (JalL, 432. — Story, J.; Mass., 
1813. JEvans v. Jordan^ 1 Brock., 252. — MarshatJj, Ch. J. ; Ya., 1813. 

(&) 1. Under this section the jury find single damages, and the court 
treble them in awarding judgment. LowSl v. Lewi»^ 1 Mass., 185.— 
Stobt, J. ; Mass., 1817. 

2. Under this section, if the jury find for the plaintiff, they are to 
find the actual damages sustained by him. The court will treble them. 
Gray v. James, Pet. C. C, 403. — Washington, J. ; Pa^ 1817. Evcavi 
V. HeUick, 3 Wash., 422.— -Washington, J.; Pa., 1818. 

3. This section fixed the amount x>f recovery at three times the actual 
damage sustained. Trebling the damages, under the act of 1836, rests 
with the discretion of the court Guyon v. SerreU^ 1 Blatchf., 246. — 
Nelson, J. ; N. Y., 1847. 

(c) 1. This section gave jurisdiction only in actions an (he case; 
Held, therefore, that a suit in equity, respecting a patent, in order to be 
cognizable by ihe circuit courts, must come within the provisions of 
the judiciary act of 1789, as to citizenship of parties, and that where 
the parties were all residents of the same State, such courts had not 
jurisdiction. Livingston v. Van Ingen, 1 Paine, 48, 64. — ^Livingston, 
J. ; N. Y., 1811. 

2. This defect was afterwards remedied by the act of 1819, diap. 19 

Section 4. And be it further enacted^ That the fifth 
section of the above-mentioned act, intituled "An act t9 
promote the progress of useful arts, and to repeal the act 
heretofore made for that purpose," shall be and hereby is 
repealed. 

Approved April I7th, 1800. ^ 
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ACT OF 1819, CHAPTER 19. 

(3 Statutes at Labge, 481.) 

[OhsoUte: Repealed by Act o/1836, § 21.] 

An Act to extend the jurisdiction of the Circuit Courts 
of the United States to eases arising under the law 
relating to patents : 

JSe it enacted by the Senate and House of JRepresentor 
ttves of the United States of America in Congress assem- 
bled. That the Circuit Courts of the United States shall 
have original cognizance, as well in equity as at law, of 
all actions, suits, controversies, and cases, arising under 
any law of the United States, granting or confirming to 
authors or inventors the exclusive right to their respec- 
tive writings, inventions, and discoveries : and upon any 
bill in equity, filed by any party aggrieved in any such 
cases, shall have authority to grant injunctions, accord- 
ing to the course and principles of courts of equity, to 
prevent the violation of the rights of any authors or in- 
ventors, secured to them by any laws of the United 
States, on such terms and conditions as the said courts 
may deem fit and reasonable : Provided, however, That 
from all judgments and decrees of any Circuit Courts, ren- 
dered in the premises, a writ of error or appeal, as the 
case may require, shall lie to the Supreme Court of the 
United States, in the same maimer, and under the same 
circumstances, as is now provided by law in other judg- 
ments and decrees of such Circuit Courts. 

Approved February 15th, 1819. 

1. This act removed the defect that existed under the act of 1800, 
by which the <^uifc Courts did aot have jurlsdid^on of suits in eqmiy, 
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except in actions on the case. Livingston v. Van Ingen, 1 Paine, 54 
(note).— Livingston, J.; N. Y., 1811. 

2. -This act does not enlarge or alter the powers of the court over 
the subject-matter of the cause of action. It only extends its jurisdio- 
tion to parties not before falling within it. It removed the objection, 
that prior to it, a citizen of one State could not obtain an injunction in 
the Circuit Court for a violation of a patent-right, against a citizen of 
the same State, and gave the jurisdiction, although the parties were 
citizens of the same State. SuUivan v. Redfidd, 1 Paine, 447, 448. — 
Thompson, J.; N. Y., 1825. 

3. This act extends the jurisdiction of the Circuit Courts to all cases 
at law and in equitj, arising under the patent laws; but there is 
nothing in the act which, either in terms or by necessary implication, 
renders that jurisdiction exclusive. BurrdU v. Jewettj 2 Paige, 146. — 
Walwoeth, Chan. ; N. Y., 1830. 

4. The substance of this enactment, so far as it relates to the subject 
of patent-rights, is incorporated into section 17 of the act of 1836. 
Stevens v. Gladding^ 17 How., 455. — Cuetis, J.; Sup. Ct, 1854. 



ACT OF 1832, CHAPTER 162. 

4 Statutes at Large, 559. 

[Obsolete: Repealed hy Act of 1886, § 21.] 
An Act coDceming patents for useful inventions. 

Section 1. £e it enacted hy the Senate and House of 
Hepresentatives of the United States of America in Con- 
gress assembled^ That it shall be the duty of the Secretary 
of State, annually, in the month of January, to report to 
Congress, and to publish in two of the newspapers printed 
in the city of Washington, a list of all the patents for 
discoveries, inventions, and improvements, which shall 
have expired within the year immediately preceding, with 
the names of the patentees, alphabetically arranged. 

Section 2. And he it further enacted^ That application 
to Congress to prolong or renew the term of a patent, 
shall be made before its expiration, and shall be notified 
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at least once a month, for three months before its presen- 
tation, in two newspapers printed in the city of Wash- 
ington, and in one of the newspapers in which the laws 
of the United States shall be published in the State or 
Territory in which the {patentee shall reside. The petition 
shall set forth particularly the grounds of the application. 
It shall be verified by oath ; the evidence in its support 
may be taken before any judge or justice of the peace; it 
shall be accompanied by a statement of the ascertained 
value of the discovery, invention, or improvement, and 
of the receipts and expenditures of the patentee, so as to 
exhibit the profit or loss arising therefrouL 

1. Under the patent laws, prior to 1836, if a patent was renewed, it 
was a new grant, independent of the old, and the patentee was entitled 
to the sole and exclusive benefit thereof, unless the licensees or as- 
signees had, by their original grant, secured to themselves by express 
covenant or grant, a right to the benefit of the renewed patent Was?i' 
hum V. Gould, 3 Story, 135.— Story, J. ; Mass., 1844. 

2. Prior to this statute, the only mode of prolonging the term of a 
patent beyond the original grant, was by means of private acts of Con- 
gress upon individual applications. Wilson v. Rosaeav^ 4 How., 685. — 
Nelson, J. ; Sup. Ct, 1845. 

SficmoN 3. And he it further enacted^ That wherever 
any patent which ha& been heretofore, or shall be here- 
after, granted to any inventor in pursuance of the act of 
Congress, entitled " An act to promote the progress of 
useful arts, and to repeal the act heretofore made for that 
purpose," passed on the twenty-first day of February, in 
the year of our Lord, one thousand seven hundred and 
ninety-three, or of any of the acts supplementary thereto, 
shall be invalid or inoperative, by reason that any of the 
terms or conditions prescribed in the third section of the 
said first-mentioned act, have not, by inadvertence, acci- 
dent, or mistake, and without any fraudulent or deceptive 
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intentioD, been complied with on the part of the said 
inventor, it shall be lawM for the Secretary of State, 
upon the surrender to him of such patent, to cause a new 
patent to be granted to the said inyentor for the same 
invention for the residue of the period then unexpired, for 
which the original patent was granted, upon his compli- 
ance with the terms and conditions prescribed in the said 
third section of the said act. And, in case of his death, 
or any assignment by him made of the same patent, the 
like right shall vest in his executors and administrators, 
or assignee or assignees : JProvided, however^ That such 
new patent, so granted, shall, in all respects, be liable to 
the same matters of objection and defence as any original 
patent granted under the said first-mentioned act. But 
no public use or privilege of the mvention so patented, 
derived from or after the grant of the original patents 
either under any special license of the inventor, or with- 
out the consent of the patentee that there shall be a free 
public use thereof, shall, in any manner, prejudice his 
right of recovery for any use or violation of his invention 
after the grant of such new patent as aforesaid. 
Approved July 3d, 1832. 

1. The provision of this section is susceptible of but one construc- 
tion, and that is, that the patentee may sustain an action for anj use 
or violation of his invention, after the grant of the new patent. No 
prior use of a defective patent can authorize the use of the invention 
after the emanation of the renewed patent. SUmpson v. Westciiester R. 
i?., 4 How., 402.— MoLban, J.; Sup. Ct, 1845. 

2. To give to the patentee the fruits of his invention was its object, 
which would be defeated, if a right could be founded on a use subse- 
quent to the original patent, and prior to the renewed one. lUd,^ 402. 

3. The proviso of this section is in affirmance of the principles laid 
down by ttie Supreme Court in Pennock v. Dialogue, 2 Pet, 1 (1829); in 
Gr<mi v. Raymond, 6 Pet., 241-245 (1832); and in Shaw v. Cpoper, 1 
Pet, 314, 315 (1833). McClvarg v. Kingsland, 1 How., 207.— -Baldwin, 
J.; Sup. Ot, 1843. 
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4. As the exception in the proviso is limited to the use of the inven- 
tion under a special license after the grant of the original patent, it 
leaves the use prior to the application for such patent clearly obnoxious 
to the principle established in Pennoek v. Dialogue, 2 Pet, 1 j whereby 
the patent would become void. JbicLj 207. 



ACT OF 1832, CHAPTER 203. 

4 Statutes at Labge, 677. 

[Ohwlete: Repealed hy Act of ISSQ^ § 21.] 

An Act coDcerning the issuing of patents to aliens, for 
useful discoveries and inventions. 

JBe it enacted^ hy the Senate and House of Hepresent- 
atives of the United States of America in Congress 
assembled^ That the privileges granted to the aliens de- 
scribed in the first section of the act, to extend the privi- 
lege of obtaining patents for useful discoveries and in- 
ventions to certain persons therein mentioned, and to 
enlarge and define the penalties for violating the rights 
of patentees, approved Ajwil seventeenth, eighteen hun- 
dred, be extended, in like manner, to every alien, who, 
at the time of petitioning for a patent, shall be resident 
in the United States, and shall have declared his inten- 
tion, according to law, to become a citizen thereof: Pro- 
vided^ That every patent granted by virtue of this act 
and the privileges thereto appertaining, shall cease and 
determine and become absolutely void without resort to 
any legal process to annul or cancel the same in case of a 
failure on the part of any patentee, for the space of one 
year from the issuing thereof, to introduce into public 
use in the United States the invention or improvement 
for which the patent shall be issued; or in case the same 
6* 
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for any period of six months after such introduction shall 
not continue to be publicly used and applied in the 
United States, or in case of failure to become a citizen of 
the United States, agreeably to notice given at the earli- 
est period within which he shall be entitled to become a 
citizen of the United States. 
Approved July 13th, 1832. 

ACT OF 1836, CHAPTER 367. 

5 Statftbs at Labge, 117. 

[ThU Act still in Force.] 

An Act to promote the progress of the useful arts, and 
to repeal all acts and parts of acts heretofore made for 
-that purpose, (a) 

Sbciion 1. J3e it enacted by the Senate and Himse of 
Mepresentatives of the United States of America in Con- 
ffress assembledj That there shall be established and at- 
tached to the Department <rf State (b) an office to be 
denominated the Patent Office, the chief officer of which 
shall be called the Commissioner of Patents, to be ap- 
pointed by the President, by and with the advice and 
consent of the Senate, whose duty it shall be, under the 
direction of the Secretary of State, to superintend, exe- 
cute, and perform all such acts and things touching and 
respecting the granting and issuing of patents for new 
and useful discoveries, inventions, and improvements, as 
are herein provided for, or shall hereafter be, by law, 
directed to be done and performed, and shall have the 
charge and custody of all the books, records, papers, 
models, machines, and all other things belonging to said 



Digitized by VjOOQ IC 



PATEITT LAWS. 107 



ACT OP 1836, chap! 367, § 1. IN POROB. 

office. And said Commissioner shall receive the same 
compensation (c) as is allowed by law to the Commis- 
sioner of the Indian Department, and shall be entitled to 
send and receive letters and packages by mail, relating to 
the business of the office, free of postage, {d) 

(a) POLICT OF THE PATENT LaWS. 

1. Many of the provisions of our patent acts are derived from the 
principles and practice wliich have prevailed in England. And though 
the known and settled construction of the EngUsh statute of Monopo- 
lies, by their courts of law, has not been received by our courts with 
all the weight of authority, yet the construction of that statute by the 
English courts, and the principles and practice which have regulated 
the grants of English patents afford materials to illustrate our statute. 
Pennock v. Dialogue, 2 Pet., IS.—Stoey, J. ;- Sup. Ct, 1829. 

2. The intention of the patent laws is to promote the progress of the 
useful arts, by the benefits granted to inventors, not by those accruing 
to the public, after the patent has expired, as in England. Intended 
for their benefit and security, the law should be construed favorably 
and beneficially in favor of patentees. Whitney v. Emmettf Bald., 
321-323.— Baldwin, J.; Pa., 1831. 

3. The settled purpose of the United States has ever been to confer 
on the authors of useful inventions an exclusive right in their inven- 
tions for the time mentioned in their patent It is the reward stipu- 
lated for the advantages derived by the public from the exertions of 
the individual, and is intended as a stimulus to those exertions. The 
laws passed for such purpose should be construed in the Spirit in 
which they have been passed, and should be feirly executed by the 
United States. Grant v. Raymond^ 6 Pet, 241, 242. — Maeshall, Ch. 
J.; Sup. Ct, 1832. 

4. The great object and intention of the patent acts is to secure to 
the public the advantages to be derived from the discoveries of indi- 
viduals, and the means it employs are the compensation made to those 
individuals for the time and labor devoted to those discoveries, by the 
exclusive right to make, use, and sell the thing discovered for a limited 
lame. Tbid., 243. 

5. The Constitution of the United States, in giving" authority to Con- 
gress to grant patents for a limited period, declares the object to be to 
promote the progress of science and the useful arts, an object as truly 
national and meritorious, and well founded in public P9licy, as any 
which can possibly be within the scope of national protection. Hence 
it has always been the course of the American courts — and latterly of 
the English — ^to construe patents fairly and liberally, and not subject 
them to any ovemice and critical refinements. Ames v. Howard^ \ 
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Sumn 485. — Story, J.; Mass., 1833. BkmcTiardY. Sprague^ 3 Sumn., 
539, 540. — Stobt, J.; Mass., 1839. 

6. The patent law gives to inyentors a monopoly, but not in an 
odious sense. It takes nothing from the community at large, but 
secures to them the greatest benefits. To secure to inventors the 
remuneration for their time, ingenuity, and expense, a liberal construe-^ 
tion should be given to the law. Brooks v. BickneU, 3 McLean, 437. — 
McLean, J.; Ohio, 1844. Parker v. Hatoorth, 4 McLean, 372. — Mc- 
Lean, J. ; IlL, 1848. Parker v. Stiles, 5 McLean, 64, 56.— Leavitt, 
J.; Ohio, 1849. Bloomer v. StoUey, 5 McLean, 162.— McLean, J.; 
Ohio, 1850. Parker v. Sears, MS. — Grier, J.; Pa., 1850. Goodyear 
v. Railroads, 2 Wall, Jr., 363.— Grier, J.; N. J., 1853. AUen. v. Hwn- 
ter, 6 McLean, 306. — McLean, J. ; Ohio, 1855. 

7. Patents are not to be treated as mere monopolies, odious in the 
eyes of the law, and therefore not to be favored ; nor are they to be 
construed with the utmost rigor, as strictissimi juris. Ames v. Bbwardj 
1 Sumn., 485.— Story, J. ; Mass., 1833. 

8. The patent laws are not made to encourage monopolies of what 
before belonged to others, or to the public — which is the true idea of a 
monopoly — but the design is to encourage genius in advancing the 
arts, through science and ingenuity, by protecting its productions of 
what did not before exist, and of what never belonged to another per- 
son, or the publia DavoU v. Brown, 1 Wood. & Min., 57. — ^Woodbury, 
J. ; Mass., 1845. 

9. The patent acts have been passed for the promotion of the useful 
arts — ^for the ultimate benefit of the republic, and not for the sole 
benefit of inventors and patentees. It is. for the ultimate benefit of the 
public, that privileges are granted to inventors, allowed to operate, and 
protected for limited times for their direct benefits. Day v. Union Rvb. 
Co., 3 Blatchf., 500.— Hall, J.; N. T., 1856. Kendtay. Wmsor, 21 
How., 327, 328.— Daniel, J.; Sup. Ct., 1858. 

10. The power granted by the patent laws is domestic in its charac- 
ter, and necessarily confined witMn the limits of the United States. 
The patent acts do not and were not intended to operate beyond the lim- 
its of the United States, and the patentee's right of property and exclu- 
sive use cannot extend beyond the Hmits to which the law itself is con- 
fined. Broumy. Duchesne, 19 How., 195.— Tanby, Ch. J. ; Sup. Ct., 1856. 

See also Digest Pat. Cases, title Patent, P. 1; Statutes, B. 2. 

(b) The Patent Office is now attached to the Department of the In- 
terior, and the Secretary of the Interior performs all the duties con- 
nected therewith fonperly devolving upon the Secretary of State. Act 
of 1849, § 2. 

(c) Salary now fixed at $4,500. Act of 1861, § 4 

\d) The franking privilege was annulled by the " Act to reduce the 
rates of postage," approved March 3d, 1845 ; but was again restored 
by the ** Act to establish certain post routes, and for other purposes,'' 
approved March 3d, 1847. See also act of 1848, § 4. 
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Section 2. And be it further enacted^ That there shall 
be, in said office, an inferior officer, to be appointed by 
the said principal officer, with the approval of the Secre- 
tary of State, to receive an annual salary of seventeen 
hundred dollars (a), and to be called the Chief Clerk of 
the Patent Office ; who in all cases during the necessary 
absence of the Commissioner, or when the said principal 
office shall become vacant, shall have the charge and 
custody of the seal, and of the records, books, papers, 
machines, models, and all other things belonging to the 
said office, and shall perform«the duties of Commissioner 
during such vacancy, {h) And the said Commissioner 
may also, with like approval, appoint an examining clerk, 
at an annual salary of fifteen hundred dollars ; two other 
clerks, at twelve hundred dollars each, one of whom shall 
be a competent draughtsman; one other clerk, at one 
thousand dollars; a machinist at twelve hundred and 
fifty dollars; and a messenger, at seven hundred dol- 
lars; {c) And said Commissioner, clerks, and every other 
person appointed and employed in said office, shall be 
disqualified and interdicted from acquiring or taking, 
except by inheritance, during the period for which they 
shall hold their appointments, respectively, any right or 
interest, directly or indirectly, in any patent for an inven- 
tion or discovery which has been, or may hereafter be, 
granted. 

(a) Salary increased to $2,500 by act of 1861, § 4. 

(&) 1. Under this section the chief clerk has been considered as the 
"acting Commissioner," whenever the Commissioner has been unable 
to discharge his duties from any necessary cause, as well as when a 
vacancy occurs from death or resignation. Woodworth v. HaU, 1 Wood. 
&. Min., 392.— WOODBUET, J. ; Mass., 1846. 

2. The appointment of an acting Commissioner will be presumed to 
have been duly made, where drawn in question, incidentally or colU^ 
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eraUy, if it be shown that the. person certifying is in the public dis- 
charge of those duties. Woodworth v. Hdll^ 1 Wood. & Min., 255. — 
Woodbury, J.; Mass., 1846. 

3. The certificate to a patent made by a person as " acting Commis- 
sioner," is legal and sufficient WUaon v. Rosseau, 4 How., 663, 668. — 
Nelson, J.; Sup. Ct., 1845. Woodwoiih v. HaU, 1 Wood. & Min., 254. 
— ^WOODBUBT, J. ; Mass., 1846. York db Md. R. i?. v. Wirians, Vl How., 
41.--CAMPBBLL, J.; Sup. Ct., 1854 

See also Digest Pat. Cases, title Commissioner of Patents, G. 

(c) 1. As to the appointment of additional examiners, see act of 183T, 
§ 11; act of 1839, § 1; act of 1856, §§ 9, 10; and act of 1860, § 5. 

2. The Commissioner of Patents is now authorized to appoint addi- 
tional examiners, not exceeding four in eaeh dass. Act of 1861, § 7. 

Sbction 3. And he it further enacted^ That the said 
principal officer, and every other person to be appointed 
in the said office, shall, before he enters upon the duties 
of his office or appointment, make oath or affirmation 
truly and faithfully to execute the trust committed to 
him. And the said Commissioner and the Chief Clerk 
shall also, before entering upon their duties, severally 
give bonds, with sureties, to the Treasurer of the United 
States, the former in the sum often thousand dollars, and 
the latter in the sum of five thousand dollars, with condi- 
tion to render a true and faithful account to him or his 
successor in office, quarterly, of all moneys which shall be 
by them respectively received for duties on patents, and 
for copies of records and drawings, and all other moneys 
received by virtue of said office. 

Sbction 4. And he it further enacted^ That the said 
Commissioner shall cause a seal to be made and provided 
for the said office, with such device as the President of 
the United States shall approve ; and copies of any 
records, books, papers, or drawings, belonging to the 
said offipe, under the signature of the said Commissioner, 
or, when the office shall be vacant, under the signature 



Digitized by VjOOQIC 



PATENT LAWS. Ill 



ACT OF 1836, CHAP. 367, § 4. IN FOBOB, 

of the Chief Clerk, with the said seal affixed, shall be 
competent evidence in all cases in which the original 
records, books, papers, or drawings could be evidence, (a) 
And any person making application therefor may have 
certified copies of the records, drawings, and other papers 
deposited in said office (^), on paying, for the written 
copies, the sum of ten cents for every page of one hun- 
dred words (c) ; and for copies of drawings, the reason- 
able expense of making the same. 

(a) 1. A certified copy of an assignment is competent evidence, and 
the party cannot be required to produce the originals. Brooks v. Bick- 
ndL, 3 McLean, 436.— McLean, J. ; Ohio, 1844. 

2. Certified copies of papers and drawings, on file in the Patent 
OflBce, must be received in evidence when off*ered. If they are dis- 
cordant, they may destroy the effect of each other; but they need not 
concur in every particular. Emerson v. Hogg, 2 Blatchf., 12. — ^Betts, J. ; 
N. Y., 1845. 

3. Certified copies of papers in the Patent OflBce are prima fade evi- 
dence of the genuineness of the orfginal, on file, and absolute evidence 
of the correctness of the copies from the records. Pcarker v. Maworth^ 
4 McLean, 371.— McLean, J.; IlL, 1848. 

4. A certified copy of an assignment of a patent, fh)m the Patent 
OflBce, is prima facie evidence of the genuineness of the origlnaL Lee 
V. Blandy, MS. — McLean, Lbavitt, JJ. ; Ohio, 1860. 

5. A former and defective certified copy of a patent may be corrected 
by a full and corrected certified copy. Brooks v. BickneU, 3 McLean, 
434.— McLean, J. ; Ohio, 1844. Woodworth v. EaO, 1 Wood. & Min., 
260. — Woodbury, J. ; Mass., 1846. 

(&) 1. The Commissioner of Patents having under his care and cus- 
tody the records as to patents, it is his duty to give authenticated 
copies to any person demanding the same, on payment of the legal 
fees ; but a demand accompanied by rudeness and insult is not a legal 
demand. Boyden v. Burke, 14 How., 583. — Grier, J. ; Sup. Ct., 1852. 

2. The officer intrusted to give copies of papers or drawings, in pat- 
ent cases, has no concern with the purpose for which asked. The 
policy of the law rather requires than forbids that copies should be 
given when asked for. Anon., 1 Opin., 171. — Pincknby, ^.tty.-Gen.; 
1812. 

(c) Copies of papers cannot be taken by third persons. They must 
be made by the proper oflBcer, and the fees paid therefor. Anofk, 2 
Opin., 456.— Taney, Atty.-Gen. ; 1831. 

See also Digest Pat. Cases, title Copies of Papers. 
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Sbchon 5. [Enlarged by act of 1837, § 6.] And he it 
further enactedj That all patents issued ii-om said office 
shall be issued in the name of the United States, and 
under the seal of said office, and be signed by the Secre- 
tary of State (a), and countersigned by the Commissioner 
of the said office, and shall be recorded, together with 
the descriptions, specifications, and drawings, in the said 
office, in books to be kept for that purpose. Every such 
patent shall contain a short description or title of the 
invention or discovery, correctly indicating its nature and 
design (5), and in its terms grant to the applicant or ap- 
plicants (c), his or their heirs, administrators, executors, 
or assigns, for a term not exceeding fourteen years {d)y 
the full and exclusive right and liberty of making, usiug, 
and vending to others to be used, the said invention or 
discovery (e), referring to tjhe specifications for the par- 
ticulars thereof^ a copy of which shall be annexed to the 
patent, specifying what the patentee claims as his inven- 
tion or discovery. (/) 

(a) Now signed by the Secretary of the Interior. Act of 1849, § 2. 

(&) The phraseology of this act, in respect to what the patent shall 
contain, was changed from th^t contained in the acts of 1790 and 1*793, 
in order to conform to the usage and construction under the act of 
1793 (of inserting the whole descriptive portion of the petition in the 
patent^' as such course sometimes was misunderstood, and led to mis- 
constructionfl. ITogg v. EineraorL 6 How., 482. — ^WooDBUEr, J. : Sup. 
a, 1847. 

(c) Patents can now issue, by section 6 of the act of 1837, to the 
aasignee or assignees of the inventor. 

(d) 1. The term of the patent is now extended to seventeen years. 
Act of 1861, § 16. 

2. A patent may be issued for a less term of years than fourteen. 
The restriction is on the maaimum only, not on the minimwrn, SuU/i" 
van's Case, Opin., Gilpin's Ed., 1841, 168.— WntT, Atty.-Gen.; 1818. 

3. A patentee under this section is not obliged to claim the whole 
fourteen years. He may waive his claim to a part of the term, in favor 
of the |>ub4G^ b^ a^itedating it, or he ma^ t^ a patent for a term less 
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than fourteoD years, or he may seek protection against strangers for six 
months previous to the issue, if in that time he has made application 
and is seeking in good faith and with reasonable diligence to perfect 
his specifications. Ctuhmany Ex parte, MS. (App. Cas.) — Dunlop, J. ; 
D. C, 1858. 

(e) 1. The exdusive grant of a patent is the construction and use of 
the thing patented. The patent law protects the thing patented, and 
not the product Boyd v. BrouMy 3 McLean, 297. — ^MoLban, J. ; Ohio, 
1843. 

2. It does not cover the products of the patented machine. Ibtd, 
297. Simpson v. Wilson, 4 How., 711.— Nelson, J. ; Sup. Ot., 1846. 
Goodyear v. The Railroads, 2 Wall., Jr.— Gribb, J.; N. J., 1853. 

3. At common law, an inventor has no exclusive right to make and 
vend his invention, after he has published it to the world. Such ex- 
clusive right is the creature of the statute, which also prescribes the 
remedy for its violation. Dudley v. Mayhew, 3 Comst, 13-17. — Strong, 
J.; N. Y., 1849. 

4. The fact that a party has a patent, giving him the exclusive right to 
make, use, and sell a particular medicine, does not confer upon him the 
right to practise as a physician, and use such medicine in any particu- 
lar State, except in conformity with the laws of such State. Jordan v. 
Overseers of Poor, 4 Ohio, 310. — Lane, J.; Ohio, 1831. Thompson v. 
SUials, 16 Wend., 395.— Nelson, J.; N. T., 1836. 

6. A party has not necessarily a right to use an invention, in any 
State, merely because he has a patent for it under the United States. 
Vonwont V. Pairye, 1 Harrington, 68. — Bobinson, J.; DeL, 1833. 

6. Where Y. had a patent for a plan for constructing and drawing 
lotteries, and had obtained a patent therefor, but there was a State law 
prohibiting lotteries, except under certain conditions, which, the plain- 
tiff and his associates had not complied with, Held, that Y. was not 
entitled to any relief, by way of injunction or otherwise, for any alleged 
use of his invention in the State. Ibid., 69. 

7. The Commissioner of Patents, in issuing letters patent, does not 
warrant the same, nor does the patent bind the Government more than 
it does private persons; but the validity of such patent is open to 
inquiry, either in whole or in part, whether at the instance of private 
persons or of the Government. A patent does not conclude anybody. 
MorUm^s Anasthetic Patent, 8 Opin., 276.— Cushino, Atty.-Gen.; 1856. 

8. Letters patent issue sul:gect to all legal objections thf^ may be 
brought agamst themu Shreeve v. United States, MS.— Loring, J. ; Ct 
Claims, 1859. 

9. In using the word patent, it is to be understood as including the 
patent, the specification attached to it, with the model and drawings in 
the Patent Office. Whitney v. EmmeU, Bald., 314.— Baldwin, J. ; Pa., 
1831. HoggY. Emerson, 6 How., 478, 482, 486.— Woodbury, J.; Sup. 
Ct., 1847. 

10. Under the act of 1790, a patent was made prima fa^ evidence; 
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that act was repealed by the act of 1*793, and that provision was not 
re-enacted in it. Hence a patent was not received in 'courts of justice 
as even pi-rnia facie evidence that the invention patented was new or 
useful, but the plaintiflf was bound to prove these facts in order to mako 
out his case. But the act of 1836 introduced a new system, and under 
it — ^its inquisition and examination — a patent is received as prima facie 
evidence of the truth of the facts stated in it. Corning v. Burden^ 15 
How., 270, 2*71. — Geier, J. ; Sup. Ct., 1853. AUen v. Hunter, 6 McLean, 
304, 305. — McLban, J. ; Obio, 1855. Teese v. Fhdps, I McAllister, 49. 
— McAllistbb, J. ; CaL, 1865. Cahfxm v. King^ MS. — Clifford, J. ; 
Me., 1859. 

(/) Under the patent laws since 1836, the specification is always 
annexed to and forms a part of the letters patent. Pitts v. Whitman, 2 
Story, 621.— Story, J.; Mass., 1843. 

See also Digest Pat. Cases, title Patent, D. 1, 2 ; E., H., L, P., 1, 2. 

Section 6. And he it further enacted^ That any person 
or persons, having discovered or invented any new and 
useful art (a), machine (6), manufacture, or composition 
of matter (c), or any new and useful improvement {d) on 
any art, machine, manufacture, or composition of matter, 
not known or used by others {e) before his or their dis- 
covery or invention (/) thereof, and not, at the time of 
his application for a patent, in public use or on sale, with 
his consent or allowance, as the inventor or discoverer ; 
and shall desire to obtain an exclusive property therein, 
may make application, in writing, to the Commissioner of 
Patents, expressing such desire, {g) and the Commissioner, 
on due proceedings had, may grant a patent therefor. 
But before any inventor shall receive a patent for any- 
such new invention or discovery, he shall deliver a writ- 
ten description of his invention Or discovery, and of the 
manner and process of making, constructing, using, and 
compounding the same, in such full, clear, and exact 
terms, avoiding unnecessary prolixity, as to enable any 
person skilled in the art or science to which it appertains, 
or with which it iB most nearly connected, to make^ con 
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struct, compound and use the same (h) ; and in case of any- 
machine, he shall fully explain the principle and the 
several modes in which he has contemplated the applica- 
tion of that principle or character by which it may be 
distinguished from other inventions (e) ; and shall par- 
ticularly specify and point out the part, improvement, or 
combination, which he claims as his own invention or 
discovery, (j) He shall, fiirthennore, accompany the 
whole with a drawing, or drawings (A;), and written 
references, where the nature of the case admits of draw- 
ings, or with specimens of ingredients, and of the compo- 
sition of matter, sufficient in quantity for the purpose of 
experiment, where the invention or discovery is of a 
composition of matter ; which descriptions and drawings, 
signed by the inventor and attested by two witnesses, 
shall be filed in the Patent Office ; and he shall moreover 
furnish a model of his invention, in all cases which admit 
of a representation by model, of a convenient size to 
exhibit advantageously its several parts. (1) The appli- 
cant shall also make oath or affirmation (m) that he does 
verily believe that he is the onginal and first inventor or 
discoverer of the art, machine, composition, or improve- 
ment, for which he solicits a patent, and that he does not 
know or believe that the same was ever before known or 
used ; and also of what country he is a citizen ; which 
oath or affirmation may be made before any person 
authorized by law to administer x)aths. (w) 

(a) 1. When art is spoken of as the subject of a patent, it is not an 
art in the abstract, but it is an art as explained in the specification, 
and illustrated by a machine, or model, or drawings, when of a charac- 
ter so to be. It means a useful art or manufacture, which must be 
described with exactness in its mode of operation, and which can be 
protected only in the mode and to the extent described. Smithy, 
JDouminQf MS.— Woodbuey, J. ; Mass., 1860. 
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2. In the English patent laws the word "art '* is not used at aII. In 
ours, as well as in our Constitution, the word art means a useful art, 
or a manufacture which is beneficial. Ibid. 

3. A process, eo nomine^ is not the subject of a patent, under our 
laws. It is included under the general term "useful art," and an art 
may require one or more processes or machines, in order to produce a 
certain result or manufacture. Coming v. Burden^ 15 How., 267. — 
GaiBR, J. ; Sup. Ct, 1853. 

See also Digest Pat. Cases, titles Art; Process. 

(b) 1. The term machine includes every mechanical device or combi- 
nation of mechanical powers and devices to perform some function and 
produce a certain effect or result. Corning v. Burden, 16 How., 26t. — 
Gbieb, J,; Sup. Ct, 1863. 

2. A patent cannot be for the function or abstract effect of a ma- 
chine, but only for the machine itself. Ibid.j 268. 

3.* A new process is usually the result of discovery; a machine of 
invention. Ibid., 268. 

4. One may discover an improvement in a process, irrespective of 
any particular form of machinery; and another may invent a labor- 
saving machine, by which the operation or process may be performed, 
and each may be entitled to a patent. Ibid., 268. 

6. The word " machine " in the statute includes new combinations 
as well as new organizations of mechanism. Wtntermute v. BedingUm, 
MS.— Wilson, J. ; Ohio, 1866. 

See also Digest Pat. Cases, title Machines, A 

(c) 1. It is not necessary that every ingredient, or that any one in- 
gredient used by the patentee in his invention, should be new or un- 
used before, for the purpose intended. The true question is whether 
the combination of materials used by the patentee is substantially new. 
By an v. Goodtoin, 3 Sumn., 618. — Story, J. ; Mass., 1839. 

2. There is a wide difference between the invention of a new ftiethod 
or process, by which a known fabric, product, or manufacture is pro- 
duced in a better and cheaper way, and the discovery of a new com- 
pound, substance, or manufacture, having quaUties never found to exist 
together in any other material. Goodyear v. The BaUroads, 2 WalL, 
Jr., 360.— Grier, J.; K J., 1853. 

3. In the first case the inventor can patent nothing but his process, 
and not his composition of matter; in the latter, both are new and 
original, and both patentable ; not severally, but as one discovery or 
invention. Ibid., 361. 

See also Digest Pat. Cases, titles Composition op Matter; Manu- 
pacturb. Article op. 

(d) 1. An ''improved machine," and *'an improvement on a ma- 
chine," are substantially the same. Barrett v. JSaU, 1 Mass., 4*76. — 
Story, J.; Mass., 1818. Evans v. Eaton^ 3 Wheat., 617. — Marshali^ 
Ch. J.; Sup. Ct., 1818. 

2. An improvement has essential reference to a subject-matter to be 
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improved. It is not an original^ but embraces, and either adds to or 
alters, the original. Page v. Ferry, MS. — WiLKUrs, J. ; Mich., 185T. 

See also Digest Pat. Casks, title Impbovemekts. 

(e) 1. The words "by others," in this section, were probably added 
by way of explanation of the doubt formerly entertained on the sub- 
ject, whether a use by the patentee himself of his invention before 
application, would deprive him of a right to a patent; and to confirm 
the decision in Pennock v. Dialogue, 2 Pet., 18-22, that a prior use, to 
invalidate a patent, must have been by others than the inventor. Beed 
V. CuUer, 1 Story, 597.— Story, J.; Mass., 1841. 

2. Such words do not denote a plurahty of persons by whom the use 
should be known, but that the use should be known by some other 
person or persons than the patentee. /&wf., 597, 598. 

3. The words " not known or used" are quahfled by section 15, and 
mean a knowledge or use existing in a manner accessible to the pub- 
lic. Gayler v. Wilder, 10 How., 497.— Taney, Ch. J.; Sup. Ct., 1850. 

As to priority of invention, see also Digest Pat. Cases, titles Inven- 
tion, 0.; Inventor, B.; and Prior Knowledge. 

(/) 1. Under the Constitution and laws of the United States re- 
specting patents, discovery is synonymous with invention. Kemper, Ex 
parte, MS. (App. Cas.>--CRANCH, Ch. J. ; D. C, 1841. 

2. An invention resting hi mere theory, or in intellectual notion, or 
imperfect- experiments, and not reduced to practice, is not patentable. 
Reed v. CuUer, 1 Story, 599.— Story, J. ; Mass., 1841. 

3. Conceiving the idea of an improvement or machine is not inven- 
tion. ffUdreaih v. ffea^ MS, (App. Cas.) — Cranch, Ch. J.; D. C, 
1841. 

As to what is invention, see Digest Pat. Cases, title Invention, A., 
and the several titles, Art ; Composition *op Matter, A ; Combina- 
tion ; Discovery ; Improvements, A. ; Machines, A. ; Manufacture, 
Article op ; New Application ; Principle. 

(0) Under the present practice of the Patent Office, two distinct and 
separate mventions cannot be included in one application, except 
where they have a necessary and dependent connection with each 
other, and all co-operate in attaining the end sought. 

(h) 1. The description should be accommodated to the comprehen- 
sion of any practical mechanic, without taxing his genius or inventive^ 
powers. Gray v. James, Pet. C. C, 401.— Washington, J. ; Pa., 1817.^ 

2. It is not enough, however, if, from the description, some very 
skilful artisan could make and use it, but persons of ordinary skill 
must be able to do so ;^ and must be able not only to construct but to 
use the machine for a useful purpose. Lippincott v. Kdly, 1 West Law 
Jour., 514.— Irvin, J.; Pa., 1844. 

3. No description will fulfil the demands of the law but such as is 
of record, and of which all the world may have the benefit. XHxon v. 
Moyer, 4 Wash. 73.— Washington, J. ; Pa., 1821. 

4. The object of this provision is twofold: 1, that when^the term has 
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expired, and the invention becomes public property, such means of 
information may be accessible through the Patent Office as will enable 
others to avail themselves of its benefits ; and 2, that while the patent 
is in force, others may be informed of the precise claim of the patentee, 
and not ignorantly infringe his exclusive right. Parker v. Stiles, 5 
McLean, 55. — Leavitt, J. ; Ohio, 1849. Brooks v. BickneU, 3 McLean, 
441. — McLean, J.; Ohio, 1844. Judson v. Moore^ MS. — Leavttt, J.; 
Ohio, 18G0. 

5. But the specification need not particularly describe the operation 
of mechanism which is well known by persons acquainted with the 
art Kneass v. SchuylkiU Bank, 4 Wash., 14 — Washington, J. ; Pa., 
1820. Brooks v. BickneU, 3 McLean, 44T, 448.— McLean, J. ; Ohio, 
1844. Em&rson v. Hogg, 2 Blatchf., 9.— Bbtts, J.; N. Y., 1845. 

See also Digest Pat. Cases, titles Composition of Matter, B.; 
Specification, B. ; Improvement, B. 

(») L This section seems clearly to show that a patentee may law- 
fully unite in one patent all the modes of applying his invention con- 
templated, and all the different sorts or modifications of machinery, by 
which it may be applied, and if each were new the patent would cover 
them alL Wyelik v. Stone, 1 Story, 292.— Story, J. ; Mass., 1840. 

2. It is the duty of an inventor to describe in his specification the 
several different modes or devices or modifications known to him of 
?iis invention. Sargent v. CarteTy 11 Mo. Law Rep., 655. — CuRHS, J. ; 
Mass., 1858. 

See also Digest Pat. Cases, title Machines, B. 

(j) 1. The summing up or claim is conclusive upon the right and 
title of the patentee. Wyeiih v. SUyn^ 1 Story, 285. — Story, J.; Mass., 
1840. 

2. The claim is the most material part of the specification. Many v. 
Jogger, 1 Blatchf., 3T8.— Nelson, J.; N. Y., 1848. 

3. Although a patentee does not expressly claim equivalents, he is 
understood to embrace them, and in contemplation does embrace them. 
Byam v. Farr, 1 Curt., 263. — Curtis, J.; Mass., 1852. 

See also Digest Pat. Cases, title Patents, P. 5. 

(k) 1 . Drawings annexed, and referred to in the specification, con- 
stitute a part thereof; and they may be resorted to to aid the descrip- 
tion, and to distinguish the thing patented from other things known 
before. Ea/rle v. Sawyer, 4 Mass., 9. — Story, J. ; Mass., 1825. 

2. References to the drawings in the specification are not requisite 
to the validity of a patent,- unless they are necessary to an understand- 
ing of the invention. Brooks v. BickneO, 3 McLean, 261.— McLean, J.; 

. Ohio, 1843. Washburn Y. Gould, 3 Story, 133.— Story, J.; Mass., 1844. 

3. The description of a machine or improvement, accompanied by a 
drawing, may, in many cases, be understood without references. 
Jbid, 262. , 

4. The drawings may be signed by the inventor, or by his attorney 
for him. Anark^ MS.— Black, Atty.-Gen. ; 1869. 
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5. Puplicate drawings are now required. Act of 1837, § 6. 

6. Drawings should be in duplicate, twenty inches by fifteen in size ; 
one on thick drawing-paper, colored and shaded, and the other on 
tracing-doth, and should be in perspective, with detached sectional 
and plane views. 

t. In the case of designs, photographs may be substituted for draw- 
ings, but the " negatives " must be sent to the Patent Ofi&ce. 

See also Digest Pat. Cases, title Drawings. 

(I) 1. Models and drawings are a part of the letters patent, and may* 
be resorted to for clearer information respecting the invention de- 
scribed in the specification. Hogg v. Emersorij 6 How., 485. — ^Wood- 
bury, J. ; Sup. Ct., 1847. Stephens v. Salisbwry^ MS. — Morsell, J. ; 
D. C, 1855. 

2. Models should be made of durable material; and, if of wood, should 
be stained, painted, or varnished, and should not be more than one 
foot in length and height, unless a larger model is necessary to exhibit 
the invention. 

3. In the case of a design, which can be sufficiently represented by a 
drawing, a model may be dispensed with. 

See also Digest Pat. Cases, title Models. 

(m) 1. The taking of the oath by the inventor is but U prerequisite 
to the granting of a patent, and in no degree essential to its validity. 
IfJ therefore, not conformable to the statute it is no objection to the 
patent. Whittemore v. Cutter, 1 GalL, 433. — Story, J.; Mass., 1813. 

2. The oath extends to all the schedule or specification no less than 
to the title of the invention. Bbgg v. Emersoii, 6 How.j 482. — Wood- 
bury, J. ; Sup. Ct., 1847. 

3. The declaration admitted under the English law cannot be sub- 
stituted in place of the oath. Anon,j 3 Opin., 532. — Gilpin, Atty.-Glen. ; 
1840. 

4. Affirmation may be substituted in place of an oath, when the 
person of whom it is required is conscientiously scrupulous of taking 
an oath. Act of 1837, § 13. 

6. As to the persons before whom the oath may be taken, when the 
applicant is not, for the time being, residing in the United States. Act 
of 1842, § 4. 

See also Digest Pat. Cases, title Oath. 

(«) 1. The act of 1836, sections 6 and 15, and the act of 1837, section 
9, are to be construed, as to originality of invention, as though they 
were embodied in one act. Smith v. Ely, 5 McLean, 84. — McLean, 
J. ; Ohio, 1849. 

2. The things specified in this section are prerequisites to the grant- 
ing of a patent, and unless th^se prerequisites are complied with, a 
party sued for an infringement of the patent may show that they have 
not been complied with, and in that mode defeat the action of the sup- 
posed inventor. Bcmsom v. Mayor, <fcc., of New York, MS. — ^Hall, J. ; 
N. Y., 1856. 
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Section 7. [Amended byactof 1839,§§ 7-11: repealed 
in part hj act of 1839, § 12 ; and act of 1863, § 1.] And 
be it further enacted^ That, on the filing of any sncli ap- 
plication, description, and specification, and the payment 
of the duty hereinafter provided, the Commissioner shall 
•make or cause to be made, an examination (a) of the 
alleged new ioventiqn or discovery ; and if, on any such 
examination, it shall not appear to the Commissioner that 
the same had been invented or discovered by any other 
person in this coxmtry prior to the alleged invention or 
discovery thereof by the applicant, or that it had been 
patented or described in any printed publication in this 
or any foreign country, or had been in public use or on 
sale with the applicant's consent or allowance prior to 
the application (ft), if the Commissioner shall deem it to 
be sufficiently useM {c) and important, it shall be his 
duty to issue a patent therefor, {d) But whenever, on 
such examination, it shall appear to the Commissioner 
that the applicant was not the original and first inventor 
or discoverer thereof (e), or that any part of that which 
is claimed as new had before been invented or discovered, 
or patented, or described in any printed publication in 
this or any foreign country, as aforesaid, or that the 
description is defective and insufficient, he shall notify 
the applicant thereof, giving him, briefly, such informa- 
tion and references as may be useM in judging of the 
propriety of renewing his application, or of altering his 
specification to embrace only that part of the invention 
or discovery which is new. (/) In every such case, if 
the applicant shall elect to withdraw his application, re- 
linquishing his claim to the model, he shall be entitled to 
receive back twenty dollars, part of the duty required by 
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this act, on filing a notice in writing of such election in 
the Patent Office, a copy of which, certified by the Com- 
missioner, shall be a sufficient warrant to the treasarer 
for paying back to the said applicant the said sum of 
twenty dollars, (g) But if the applicant in such case, 
shall persist in his claims for a patent, with or without 
any alteration of his specification, he shall be required to 
make oath or affirmation anew (A), in manner as afore- 
said. And if the specification and claim shall not have 
been so modified as, in the opinion of the Con^missioner, 
shall entitle the applicant to a patent, he may, on appeal, 
and upon request in writing, have the decision of a 
board of examiners (*), to be composed of three disin- 
terested persons, who shall be appointed for that pur- 
pose by the Secretaiy of State, one of whom, at least, to 
be selected, if practicable and convenient, for his knowl- 
edge and skill in the particular art, manufacture, or 
branch of science to which the alleged invention apper- 
tains; who shall be under oath or affirmation for the 
faithful and impartial performance of the duty imposed 
upon them by said appointment. Sdd board shall be 
furnished with a certificate in writing, of the opinion and 
decision of the Commissioner, stating the particular 
grounds of his objection, and the part or parts of the 
invention which he considers as not entitled to be pat- 
ented. And the said board shall give reasonable notice 
to the applicant, as well as to the Commissioner, of the 
time and place of their meeting, that tliey may have an 
opportunity of furnishing them with such facts and evi- 
dence as they may deem necessary to a just decision; 
and it shall be the duty of the Commissioner to furnish 
to the board of examiners such information as he may 
6 
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possess relative to the matter under tbeir consideration. 
And on an examination and consideration of the matter 
by such board, it shall be in their power, or of a majority 
of them, to reverse the decision of the Commissioner, either 
in whole or in part, and their opinion being certified to the 
Commissioner, he shall be governed thereby in the further 
proceedings to be had on such application : Provided^ 
however^ That before aboard shall be instituted in any such 
case, the applicant shall pay to the credit of the treasury, 
as provided in the ninth section of this act, the sum of 
twenty-five dollars, and each of said persons so appointed 
shall be entitled to receive for his services in each case a 
sum not exceeding ten dollars, to be determined and paid 
by the Commissioner out of any moneys in his hands, 
which shall be in full compensation to the persons who 
may be so appointed, for their examination and certificate 
as aforesaid. 

(a) The proceedings before the Commissioner are initiatory — all re- 
lating to the question whether a patent shall issue. Fomeroy y. Con- 
nison, MS. (App. Gas.)— Cranoh, Ch. J. ; D. 0., 1842. Ferry v. Ck)r' 
neU, MS. (App. Oas.)--ORANOH, Ch. J.; D. C, 1847. Seel&y, Ex parte^ 
MS. (App. Cas.)— MoESBLL, J.; D. C, 1853. 

See also Digest Pat. Cases, title Application for Patent, A. 

(b) 1. An inventor will not be deprived of the benefit of his inven- 
tion and a right to a patent, by a use of his invention before his appli- 
cation for a patent, without his consent and against his will, and with- 
out any laches or misconduct 'On his part. Fierson v. Eagle Screw Co., 
3 Story, 407.— Story, J.^ R. L, 1844.- Fry & Sedey, Ex parte, U8. 
(App. Cas.)— MORSBLL, J.; D. C^ 1859. 

2. The provisions of sections 7 and 15 of the act of 1836, introduced 
an unportant modification into the law of patents, designed to protect 
the American inventor against the injustice of being thrown out of the 
fruits of his ingenuity by the existence of a secret invention or discov- 
ery abroad — that is, a discovery not patented, and not described in any 
printed publication. Anon,, 5 Opin., 21. — Toucby, Atty.-Gren.; 1848. 

3. If the applicant is an original inventor, and in a condition to make 
the oath required, the act requires the Commissioner to issue the pat- 
ent, and the courts declare it valid, and establish the American right 
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to the exclusion of the foreign discovery, which has not, in either of 
the modes indicated by the act of Congress, been communicated to the 
public. Ibid. J 21. Also Coleman v. Liesor, MS. — Leavitt, J. ; Ohio, 
1869. Judson v. Cope, MS. — Leavitt, J. ,• Ohio, 1860. 

4. To constitute a prior invention, the party alleged to have pro- 
duced it must have proceeded so far as to have reduced his idea to 
practice, and embodied it in some distinct form. Parkhurst v. Kinsman, 
1 Blatchf., 494.— Nelson, X; N. Y., 1849. Howe v. Underwood, MS.— 
Spragtie, J. ; Mass., 1854. AUen v. Hunter, 6 McLean, 321. — McLean, 
J.; Ohio, 1855. Poppenheusen v. N, Y. G. P. Comb Co., MS. — Ingee- 
SOLL, J. ; N. Y., 1858. EMhorpe v. Eohertson, MS. — ^Ingersoll, J. : 
N. Y., 1859. 

5. The words "prior to the application," refer only to the "public 
use or sale of the invention with the applicant's consient or allowance," 
and do not refer to any thing else. JBarfholomew v. Sawyer, MS. — 
IXGERSOLL, J. ; K Y., 1859. 

6. The words "prior to the alleged invention of the applicant," refer 
to an invention or discovery of some one, other than the applicant, in 
this country, and also to a patent or description in this or some foreign 
country. lUd, 

T. The true meaning of this section is, that a patent shall issue to 
the applicant and be valid, if he is the originator and author of a use- 
ful invention, unless the thing invented by him has, prior to his alleged 
invention or discovery, been invented, or discovered, or used by some 
one else in this country ; or unless the invention of the applicant has 
been patented or described in some printed publication in this or some 
foreign coimtry, prior to the alleged invention or discovery of the ap- 
plicant ; or has been on sale with the applicant's consent, prior to lus 
application for a patent. Ibid. 

8. The provision of this section as to the invention having been in 
use or on sale prior to the application, amended by the act of 1839, § 7. 

See also Digest Pat. Cases, titles Prior Knowledge ; Prior Use. 

(c) 1. As to the utility of an invention, all that the law requires 
is, ttiat the invention should not be frivolous or injurious. The 
word useful is used in contradistinction to mischievous or immoral. 
Whether the invention be more or less useful is unimportant. Lowell v. 
Lewis, 1 Mass., 186. — Stort, J.; Mass., 1817. Bedford v. Hunt, 1 
Mass., 303. — Story, J.; Mass, 1817. Earle v. Saioyer, 4t Mass., 6. — 
Story, J.; Mass., 1826. Whitney v. JEmTnett, Bald., 309. — Baldwin, 
J. ; Pa., 1831. Winans v. Schenec, & Tr<yy R. R., 2 Blatchf., 290.— 
Kelson, J. ; N. Y., 1851. Page v. Ferry, MS.— Wilkins. J. ; Mich., 
1867. Leach, Ex parte, Ma (App. Cas.)— Merrick, J.; D. C, 1860. 

2. The invention need not be the best for the use to which it can be 
applied. Many v. Jagger, 1 Blatchf., 381. — ^Nelson, J. ; K Y., 1848. 
Roberts v. Ward, 4 McLean, 566.— McLean, J. ; Mich., 1849. WHbtar 
V. Beecher, 2 Blatchf., 137.— Nelson, J.; N. Y., 1850. 

See also Digest Pat. Cases, title Invention, D. 1. 
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(d) 1. The Commissioner is bound to issue a patent in the case and 
under the circumstanoes mentioned in this section. He has no discre- 
tion about it. ffUdreath v. ffecUh, MS. (App. Cas.) — Cranoh, Ch. J. ; 
D. C, 1841. Aiken, Ex parte (Car-Wheds), MS. (App. Cas.)— Ceanch, 
Ch. J.; D. C, 1850. 

2. When a patent has issued, the jurisdiction of the Commissioner is 
exhausted, and he has no further control over it, except under section 
13, upon application for a reissue. Fomeroy v. Conniaonj MS. (App. 
Cas.>--CaANCH, Ch. J.; D. C, 1842. 

3. But his power exists in full force until the patent actually issues, 
and is not controlled by intervening opinions in proceedings during 
the examination. Wade v. MoUthewSj MS, 5 Opin., 222. — Johnson, 
Atty.-Gen.; 1849. 

See also Digest Pat. Cases, title Application foe Patents, B. 
* (e) 1. The inventor must be the original inventor as to all the world, 
to be entitled to a patent Seutgen v. Kanowrs, 1 Wash., 188. — Wash- 
ington, J. ; Pa., 1804. Dawson v. Gotten, 2 Wash., 311. — ^Washing- 
ton, J. ; Pa., 1808^ Lcnadl v. LewiSj 1 Mass., 190. — Stoet, J. ; Mass., 
1817. 

2. No person, who is not at once the first as well as the original 
inventor, by whom the invention has been perfected and put into use, 
Is entitled to a patent Heed v. Cutter, 1 Story, 596, 598. — Stoet, J. ; 
Mass., 1841. 

3. A subsequent inventor, though an original one, is not entitled to 
a patent iWd, 596-598. 

* 4. The invention must be original with the inventor, and not known 
to others. The only exception exists in the case of a party obtaining 
a patent, believing himself to be the orig^al inventor, and his inven- 
tion is shown to have been knoum in & foreign country, but not patented 
there, or described in any printed publication. Parker v. StUes^ 5 
McLean, 61. — ^McLean, J. ; Ohio, 1849. 

See also Digest Pat. Cases, titles Inventoe, B. ; Invention, 0. 

(/) An original application or specification cannot be amended, to 
conform the specification to the alterations suggested by the Commis- 
sioner, except under this section. Dyson, Ex parte^ MS. (App. Cas.>— 
DUNLOP, J.; D. C, 1860. 

(g) Right of withdrawal extended to foreigners by act of 1837, sec- 
tion 12. ' 

Right of withdrawal, as to applications made afler March 2d, 1861,* 
abolished by act of 1861, section 9. . ^ 

As to the effect of a withdrawal, see Digest Pat. Cases, title Ap- 
plication foe Patents, C. 

{h) The renewal oath required by this section, is required only whe** 
the applicant persists in his application, after having been informed oi 
the defects of his specification. If the rejection is final though upon a 
first examination, no new oath is necessary to enable him to appeal 
Crooker, Ex parte, MS. (App. Oas.)--CEANOH, Ch. J. ; D. C, 1850. 
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So much of this section as requires the renewal of the oath, repealed 
by the act of 1863, section 1. 

{%) I. By section 11, of the act of 1839, an appeal was giyen to the 
Chief Justice of the Circuit Court of the United States for the District 
of Columbia ; and by section 12 of the same act, the board of exami- 
ners was abolished. The right of appeal was afterwards extended, by 
the act of 1852, section 4, to either of the assistant justices of such 
court. 

2. By the act of 1863, section 3, establishing the Supreme Court of 
the District of Columbia, and aboUshing the Circuit Court, the powers 
theretofore exercised by the judges of lie Circuit Court were conferred 
upan the justices of the said Sijpreme Court, severally. Under this 
act, appeals are now taken to the justices of said Supreme Court 

3. An appeal lies under this section to an applicant, upon the refused 
of a* patent to him when there is no opposing party. FuUz, Ex partCj 
MS. (App. Cas.)— MORSBLL, J. ; D. C, 1853. 

4. There is nothing in the act of 1839 which takes away, or impairs 
such right. Ibid. 

5. There is no limitation of time as to an appeal from the decision 
of the Commissioner of Patents. Janney, Ex parte, MS. (App. Cas.) — 
Cranch, Ch. J.; D. C, 1847. 

As to right of appeal, duties of Commissioner of Patents in cases of, 
&a, see Digest Pat. Cases, title Appeal, B. 

See also notes to section 8 of this act, and notes to section 11 of the 
act of 1839. 

Sectioit 8. [Modified by act of 1839, § 6.] And be it 
further enacted^ That whenever an application sliall be 
made for a patent which, in the opinion of the Commis- 
sioner, would interfere with any other patent for which 
an application may be pending, or with any unexpired 
patent which shall have been granted, it shall be the duty 
of the Commissioner to give notice thereof to such appli- 
cants, or patentees, as the case may be (a) ; and if either 
shall be dissatisfied with the decision of the Commissioner 
on the question of priority of right or invention, on a 
bearing thereof, he may appeal from such decision, on 
the like terms and conditions as are provided in the pre- 
ceding section of this act ; and the like proceedings shall 
be had, to determine which or whether either of the 
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applicants is entitled to receive a patent as prayed for. (b) 
But nothing in this act contained shall be construed to 
deprive an original and true inventor of the right to a 
patent for his invention, by reason of his having previous- 
ly taken out letters patent therefor in a foreign country, 
and the same having been published, at any time within 
six months next preceding the filing of his specification 
and drawings, (c) And whenever the applicant shall 
request it, the patent shall take date from the time of the 
filing of the specification and drawings, not however ex- 
ceeding six months prior to the actual issuing of the 
patent ; and on like request, and the payment of the duty 
herein required, by any applicant, his specification and 
drawings shall be filed in the secret archives of the oflSce 
until he shall furnish the model and the patent be issued^ 
not exceeding the term of one year, the applicant being 
entitled to notice of interfering applications. 

(a) 1. The interference mentioned in this section must be an inter- 
ference in respect to patentable matters, and the claims of the appli- 
cants must be limited to the matters specifically set forth as their 
respective inventions ; and what is not claimed is to be considered, for 
the purpose of sucli interference, as disclaimed. A patentable im- 
provement is not an interference. BcUn v. Morsej MS. (App. Cas.)^ 
Oeanch, Ch. J.; D. C, 1849. 

2. There can be no interference between applications, unless there 
is a substantial identity of the things for which a patent is sought. 
Ty8(m V. Bankin, Ma (App. Cas.)--MoRSELL, J.; D. C, 1853. 

3. An interference may be declared between a pending application 
and an application for a reissue of an existing patent, but the omis- 
sion to do 80 at that time does not take away the right of the Patent 
Office to declare such an interference subsequently. Bicks v. Shaver^ 
MS. (App. Cas.)— -DuNLOP, J.; D. 0., 1861. 

4. The Commissioner has authority to permit one of two competing 
applicants for a patent for a similar invention to withdraw his applica- 
tion, after decision upon an interference, and refile his application, and 
to declare a second interference between such last application and the 
competing one. Wade v. MaUlvews^ 5 Opin., 224. — Johnson, Atty.- 
Ck>n.; 1849. 
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5. A second interference is only a rehearing of the same case. 
Eaines v. Richards^ MS. (App. Cas.)---MERRICK, J.; D. 0^ 1859. 

6. The proceedings in contested cases in the Patent Office have no 
resemblance to trials at law. Spear v. Abbott^ MS. (App. Gas.) — ^Dun- 
lop, J.; D. C, 1859. 

See also Digest Pat. Cases, title Intbrperencb. 

(6) 1. The scope of this section is bf-oad enough to include the ques- 
tion of ifUerference as well as that of priority, if it should arise, on an 
appeal to the judge. The question of priority necessarily includes 
that of interference. Bain v. MorsCj MS. (App. Cas.)-M]!RANCH, Ch. J. ; 
D. 0., 1849. 

2. An appeal is given by section T to an applicant where there is no 
Apposing party; and by this section where there are interfering appli- 
cations ; and there is nothing in the repealing act of 1839 whicSi takes 
away or impairs such right. FuUZj McparU, MS. (App. Cas.) — ^MoB- 
SBLL, J.; D. 0., 1853. 

3. Under this section no appeal can be taken from the decision of 
the Commissioner of Patents, unless the application for a patent is re- 
jected. In no case can an appeal be taken to the granting of a patent. 
Fomtroy v. Gmnison, MS. (App. Cas.) — Cranch, Ch. J. ; D. C, 1842. 

4. A patentee therefore has no right of appeal from the decision of 
the Commissioner granting a patent to another person, an apphcant, in 
an interference between such applicant and patentee. Ibid. 

5. The word " either ' in this section — when speaking of the parties 
who may appeal — applies to the words " such applicants," i e., either of 
such applicants. This construction is sustained by the language below 
authorizing the judge, on appeal, "to determine which or whether 
either of the applicants is entitled to receive a patent as prayed for. Ibid, 

6. This decision was followed in Whipple v. Benton, MS. (App. Cas.) 
— ^koRSELL, J. ; D. C, 1854- Hopkins v. Bamum, MS. (App. Cas.)— 
MORSELL, J. ; D. C, 1859. Kingsley v. fferriet, MS. (App. Cas.)— MoR- 
SELL, J.; D. C, 1854. DraJce v. Ourmingham, MS. (App. Cas.)— Mobsbll, 
J.; D. C, 1855. 

7. In a later case, it was held that a patentee has equal right of ap- 
peal from a decision of the Commissioner of Patents in favor of an ap- 
plicant, and granting him a patent, that an applicant has from a 
decision in favor of a prior patentee, and refusing the applicant a 
patent. Bahcock v. Degener, MS. (App. Cas.) — Merrick, J. ; D. C, 185S. 

8. This decision was followed in Specvr v. -dfcJott, MS. (App. Cas.)— 
DuNLOP, J. ; D. C, 1859 ; and Beech v. Twiker, MS. (App. Cas.)— MOB- 
SELL, J. ; D. C, 1860. 

9. The Tight of appeal is now considered as established in accord- 
ance with these later decisions. 

10. As to the requisites of the reasons of appeal, and the jurisdiction 
of the justices of the Circuit Court on appeal, and the effect of their 
decisions, see notes to section 11 of the act of 1839. 

See also DiaEST Pat. Cases, title Appeals, B. 
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(c) 1. By the act of 1839, section 6, the obtaining a foreign patent 
more than six months prior to his application here will not debar a per- 
son from receiving a patent, provided the invention has not been intro- 
duced into public and common use in the United States prior to such 
application. 

2. The provisions of this section, and of section 6 of the act of 1839, 
as to the obtainuig.of patents after foreign patents have been secured, 
and as to the date of the home patent in sudi case, relates only to such 
patents as are applied for here after the issue of the foreign patent. 
French v. EogerSj MS.— Kane, J. ; Pa., 1851. 

Sbction 9. [Amended by act of 1861, § 10.] And be 
it further enactedy That before any application for a pat- 
ent shall be considered by the Commissioner as aforesaid, 
the applicant shall pay into the Treasury of the United 
States, or into the Patent Office, or into any of the de- 
posit banks (a), to the credit of the Treasury, if he be a 
citizen of the United States, or an alien, and shall have 
been resident in the United States for one year next pre- 
ceding, and shall have made oath of his intention to 
become a citizen thereof, the sum of thirty dollars ; if a 
subject of the king of Great Britain, the sum of five hun- 
dred dollars ; and all other persons the sum of three hun- 
dred dollars (b) ; for which payment duplicate receipts 
shall be taken, one of which to be filed in the office of the 
Treasurer. And the moneys received into the Treasury 
under this act shall constitute a fund for the payment of 
the salaries of the officers and clerks herein provided for, 
and all other expenses of the Patent Office, and to be 
called the Patent Fund. 

(a) Fees may be sent to the Patent Office, or be paid to the Assistant 
Treasurers of the tJ. S. at New York City; Boston, Mass. ; and St Louis, 
Mo. : Treasurers of the Mint, Philadelphia, Pa. ; and New Orleans, La. : 
Surveyor and Inspector of the Customs, Pittsburg, Pa. : Surveyor of 
the Customs, Cincinnati, O. : Collectors of the Customs at Baltimore, Md. ; 
Buflfalo Creek, N. Y.; and San Frandsoo, CaL : Receivers of Public Mo- 
neys at Jeffersonville, Ind. ; Chicago, tlL ; and Detroit, Mich. ; and any 
National Bank which has been designated a depository of public money. 



Digitized by VjOOQ IC 



PATENT LAWS. 129 



ACT OP 1836, OHAP. 357, g§ 10, 11. IN FORCE. 

(&) By a subsequent statute, all laws fixing the rates of the Patent 
Office fees to be paid, and discriminating between the inhabitants of 
the United States and those of other countries, which shall not dis- 
criminate against the inhabitants of the United States, are repealed, 
and a uniform rate of fees established for aU. Act of 1861, section 10. 

Section 10. And he it further enacted^ That where 
any person hath made, or shall have made, any new in- 
vention, discovery, or improvement, on acconnt of which 
a patent might by virtue of this act be granted, and such 
person shall die before ^any patent shall be granted there* 
for, the right of applying for and obtaining such patent 
shall devolve on the executor or administrator of such 
person, in trust for the heirs-at-law of the deceased, in 
case he shall have died intestate ; but if otherwise, then 
in trust for his devisees, in as full and ample manner, and 
imder the same conditions, limitations, and restrictions 
as the same was held, or might have been claimed or en^ 
joyed by such person in his or her lifetime (a) ; and when 
application for a patent shall be made by such legal rep- 
resentatives, the oath or affirmation provided in the sixth 
section of this act shall be so varied as to be applicable 
to them. 

(a) 1. Under this sectiop, if an inventor die before he has obtained a 
patent for his invention, no person other than his executor or adminis- 
trator can apply for a patent for such invention, and the patent must 
be issued to such persons in trust for the heirs-at-law or devisees of 
the inventor. Stimpson v. Rogers^ 4 Blatchf. — ^Ingersoll, J.; CL, 
1859. 

2. It need not, however, be expressed in the patent, that it is issued 
to such executor in trust for those entitled to it. It will be sufficient 
that the patent set forth that it was issued to the grantee as executor. 
What the executor does in relation to the property of the devisor, he 
does in trust for those to whom such property is given by the wilL 
Ibid, 

Secttion 11. Arnd he it further enacted^ That every 
patent shall be assignable in law, either as to the whole 

G* 
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interest, or any undivided part thereof, by any instniment 
in writing ; which assignment, and also every grant and 
conveyance of the exclusive right under any patent, to 
make and use, and to grant to others to make and use (a) 
the thing patented within and throughout any specified 
part or portion of the United States, shall be recorded in 
the Patent Office within three months from the execution 
thereof (5), for which the assignee or grantee shall pay to 
the Commissioner the sum of three dollars, (c) 

(a) 1. This section provides for but three kinds of assignments : 
1st, As to the whole interest ; 2d, As to an undivided part ; and 3d, 
An exclusive right in any district. Blanchard v. Eldridge, 1 Wall., Jr., 
339. — Gbieb, J. ; Pa., 1849. FoUer v. Holland^ MS. — ^Ingersoll, J. ; 
Ct., 1858. 

2. The term exdtisive comprehends not only an exclusive right to the 
whole patent, but an exclusive right to the patent in a particular section 
of country. Washburn v. Gould^ 3 Story, 131. — Story, J.j Mass., 1844. 

3. The monopoly is capable of subdivision as to locality, and in no 
other way. BUmcha/rd v. Eldridge, 1 Wall, Jr., 340. — Gribr, J.; Pa., 
1849. WhiUmuyre v. Cutter, 1 GalL, 431.— Stoey, J.; Mass., 1813. 
Brooks V. Byam, 2 Story, 525, 562. — Story, J. ; Mass., 1843. Suydam 
y,Day, 2 Blatchf., 23.— Nelson, J.; N. Y., 1846. Riitxr v. SerreO, 2 
Blatchf., 383.— Betts, J.; N. Y., 1852. Washing Mack, Co, v. Earle, 3 
WaU., Jr.— Gribr, J.; Pa., 1861. 

4. An assignment of a patent may be made as well before the issuing 
of the patent as afterwards. The thing to be assigned is not the mere 
parchment, but the monopoly conferred — ^the right of property which 
it creates. And when the party has acquired an inchoate right, an as- 
signment of it is legal Gayler v. Wilder^ 10 How., 493. — Taney, Ch. 
J.; Sup. Ot., 1850. Raihboney, Orr, 5 McLean, 131, 132. — McLean, 
J. ; Mich,, 1850. Bich v. LippincoUj 26 Jour. Fr. Inst., 3d Ser., 13.— 
Gribr, J. ; Pa., 1853. 

5. Future improvements may be sold, as well as those already made ; 
and to include a second as well as a first patent. Nesmith y. Caiver% 
1 Wood & Min., 41.— Woodbury, J., Mass., 1846. 

6. The inchoate right of an inventor to a renewal is the subject of 
sale. Clum y. Brewer^ 2 Curt, 520.— ^Curtis, J. ; Mass., 1855. 

T. One tenant in conmion has as good right to use and sell to others 
to use the thing patented, as the other tenant in common has \ and 
neither can restrain the other from such use or sale. Tbid.^ 524. 

8. A paper puiportmg to be an assignment of an expired patent is 
Toid. BdL y. McOuOogh, MS.— LRAyiiT, J.; Ohio, 1858. 
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(&) 1. The provision as to recording assignments within three months 
Is merely directory, and except as to intermediate bonajide purchasers, 
without notice, any subsequent recordmg is sufficient Brooks v. Byam, 
2 Story, 542.— Story, J.; Mass., 1843. Pitts y. WMmaai, 2 Story, 
615.— Story, J.; Mass., 1843. Blanch, Gun- Stock Fac. v. Warner, I 
Blatchf , 271.— Nelson, J.; Ot., Id46. Molden v. Ourtis, 2' N. Hamp., 
63.— Woodbury, J.; N. H., 1819. 

2. A mere license need not be recorded — ^it is not an exclusive right. 
Brooks V, Byam, 2 Story, 542, 643.— Stoby, J. ; Mass., 1843. Stevens y. 
mad, 9 Verm., 17 7. —Williams, Ch. J.; Vt, 1837. 

3 Under this section an assignment must be recorded within tl^ee 
months to defeat the right of a subsequent purchaser without notice, 
and for a valuable consideration. In order to guard against an out- 
standing title of over three months' duration, the purchaser need only 
look to the records of the Patent Office. Within that period he must 
protect himself in the best way he can, as an unrecorded assignment 
would prevail ; but it must be one in writing, that may be recorded* 
Gibson v. Cook, 2 Blatchf., 148.— Nelson, J.; K Y., 1850. 

See also Digest Pat. Cases, titles Assignment, B. 2 ; License, B. 

(c) For existing fees for recording assignments, see act of 1861, sec- 
tion 10. 

Sectiox 12. [Amended by act of 1861, §§ 9, 10.] And 
be it further enacted^ That any dtizen of the United 
States, or alien, who shall have be^n a resident of the 
United States one year next preceding, and shall have 
made oath oi his intention to become a citizen thereof, 
who shall have invented any new art, machine, or im- 
provement thereof, and shall desire further time to mature 
the same, may, on paying to the credit of the Treasury, 
in manner as provided in the ninth section of this act, 
the sum of twenty dollars («), file in the Patent Office a 
caveat, setting forth the design and purpose thereof, and 
its principal and distinguishing characteristics, and pray- 
ing protection of his right till he shall have matured his 
invention; which sum of twenty dollars, in case the 
person filing such caveat shall afterwards take out a 
patent for the invention therein mentioned, shall be con- 
sidered a part of the smn herein required for the same. 
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And such caveat shall be filed in the confidential archives 
of the office, and preserved in secrecy. And if applica- 
tion shall be made by any other person within one year 
from the time of filing such fcaveat, for a patent of any 
invention with which it may in any respect interfere, it 
shall be duty of the Commissioner to deposit the descrip- 
tion, specifications, drawings, and model, in the confiden- 
tial archives of the office, and to give notice, by mail, to 
the person filing the caveat, of such application (5), who 
shall, within three months after receiving the notice, if 
he would avail himself of the benefit of his caveat, file 
his description, specifications, drawings, and model ; and 
i^ in the opinion of the Commissioner, the specifications 
of claim interfere with each other, like proceedings may 
be had in all respects as are in this act provided in the 
case of interfering applications : Provided^ however^ That 
no opinion or decision jof any board of examiners, under 
the provisions of this act, shall preclude any person inter- 
ested in favor of or against the validity of any patent 
which has been or may hereafter be granted, from the 
right to contest the same in any judicial court in any 
action in which its validity may come in question. 

(a) 1. The fee required on filing a caveat is now reduced to ten dollars, 
and such sum id no longer to be considered as a part of the sum re- 
quired to be4)aid on filing a subsequent application for a patent for the 
same mveution. Act of 1861, sections 9, 10. 

2. A caveat may be renewed at the end of one year by paying a fur- 
ther fee of ten dollars, and so on from year to year. 

(6) 1. This section is for the benefit of the inventor, but is not neces- 
sary for the preservation of his right, nor does the omission to file a 
caveat impair his tile. HUdreath v. Heath, MS. (App. Cas.) — Cranch, 
Ch. J.; D. 0., 1841. 

2. It only enables him to have notice of any interfering application. 
It, however, gives no notice to the world, nor even to the interfering 
applicant, and is notice to the Commissioner only. Ibid. 
' 3. The caveat is to set forth tiie ^' design and purpose '* of the inven- 
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tion, and " its principal and distinguishing characteristics ;" but it is 
not necesaary that it should explain the principle involved, or the 
modes in which it can be applied, nor how it is, distinguished from. 
other inventions. Anon., MS., Opin. — ^Black, Atty'-Gen. ; 1857. 

4. The Commissioner can perform no act upon it, but filing it, nor 
in consequence of it, except to give the caveator notice of a conflicting 
application. JMd. 

5. A caveat answers a double purpose: 1st, to give notice of the 
claim of the inventor ; and 2d, to prevent a patent issuing to another 
for the same thing. Alien v. Hunter, 6 McLean, 304. — McLean, J. ; 
Ohio, 1855. 

6. A caveat is evidence as to an invention, so far as it extends to 
the description of the invention and the machinery which was then 
constructed. Jones v. WethereU, MS. (App. Cas.)— Morsell, J. ; D. 0., 
1865. 

7. A caveat is not conclusive evidence that an invention is not per- 
fected. Johnson v. Root, MS. — Spbaoue, J. ; Mass., 1858. 

8. The fact that a patent is granted to one person, while another has 
a caveat pending and in force, xwill not of itself vacate the patent 
granted, nor authorize the Commissioner to grant a patent to the 
caveator. Cochrane v. Waterman, MS. (App. Cas.) — Cbancb, Ch. J. ; 
D. C, 1844. 

9. The purpose of a caveat is to save the discoverer of an invention 
from the effect of the rule of law that gives to the inventor who first 
adapts his invention to practical use the right to the grant of a patent ; 
and if the Commissioner gives the caveator notice of any interfering 
application, it secures him against the effect of the rule. Phelps, Dodge 
& Go. V. Br(ywn Bros., 18 How. Pr., 9.— Nelson, J.; N. Y., 1859. 

10. But if the Commissioner accidentally omits to g^ve the caveator 
the notice required, his rights will not be prejudiced thereby. Iltid., 9. 

See also Digest Pat. Cases, title Caveat. 

Section 13. [Amended by act of 1837, §§ 6-8 ; Re- 
pealed in part by act of 1861, § 9.] And he it further 
enacted^ That whenever any patent which has heretofore 
been granted, or which shall hereafter be granted, shall 
be inoperative, or invalid, by reason of a defective or 
insuflBcient description or specification, or by reason of 
the patentee claiming in his specification as his own in- 
vention, more than he had or shall have a right to claim 
as new ; if the error has, or shall have arisen by inadvert- 
ency, accident, or mistake, and without any fraudulent or 
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deceptive intention, it shall be lawful for. the Commis- 
sioner, npon the surrender to him of such patent, and the 
payment of the further duty of fifteen dollars, to cause a 
new patent to be issued to the said inventor, for the same 
invention, for the residue of the period then unexpired 
for which the original patent was granted, in accordance 
with the patentee's corrected description and specifica- 
tion, (a) And in case of his death, or any assignment by 
him made of the original patent, a similar right shall vest 
in his executors, administrators, or assignees, {b) And 
the patent, so reissued, J;ogether with the corrected de- 
scription and specification, shall have the same effect and 
operation in law, on the trial of all actions hereafter com- 
menced for causes subsequently accruing, as though the 
same had been originally filed in such corrected form, 
before the issuing out of the original patent, (c) And 
whenever the original patentee shall be desirous of add- 
ing the description and specification of any new improve- 
ment of the original invention or discovery which shall 
have been invented or discovered by him subsequent to 
the .date of his patent, he may, like proceedings being 
had in all respects as in the case of original applications, 
and on the payment of fifteen dollars, as hereinbefore 
provided, have the same annexed to the original description 
and specification ; and the Commissioner shall certify, on 
the margin of such annexed description and specification, 
the time of its being annexed and recorded; and the 
same shall hereafter have the same effect in law, to all 
intents and purposes, as though it had been embraced in 
the original description and specification, (d) 

(a) 1. This section oontemplates two classes of cases, where a pat- 
ent is invalid or inoperative; Ist, by reason of a defective or insufficient 
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specification; and 2d, where the same objectioii arises because the 
patentee has claimed more than he had a right to daioL Ooodyear y. 
Day, MS. — Dickerson, J. ; N. J., 1852. 

2. This section may be regarded as aflBrming the propriety of the 
usage which had obtained under the former laws, and under which a 
second reissue was allowed as well as the first French v. Rogers^ 
MS.— Kanb, J.; Pa., 1851. 

3. There may be more than one reissue of the same patent The 
surrender and reissue should be allowed to follow each other as oflea 
as the inventor is content to be more specific or more modest in his 
claims. Ibid, Also Batt, Ex partem MS. (App. Gas.)— MOBSKLI^ J.; 
D. C, 1860. 

4. The power to correct mistakes in a patent is confided to the Com- 
missioner of Patents under this section, and does not belong to the 
courts. The courts can only construe the specification and claim as it 
stands. Kittle v. Merriam, 2 Curt, 478.— Curtis, J. ; Mass., 1855. 

5. This section gives to the patentee the right to correct his de- 
scription or specification, when its imperfection has arisen from inad- 
vertency, accident, or mistake. But the only condition on which this 
can be done, is that the original patent is inopenUive or invalid by 
reason of a fieulure to comply with the requirements of the statutes. 
The proceeding is therefore equivalent to a distinct admission, made in 
the most solemn form, that the patent has no validity in the sense of 
entitUhg a patentee to an action for its infringement. MorfiU v. Qaab^ 
MS.— Leavitt, J. ; Oliio, 1860. 

6. The words in this section, "it shall be hAofid for the Commis- 
sioner, &c., to cause a new patent to be issued," are to be construed as 
mandatory , and to be of the same import as if the words had been, " it 
shaU be the duty of the Commissioner," ka. The true meaning is, the 
Commissioner is to have no discretion in the case provided for in the 
section. Dyson, Ex parte, MS. (App. Cas.)— Dunlop, J.; D. C, 1860. 

7. When the case provided for arises, he is commanded to exercise 
the power, whether he thinks it just and right to exercise it or not ; he 
has no discretion. Ibid. 

8. The surrender and reissue of a patent extended by act of Con- 
gress, after an extension, under section 1 8 of the act of 1836, stands 
on the same footing as if such surren4er and reissue were made under 
the extension by virtue of said section 18. Gibson v. Harris, 1 Blatchfl, 
169, 170.— Nelson, J.; N. Y., 1846. 

9. X^ is not the meaning of this section that the patentee, in his 
reissue, must describe and claim in his new specification, either in 
words or idea, just what he described and claimed in his old one ; but 
his specification must be of the same invention, and he cannot embrace 
a difierent subject-matter than that he sought to patent originally. 
French y, Sogers, Ma— Kane, J.; Pa., 1851. BaUin v. Tagga/rt, 17 
How., 83.— McLean, J.; Qup. Ct., 1854. 

10. Upon an application for a reissue, the applicant is not necessarily 
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confined to the original rtcord^ i. e., the patent and specification, bnt 
the original model may be referred to as evidence of the then inven- 
tion. Wilson V. Singer, MS. (App. Cas.)— Dunlop, J. ; D. C, 1860. 
BaUj Ex parte, MS. (App. Cas.), and Dietz, Ex partej MS. (App. Cas.>— 
MORSBLL, J.; D. C, 1860. 

11. Pee on reissue now thirty dollars. Act of 1861, § 10. 

See also Digest Pat. Cases, title Reissue op Patent, B., 0. 

(6) 1. Under this section the power to surrender a patent and take 
out a renewal thereof, is vested exclusively in the patentee, his execu- 
tor's, administrators, or assigns, and there is nothing restricting such 
right because of special or limited grants of licenses previously made. 
Smith V. Mercer, 4 West. Law Jour., 52.—Kane, J. ; Pa., J 846. 

2. By this section the sole right to surrender is given, 1st, to the 
patentee, if he is alive and has made no assignment of the original pat- 
ent; 2, to the executors and administrators of the patentee, after his 
decease, where there has been no such assignment; and 3d, to the 
assignee, where there has been an assignment of the original patent 
The right to surrender is given to no one else. Potter v. BoOand, MS. 
— ^INGBRSOLL, J. ; Ot., 1858. 

3. Where, however, there has been an assignment of an undivided 
part of the whole patent, in such case the assignee and patentee become 
joint owners, and should join in the surrender ; and if they do not it 
will be invalid, unless the part owner not joining shall ratify it. Ibid. 

4. A licensee has no authority to make a surrender, and one made 
without his consent is valid. But such a licensee may hold under the 
original or the reissued patent, as he prefers. Ibid, 

6. There may be a claim of right in an invention, under one or the 
old patent, for one section of the country, and a different claim of right, 
imder the reissued patent, for the same invention, for another section 
of country. Ibid. 

See also Digest Pat. Cases, title Reissue op Patent, A. 

(c) 1. Under this section the second patent, with corrected specifica- 
tions, has relation back to the emanation of the first patent, as fully for 
every legal purpose as to causes subsequently accruing, as if the second 
patent had been issued at the date of the first one. Stantey v. Whipple, 
2 McLean, 37. — ^McLean, J. ; Ohio, 1839. ^ 

2. A reissued patent is only a continuation of the original one. 
Ameay. Howard, 1 Sumn., 488. — Stoey, J.; Mass., 1833. Stanley v. 
Whipple, 2 McLean, 37.— MoLean, J. ; Ohio, 1839. Woodmrth v. HaJi, 

I Wood- A Min., 257.— Woodbury, J.; Mass., 1846. 

3. The rights of the patentee are to be ascertained by the law under 
which the original application was made. Shaw v. Cooper, 7 Pet, 
315.— McLean, J.; Sup. Ct., 1833. 

4. A patentee cannot by a surrender affect the rights of third pe^■ 
sons to whom he had previously conveyed an interest. Woodworth v. 
Stone, 3 Story, 750. — Stoby, J. ; Mass., 1846. McBumey v. Goodyear, 

II Cuali., 370*— Mebbiok, J. ; Mass., 1853. 
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6. The grant of an amended patent is concliisive as to the existence 
of the facts necessary for a reissue ; unless it is patent there is a clear 
excess of authority, or there has been fraud. AUen v. Bhrnt, 3 Story, 
145.— Story, J.; Mass., 1845. S. (7., 2 Wood. &Min., 139.— Wood- 
bury, J. ; Mass., 1846. BaMin v. Taggart^ 11 How., 84. — McLean, J. ; 
Sup. Ct, 1854. 

{d)l. Under this section an improvement may be annexed to the 
specification of the original patent, so as tp make it form a part of the 
original patent; but there is nothing that forbids an inventor taking 
out a new patent for the improvement, if he prefers it. O^BeiUy v. 
Morse, 15 How., 122.— Taney, Ch. J.; Sup. Ct., 1853. 

2. Nor is he bound in his new patent to refer specially to his former 
one. Ibid., 122. 

3. The provision of this section authorizing additions to patents for 
improvements, is now repealed, and patents of additions are no more 
granted. Act of 1861, § 9. 

Section 14. And be it further enacted^ That whenever, 
in any action for damages for making, using, or selling 
(a) the thing whereof the exclusive right is secured by 
any patent heretofore granted, or by any patent which 
may hereafter be granted, a verdict shall be rendered for 
the plaintiff in such action, it shall be in the power of the 
court to render judgment for any sum above the amount 
found by such verdict as the actual damages sustained by 
the plaintiff, not exceeding three times the amount there- 
of (J), according to the circumstances of the case, with 
costs ; and such damages may be recovered by action on 
the case, in any court of competent jurisdiction, to be 
brought in the name or names of the person or persons 
interested, whether as patentees, assignees, or as grantees 
of the exclusive right within and throughout a specified 
part of the United -States, (c) 

(a) The sale, under execution, of the materials of patented articles is 
not such a sale as makes the sheriff liable to an infringement Sawm 
V. GuUd, 1 Gtell., 487.— Story, J. ; Mass., 1813. 

(6) 1. The patent act of 1790, section 4, made the infringer liable to 
pay such damages as the jury should find, and also forfeit the machine. 
The act of 1793, section 5, declared that an infringer should pay a sua' 
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equal to three times the price for which the patentee had sold licenses. 
The act of 1800 provided that an infringer should pay three times the^ 
actual damages sustained. Seymowr v. McCormick, 16 How., 488. — ' 
Grieb, J. ; Sup. Ct.,- 1853. 

2. This section confines the jury to the actual damages sustained hy 
the patentee. The power to increase them as punitive damages is 
committed to the discretion and judgment of the court Ibid.^ 488. 

3. AducU datytoges^ according to this section, are the amount fixed by 
the verdict. Stephens v. FeU, 2 Blatchf., 38.— Betts, J.; N. Y., 1846. 

4. But such term cannot be construed to mean exemplary, vindic- 
tive, or punitory damages, inflicted by way of smart money. SUmp' 
son V. Rail/roads, 1 Waa, Jr., 169.— Gbier, J.; Pa., 1847. Buck v. 
Eermance, 1 Blatchf., 406.— Nelson, J.; N. Y., 1849. Fitts v. EaO, 2 
Blatchf., 238.— Nelson, J. ; N. Y., 1851. 

5. Damages are only to be compensatory : the criterion is indemnity. 
Parker v. HtUmej 7 West. Law Jour., 428.— Kane, J. ; Pa., 1849. 

6. Damages cannot include counsel fees, in addition to the taxable 
costs. Stimpaon v. Railroads^ 1 WalL, Jr., 166, 169. — Grier, J. ; Pa., 
1847. Blanch. Gun-Stock Ihc. v. Warner^ 1 Blatchf, 272.— Nelson, J. ; 
Ct., 1846. Parker v. Hutme, 7 West Law Jour., 429.— Kane, J. ; Pa., 
1849. Teese v. BurUingUm^ 23 How., 8. — Clifford, J. ; Sup. Ct, 1859. 

7. It rests with the discretion of the court whether the damages 
shall be trebled. Previous to 1836, the court v^ras compelled to treble 
them. Guyon v. SerreU, 1 Blatchf., 245.— Nelson, J.; N. Y., 1847. 
Stimpaon v. Rail/roads, 1 WalL, Jr., 166.— Grier, J. ; Pa., 1847. 

8. The court may increase the damages though the plaintiff is not 
entitled to costs, for neglect of filing a disclaimer, as required by sec- 
tion 9 of the act of 1837. Guyon v. SerreO,^ Blatchf., 246.— Nelson, 
J.; N. Y., 1847. 

9. The object of this section, as to trebling damages, is to remune- 
rate patentees, who were compelled to sustain their patents against 
wanton and persistent infringers. Seymow v. McCormicky 16 How., 
488.— Grier, J. ; Sup. Ct, 1853. BeQ v. McCuOoch, MR— Leavitt, J. ; 
Ohio, 1858. 

See also Digest Pat. Cases, titles Dahages ; Infringement. 

(c) 1. The word " assignees " in this section, is to be construed by 
reference to section 11, of the same act, as meaning the assignees of a 
whole ii^erest, or an undivided one, or fm exclusive local right 
Bkmchard v. Eldridge, 1 Wall., Jr., 340.— Grier, J. ; Pa., 1849. Suy- 
dam V. Day, 2 Blatchf., 23.— Nelson, Betts, JJ.; N. Y., 1846. 

2. To enable an assignee to sue in his own name, he must have the 
exclusive right, or entire, or unqualified monopoly, which the patentee 
had, excluding the patentee himself as well as others. Gayler v. Wd- 
der, 10 How., 493.— Taney, Ch. J. ; Sup. Ct, 1850. 

3. The assignees of an exclusive right in a patent, are the proper 
persons to maintain an action for a violation of it Washbttm v. GoMf 
3 Story, 131, 167.— Story, J.; Mass., 1846. 
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4. The grantee of an exclusive right under a patent, even though 
such right is limited to a particular number of machines, may maintain 
an action for infringement. WUson v. Bosseau, 4 How., 686, 688. — 
Nelson, J.; Sup. Ct., 1845. I 

5. Under this section, in connection with section 11, an action is 
given only to such party — composed of one or more persons — as pos- 
sesses the whole interest in the patent Suydam y. Day^ 2 Blatchf., 
23.— Nelson, Bbtts, JJ. ; N. Y., 1846. 

6. Where a party has an interest in only a part of a patent, as a 
license to use the invention, he cannot maintain an action for an in- 
fringement Ibid.^ 23. 

7. Under this section, an action is properly brought in the name of a 
patentee, in behalf of a licensee who is damaged by an infringement 
Goodyear v. McBwmey, 3 Biatchf., 33.— Nelson, J.; N. Y., 1853. 

Section 15. [Enlarged by act of 1837, § 9; and by 
act of 1839, § 7.] And be it further enacted^ That the 
defendant in any such action shall be permitted to plead 
the general issue, and to give this act and any special 
matter in evidence (a), of which notice in writmg may 
have been given to the plaintiff or his attorney, thirty 
days before trial (J), tending to prove that the descrip- 
tion and specification filed by the plaintiff does not con- 
tain the whole truth relative to his invention or discovery, 
or that it contains more than is necessary to produce 
the described effect ; which concealment or addition shall 
fully appear to have been made for the purpose of de- 
ceiving the public (c), or that the patentee was not the 
original and first inventor or discoverer of the thing 
patented, or of a substantial and material part thereof 
claimed as new (<?), or that it had been described in some 
public work anterior to the supposed discovery thereof 
by the patentee (e), or had been in pubUc use or on sale 
with the consent and allowance of the patentee before 
his application for a patent (/), or that he had surrepti- 
tiously or unjustly obtained the patent for that which 
was in fact iiivented or discovered by another, who was 
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using reasonable diligence in adapting and perfecting the 
same (g) ; or that the patentee, if an alien at the time the 
patent was granted, had &iled and neglected for the 
space of eighteen months from the date of the patent, to 
pat and continue on sale to the public, on reasonable 
terms, the invention or discovery for which the patent 
issued (A) ; in either of which cases judgment shall be 
rendered for the defendant with costs. And whenever 
the defendant relies in his defence on the fact of a pre- 
vious invention, knowledge, or use of the thing patented, 
he shall state, in his notice of special matter the names 
and places of residence of those whom he intends to 
prove to have possessed a prior knowledge of the thing, 
and where the same had been used (*) : Provided^ how 
ever. That whenever it shall satisfactorily appear that the 
patentee, at the time of making his application for the 
patent, believed himself to be the first inventor or dis- 
coverer of the thing patented, the same shall not be held 
to be void on account of the invention or discovery or 
any part thereof having been before known or used in 
any foreign country, it not appearing that the same or 
any substantial part thereof had before been patented or 
described in any printed publication. {J) And provided^ 
alaoy That whenever the plaintiff shall fail to sustain his 
action on the ground that in his specification of claim is 
embraced more than that of which he was the first in- 
ventor, if it shall appear that the defendant had used or 
violated any part of the invention justly and truly speci- 
fied and claimed as new, it shall be in the power of the 
court, to adjudge and award as to costs as may appear to 
be just and equitable, (k) 
(a) 1. The right to plead the general issue and give notice, is an en- 
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largement of the defendant's mode of defence, but does not take away 
his right to plead specially. PhiUips y. Combstockj 4 McLean, 525. — 
McLean, J. ; Ind., 1849. , 

2. The defendant need not plead the general issue, and giye notice 
of the special matter. He may plead specially, and then the plea is 
the only notice. Evans v. Euton^ 3 Wheat, 504. — Marshall, Ch. J. ; 
Sup. Ct., 1818. Grant y. Raynumd, 6 Pet, 247.— Marshall, Ch. J.; 
Sup. Ct., 1832. PhiUipa v. Oombstock, 4 McLean, 525.— McLean, J. ; 
Ind., 1 849. Smith v. Ely, 1 5 flow., 141.— Taney, Ch. J. ; Sup. Ct., 1853" 
Day V. N. E Car-Spring Co,, 4 Blatchf., 181.— Bbtts, J.; N. Y., 1854. 

3. But where notice of special matter is given under the general 
issue, special pleas containing the same matters cannot be filed. Wii' 
der V. Gayler, 1 Blatchf, 597.— Nelson, J. ; N. Y., 1850. Brunswick y. 
EctaJb, MS.— Leavftt, J. ; Ohio, 1858. 

(&) 1. No order of court is necessary to entitle a defendant to file and 
serve notice of special matter. It is only necessary tbat it be in wri- 
ting and be served thirty days before the trial Teese v. Huntington, 23 
How., 10.— Clifford, J. ; Sup. Ct., 1859. 

2. If a first notice is defective or not sufficiently comprehensive, 
other notices may be given to remedy the defect or supply the de- 
ficiency. Jhid,, 10. 

3. XJnder such notice, depositions taken before it was served, as well 
as those taken afterwards, are admissible. lUd., 10. 

4. Notices may be served in term time, but must be thirty days be- 
fore trial LaUa v. Shawk^ MS.— Leavitt, J. ; Ohio, 1859. 

5. Such notices cannot, however, be filed and served in suits in 
equity. Doughty v. West, MS.— Nelson, Shipman, JJ. ; N. Y., 1865. 

(c) 1. It is a question for the jury whether the specification contains 
the whole truth relative to the discovery ; and, if not, whether it has 
been concealed with a view to deceive. Reutgm v. Kanmors, 1 Wash., 
171. — ^WAsmNOTON, J. ; Pa., 1804. 

2. A defect or concealment is not fatal, unless made with an inten- 
tion to deceive. Whittemore v. Cutter, 1 Gall., 437. — Story, J. ; Mass., 
1813. Gray y. James, Pet C. C, 409.— Washington, J.; Pa., 1817. 
Lowell y. Lewis, I Mass., 188, 189. — Stort, J.; Mass., 1817. 

3. The question as to the materiality of the thing concealed is, could 
an artist, after the expiration of the patent, construct a machine by 
looking at the specification. Reutgen v. Kanowrs, 1 Wash., 171. — 
Washington, J.; Pa., 1804. 

(d) 1. The defence "that the patentee was not the original and first 
inventor or discoverer of the thing patented," is complete without 
showing that the first inventor had put his invention in practice. 
ffUdrtath v. Heathy MS. (App. Cas.)— Cranch, Ch. J. ; D. C, 1841. 

2. No person who is not at once the first and original inventor, is 
entitled to a patent. A subsequent inventor, though an original one, is 
not Reed v. Cutter, 1 Story, 596.— Story, J.; Mass., 1841. 

See also Digest Pat. Cases, title Inyentob, B. 



Digitized by VjOOQ IC 



142 PATENT LAWS. 



nr roBOB. act of 1836,^ chap. 35*7, § 16. 

(e) 1. The description in a public work must be suflBciently full and 
precise to enable a mechanic to construct the machine, and must be in 
all material respects like that covered by the plaintiflf*8 patent. PcLr- 
ker V. StOes, 5 McLean, 61.— McLban, J.; Ohio, 1849. 

2. The publication may be proved as to its contents, and the fact of 
publication by the production of the book, or by parol testimony. AUen 
V. Hunter, 6 McLean, 314. — McLean, J.; Ohio, 1855. 

3. The publication must have been prior to the time of invention. It 
is not sufficient that it was prior to the time of application for a patent 
Bartholomew v. Sawyer, MS. — ^Inobrsoll, J. ; N. Y., 1869. AUen v. 
Hunter, 6 McLean, 314. — McLean, J.; Ohio, 1855. 

4. To render admissible in evidence a printed publication it is not 
necessary to make proof of the date of its publication. A book pur- 
porting on its title-page to be published' in a certain year will be re 
ceived without proof that it was then published. Judson v. Cope, MS. — 
Leavitt, J. ; Ohio, 1860. 

5. A book of plates without any letter-press cannot be admitted in 
evidence. Semite, that it is not a " printed publication." Ibid. 

6. Where reference is made to a public work, it should be to the 
particular part of the work intended to be relied upon. A reference 
merely to the title of the work is not sufficient. Ibote v. SUsby, 1 
Blatchf., 454, 462.— CJonkuno, Nelson, JJ.; N. Y., 1849. SUsby v. 
Foote, 14 How., 222.— Cuetis, J.; Sup. Ct, 1852. 

See also Digest Pat. Cases, title Public Work. 

(/) 1. The pubUc use or sale, to defeat the inventor of a right to a 
patent, must be a public use or sale by others with his knowledge and 
consent before his application for a patent Ryan v. Goodwin, 3 Sumn., 
518.— Stoet, J.; Mass., 1839. Wyethy. Stone, I Story, 281.— Stobt, 
J. ; Mass., 1840. Gayler v. Wilder, 10 How., 496, 498.— Taney, Oh. J. ; 
Sup. Ct, 1850. Pitts V. HaU, 2 Blatchf., 235, 236.— Nelson, J. ; N. Y., 
1851. Hunt V. Howe, MS. (App. Cas.)— Morsbll, J.; D. C, 1855. 

2. A use without the inventor's knowledge or consent, or experi- 
meA.tal to ascertain its value, utility, or success, or a use intermediate 
the application and grant, will not be sufficient Byan v. Goodwin, 3 
Sumn., 518.— Stoey, J.; Mass., 1839. Wyeth v. Stone, 1 Story, 281.— 
Story, J.; Mass., 1840. Fiersonv. Eagle Screw Co., 3 Story, 407.— 
Stoey, J. ; R. L, 1844. Winans y. K T. d: Har. R R., 31 Jour. Fr. 
Inst, 3d Ser.^ 322.— Nelson, J. ; N. Y., 1855. 

3. The right to use and sell an invention for two years previous to 
ihe application is now conferred by act of 1839, section 7. 

See also Digest Pat. Cases, titles Abandonment, A ; Public Use. 

(g) 1. An inventor who has first actually perfected his invention will 
not be deemed to have surreptitiously or unjustly obtained a patent for 
that which was in fact first invented by another, unless the latter was 
at the time using due diligence in adapting and perfecting his inven- 
tion. Reed v. Gutter, I Story, 599.— tStory, J. ; Mass., 1841. 

2. But the first inventor has the prior right if he is using due dili- 
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gence, even though another may have first perfected the invention. 
IbidL, 600. 

3. The clause using " reasonable diligence in adapting and perfect- 
ing'* an invention is applicable only to the case of a defence that the 
pl^ntifif's patent had been surreptitiously or unjustly obtained; and if 
pleaded, it may be necessary for the defendant to show, in order to 
vacate the patent, that he was using due diligence when the patent 
was obtained. Perry v. ChmeU, MS. (App. Gas.)— Crajtoh, Ch. J.; 
D. C, 1847. 

4. The words " unless such person was using reasonable diligence 
in adapting and perfecting the same,'* constitute a quaUficatian of the 
preceding language of the section, so that an inventor who has actu- 
ally perfected his invention will not be deemed to have surreptitiously 
or unjustly obtained a patent for tSat which was in fad invented by 
another, unless the loiter was at the time using reasonable diligence in 
adapting and perfecting the same. MarshaU v. ifee, MS. (App. Cas.) — 
DUNLOP, J.; D. C, 1853. 

5. The defence that, the patentee had "surreptitiously and unjustly 
obtained a patent for that Which was in fact invented or discovered by 
another, who was using reasonable diligence in perfecting and adapt- 
ing the same," does not necessarily imply bad faith on the part of Uie 
patentee against whose patent this defence is set up. The words 
were intended to be used, and are used, in their broadest sense. 
Phelps, Dodge <fc Co., v. Brown Bros.^ 18 How. Pr.— Nelson, J. ; N. Y., 
1859. 

6. If a person does not use due diligence in perfecting his invention 
after he has conceived the idea, and another conceives the idea and 
perfects it, and applies it to use, the latter will be considered the first 
inventor, and a patent granted the former will be void. Ransom y. 
Mayor, <fec., of New York, MS.— Hall, J.; N. T., 1856. 

{h) 1. An alien patentee must put and continue on sale his invention 
within eighteen months from the date of his patent BUdreaih v. 
ffeath, MS. (App. Cas.)— Cranch, Ch. J.- D. C, 1841. 

2. The assignees of an allien patentee take iJieir patent with all the 
privileges of American citizens. The alien clause in this section does 
not apply to such assignees. Tat?iam v. Lawber^ 2 Blatchf., 60, 61.— 
Nelson, J. ; N. Y., 1847. 

3. But it is not necessary that an alien patentee, or his assignee, 
should take active measures for putting his patented invention in the 
market, and forcing a sale, but only that he should at all times be 
ready to sell at a fair price when a reasonable offer is made. /Wtf., 51. 
Taiham v. Le Jioy, MS.— Nelson, J. ; N. Y., 1849. 

(i) 1. The provision in this section, requiring notice of prior knowl- 
edge and use, was intended to guard against surprise from such evi- 
dence as was given in Whitney's case. Though his invention was one 
of undoubted originality, two persons were brought forward, one of 
whom testified that he had seen such an invention in England seveu- 
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teen years before, and the other that he had seen one in Ireland. 
WitUm V. RailroadSj 1 Wall., Jr., 195.-— Grier, J.; Pa., 1847. 

2. The provision of the statute requiring notice of the previous use, 
is designed to give the patentee the benefit of examining into the facts 
of the supposed prior use. Coleman v. Idesor^ MS. — Leavitt, J. ; 
Ohio, 1859. 

3. This section requires only the names and residences of the per- 
sons who possessed the prior knowledge, and of the places where the 
invention had been used. The names and residences of the witnesses 
need not be given. WiUon v. Raib-oads^ 1 Wall., Jr., 195. — Greer, J.; 
Pa., 1847. Many v. Jagger, 1 Blatchf., 376.— Nelson, J.; N. Y., 
1848. 

4. Notice of the time of the prior knowledge or use is not required. 
FhiUips V. Page, 24 How., 168.— Nelson, J.; Sup. Ct, 1&60. 

5. In the seventh circuit, the notice must specify tiie street or fac- 
• tory where the prior structure was used, or the name of the person or 

owner using it The name of the city, or town, or county, is not 
sufficiently definite as to place. Laita v. Shawk^ MS. — Leavitt, J.; 
Ohip, 1859. Coleman v. Lies(yr, MS. — Leavitt, J.; Ohio, 1859. 

B. And also, the name of the person by whom the prior knowledge 
is to be proved. Judson v. Cope^ MS. — Leavitt, J. ; Ohio, 1860. 

See also Digest Pat. Oases, title General Issue, B. 

{j) 1. The provision of section 7 and of this section introduced an 
important modification into the laws of patents, designed to protect the 
American inventor against the injustice of being thrown out of the 
fruits of his ingenuity by the existence of a secret invention or discov- 
ery abroad, that is a discovery not patented, and not described in any 
printed publication. Anon.^ 5 Opin., 21. — ^Toucet, Atty.-Gen., 184.8. 

2. The only exception to the rule that a patentee must be the original 
and first inventor, exists in the case of a party obtaining a patent, 
believing himself to be the original inventor, and his invention is shown 
to have been known in a foreign country, but not patented there, or 
described in a printed publication. Parker v. SUleSj 5 McLean, 61. — 
McLean, J.; Ohio, 1849. 

3. In determining whether the patentee believed himself to be the 
first inventor, the defendant may give evidence that the patentee 
knew of the existence of the thing abroad ; and in considering the fact 
whether he so believed himself to be the fir&t inventor, it is material to 
determine whether he was in fact the original inventor. Forbush v. 
Cook, 10 Mo. Law Rep., 664 — Curtis, J.; Mass., 1857. 

4. A prior use of a thing in a foreign country will not invalidate a 
patent subsequently taken out here, where the inventor believed him- 
self to be the first inventor, unless the prior invention had been pat- 
ented, or described in some printed publication. Colema/n v. Liesor^ 
MS.— Leavitt, J. ; Ohio, 1859. 

5. Evidence cannot be received of an actual use and knowledge of 
an invention in a foreign country, prior to the time of the invention 
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here, but the defendants must be confined to the description of the 
inyention as found in printed publications or patents ; tliey cannot go 
beyond such publications or patents. Judson v. Cope^ MB. — ^Lkavitt, 
J.; Ohio, 1869. 

6. The time referred to in this section by the terms " haying been, 
before known and used in any foreign country," or '* had been patented . 
or described in any printed pubhcation," is the time when the original 
discovery or invention of a patentee was made, and not the time when 
he presented his application for a patent Barthoiomeuj v. Sawyer, 
MS.— Ingbesoll, J.; N. Y., 1859. 

7. A foreign patent, in order to defeat an American patent for the 
same invention, must have been before the discovery or invention 
here ; it is not sufficient that it is before the application. Binoe v. 
Morton, MS. — Sprague, J.; Mass., 1860. 

8. An invention is not " patented " in England within the meaning 
of this section, until the complete specification has been enrolled — until 
the invention shall have been made patent to the world, which is 
usually six months after the date of the patent. Ibid. 

(k) The second proviso of this section virtuaUy superseded by the 
act of 1837, section 9. 

Section 16. [Enlarged by act of 1839, § 10.] And be 
it further enacted^ That whenever there shall be two in- 
terfering patents, or whenever a patent on application 
shall have been refiised on an adverse decision of a board 
of examiners (a), on the ground that the patent applied 
for would interfere with an unexpired patent previously 
granted, any person interested in any such patent, either 
by assignment or otherwise (^), in the one case, and any 
such applicant in the other case, may have remedy by 
bill in equity ; and the court having cognizance thereof, 
on notice to adverse parties, and other due proceedings 
had, may adjudge and declare either the patents void in 
the whole or in part, or inoperative or invalid in any par- 
ticular part or portion of the United States, according to 
the interest which the parties to such suit may possess in 
the patent or the inventions patented, and may also 
adjudge that such applicant is entitled, according to the 
principles and provisions of this act, to have and receive 
7 
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a patent for his invention, as specified in bis claim, or for 
any part thereof, as the fact of priority of right or inven- 
tion shall in any such case be made to appear, (c) And 
such adjudication, if it be in favor of the right of such 
applicant, shall authorize the Commissioner to issue such 
patent, on his filing a copy of the adjudication, and other- 
wise complying with the requisitions of this act. Pro- 
vided, however, Thj^t no such judgment or adjudication 
shall affect the rights of any person except the parties to 
the action and those deriving title from or under them 
subsequent to the rendition of such judgment. 

' (a) Of the justices of the .Supreme Court of the District of Columbia, 
appeals now lying to them under section 3 of the act of 1863, estab- 
lishing that court. Preyious to that act appeals laj, hy the act of 
1839, section 11, to the diief-justice, and, by the act of 1852, section 1, 
to the assistant justices of the Circuit Court of the District of Columbia. 

(6) The provisions of this section are now extended *^ to all cases 
where patents are refused for any reason whatever." Act of 1839, 
section 10. 

(c) 1. Proceedings, under this 8ecti<»i and section 10 of the act of 
1839, in equity, against the Commissioner of Patents, to compel him 
to issue a patent, must be commenced in the Circuit Court of the 
United States for the District of Columbia, and the Circuit Courts in 
the various States have no jurisdiction. FreTiiiss v. EUsworth^ Mir. 
Pat. Of£, 35, 36.— Kandall, J.; Pa., 1846. 

2. Upon a bill filed under this section and section 10 of the act of 
1839, to dedare a patent granted by the Commissioner invalid or inop- 
erative, the hearing is altogether independent of that before the Com- 
missioner, and takes place upon such testimony as the parties may see 
fit to produce, agreeably to the rules and practice of a court of equity. 
The evidence before the Commissioner is not evidence in such a suit 
except by consent of parties ; nor are the parties restricted to the tes- 
timony used before the Commissioner. Either party is at liberty to 
introduce additional evidence. Atkinson v. Boardman, MS. — ^Nelson, 
J.; N. Y., 1851. 

3. The assignee of an invention, by virtue of an assignment made 
before patent issued, may file a bill in his own name under this section 
and section 10 of the act of 1839, against a patentee to whom a patent 
issued on the rejection of his assignor's application, for the purpose of 
annulling the patei^ so issued, and having one granted to him as as- 
signee. And such assignment need not have been recorded before 
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suit brought : it will be sufficient if it is recorded at any time before 
the issuing of the patent GoAf v. Com^ 1 Blatchf., 609, 510. — Nel- 
son, J.; N. T., 1849. 

A, The Circuit Courts of the United States have exclusive jurisdlo- 
tion under this section. Gibsons, Woodworth, 8 Paige, 134. — ^Wal- 
WOBTH, Chan.; N. Y., 1840. 

Section 17. [Enlarged by act of 1861, chap. 37.] And 
he it further enacted. That all actions, suits, contcoversies, 
and cases arising nnder any law of the United States, 
granting or confirming to inventors the exclusive right to 
their inventions or discoveries, shall be originally cog- 
nizable, as well in equity as at law, by the Circuit Courts 
of the United States, or any District Court having the 
power and jurisdiction of a Circuit Court ; which courts 
shall have power, upon a bill in equity filed by any party 
aggrieved, in any such case, to grant injunctions, accord- 
ing to the course and principles of courts of equity, to 
prevent the violation of the rights of any inventor as 
secured to him by any law of the United States, on such 
terms and conditions as said courts may deem reason- 
able (a) : Ptovided^ howener^ That from all judgments 
and decrees from any such court rendered in the premises, 
a writ of error or appeal, as the case may require, shall lie 
to the Supreme Court of the United States, in the same 
manner and under the same circumstances as is now pro- 
vided by law in other judgments and decrees of Circuit 
Courts, and in all other cases in which the court shall 
deem it reasonable to. allow the same. (J) 

(a) 1. Under this section the Circuit Courts of the United States 
have not only original, but exclusive cognizance of all actions arising 
under the patent laws. Dudley v. MayTtew^ 3 Oomst, 14.— Strong, J. ; 
N. T., 1849. Elmer v. Fennel, 40 Maine, 434.— Riob, J.; Me., 1855. 
JParsons v. Barnard, 1 John., 144.— Curiam ; N. Y., 1810. 

2. The jurisdiction conferred upon the Circuit Courts hj this section 
Is the same in its nature and extent as the equity juirisdiction in Bng- 
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land, from which it is derived. AUen v. Blunt, 1 Blatchf., 486.— Nbl- 
SON, J. ; N. Y., 1849. 

3. Under this section the Circuit Courts have jurisdiction irrespective 
of the right of the plaintifif to an injunction or a demand for one. Nevina 
V. Johnson, 3 Blatchf., 83.— Nblson, Brtts, JJ.; N. Y., 1853. 

4. The natural interpretation of the language of this section seems 
to be, that Congress has betowed upon this court a common jurisdic^ 
tion, both on its law and equity sides, over all cases under the patent 
laws, and that no suit of that character can be maintained at law which 
may not also be prosecuted in equity. Ihid^ 83. 

5. In cases arising under the patent law, tiie jurisdiction of the Cir- 
cuit Courts does not depend upon the citizensliip of the parties to the 
action, or the amount in controversy, but upon the subject-matter. 
AU&n V. Biunt, 1 Blatchf, 486.— Nelson, J.; N. Y., 1849. Goodyear 
V. Unifm Bub. Co., MS.— Ingersoll, J.; N. Y., 1857. 

6. The jurisdiction as to subject-matter does not extend to a bill in 
equity filed for the specific performance of a contract respecting patents. 
Nesmith v. Calvert, 1 Wood, k Min., 37.— "Woodburt, J. ; Mass., 1845. 
Brooks V. StoUey^ 3 McLean, 525.— McLean, J. ; Ohio, 1845. Burr y. 
Gregory, 2 Paine, 426, 429.— Thompson, J.; N. Y., 1828. 

7. Nor to a suit brought to enforce the covenants of a license grant- 
ed under a patent. Gwdyear v. Union Rub. Co., MS. — ^Inqersoll, J. ; 
N. Y., 1857. 

8. Section 1 1 of the judiciary act of 1789 requiring one of the parties, 
plaintiff or defendant, to be an inhabitant of the State where the suit 
is brought, does not apply to actions arising under the patent laws. 
AUen V. BJuni, 1 Blatchf., 486.— Nelson, J.; N. Y., 1849. 

9. To g^ve the courts jurisdiction, the party defendant must be an 
inhabitant of the district in which the suit is brought, or he must be 
found within it at the time of the service of the original process. The 
provisions of section 11 of the act of 1789, in this respect, apply to 
patent actions. Day v. Newark Jnd, Rub. Co., I Blatclif., 631, 632.— 
Nelson, J. ; N. Y., 1850. Alkn v. Blunt, 1 Blatchf., 486.— Nei^n, J. ; 
N. Y., 1849. Wilson v. Sherman, 1 Blatchf., 541.— Nelson, J. ; N. Y., 
1850. Brown v. Shannon, 20 How., 56.— Tanet, Ch. J.; Sup. Ct, 
1857. Chaffee v. Edyward, 20 How., 215.— Catron, J.; Sup. Ot., 1857. 

See also Digest Pat. Oases, title Courts, B. 2. 

(6) 1. Other reasonable cases under this section in which appeals 
and writs of error may be allowed to the Supreme Court, must be 
limited to cases which relate to the construction of the patent laws, 
and such as involve important and not trifling matters connected with 
those laws, and questions really doubtful. AUen v. Bhtnl, 2 Wood, ft 
Min., 157. — Woodbury, J. ; Mass., 1846. Steer v. Manny, 16 How., 
103.— Taney, Ch. J.; Sup. Ct., 1853. 

2. Under this section, if a writ of error is allowed by the court as 
*' reasonable," such writ must bring up the whole case for considera- 
tion, and the court below cannot decide as to what particular pointy 
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shall be taken up. Hogg v. Emerson^ 6 How., 4T8. — ^Woodbuet, J. : 
Sup. Ct, 1847. 

3. An appeal or writ of error now lies to the Supreme Court from 
all judgments and decrees of any Circuit Court rendered m any action 
arising under the patent laws, without regard to the value or amount 
in controversy. Act of 1861, chap. 37. 

See also Digest Pat. Cases, titles Appeals, A. ; Writ of Ebbob. 

Section 18. [Amended by act of 1848, § 1 ; act of 
1861, §§ 12, 16.] And he it further enacted, That when- 
ever any patentee of an invention or discovery shall desire 
an extension of his patent beyond the term of its limita- 
tion, he may make application therefor, in writing, to the 
Commissioner of the Patent Office, setting forth the 
grounds thereof (a) ; and the Commissioner shall, on the 
applicant's paying the sum of forty dollars to the credit 
of the treasury (6), as in the case of an original applica- 
tion for a patent, cause to be published in one or more of 
the principal newspapers in the city of Washington, and 
in such other paper or papers as he may deem proper, 
published in the section of country most interested ad- 
versely to the extension of the patent, a notice of such 
application and of the time and place when and where 
the same will be considered, that any person may appear 
and show cause why the extension should not be grant- 
ed, (c) And the Secretary of State, the Commissioner of 
the JPatent Office, and the Solicitor of the Treasury, shall 
constitute a board (d) to hear and decide upon the evi- 
dence produced before them both for and against the 
extension, and shall sit for that purpose at the time and 
place designated in the published notice thereof The 
patentee shall furnish to said board a statement, in 
writing, under oath, of the ascertained value of the 
invention, and of his receiptsf and expenditures, sufficient- 
ly in detail to exhibit a true and faithful account of loss 
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and profit in any manner accruing to him from and by- 
reason of Baid invention. And if, upon a hearing of the 
matter,- it shall appear to the full and entire* satisfaction 
of said board, having due regard to the public interest 
therein, that it is just and proper that the term of the 
patent should be extended, by reason of the patentee, 
without neglect or fault on his part, having failed to 
obtain, from the use and sale of his invention, a reason- 
able remuneration for the time, ingenuity, and expense 
bestowed upon the same, and the introduction thereof 
into use, it shall be the duty of the Commissioner to 
renew and extend the patent, by making a certificate 
thereon of such extension, for the term of seven years 
from and after the expiration of the first term; which 
certificate, with a certificate of said board of their 
judgment and opinion as aforesaid, shall be entered on 
record in the Patent Office; and thereupon the said 
patent shall have the same effect in law as though it 
had been originally granted for the term of twenty-one 
years, (c) And the benefit of such renewal shall extend 
to assignees and grantees of the right to use the thing 
patented, to the extent of their respective interests there- 
in (/) : Provided, however^ That no extension of a 
patept shall be granted after the expiration of the term 
for which it was originally issued, (g) 

(a) 1. In this section the word patentee is used as equivalent to t»- 
vefiiior, WoodwoHh v. Sherman, 3 Story, 17^.— Story, J. ; Mass., 1844. 

2. This section authorizes the extension of a patent on the applica- 
tion of an administrator. Nyvnan's Case, 3 Opin., 446. — Grundy, 
Atty.-Gen.; 1839. Van Hook v. Scudder (cited 3 Story, 132; 3 Mc- 
Lean, 438).~Thompson, J. ; N. Y., 1843. Brooks v. BickneU, 3 McLean, 
258.— -McLean, J. ; Ohio, 1843. Brooks r. BickneU, 3 McLean, 436. — 
McLean, J.; Ohio, 1844. Woodioorth v. Sherman, 3 Story, 172. — 
Story, J.; Mass., 1844. Woodworih v. WHson, 4 How., 716.— Nelsok, 
J.; Sup. a., 1846. 
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3. And this, though the patentee during his lifetime had disposed of 
all his interest in the existing patent, and having at ttie time of his 
death no interest in it Wilson v. Rosaeau, 4 How., 675, 686, 688, — 
Nelson, J. ; Sup. Ct., 1845. 

See also Digest Pat. Cases, title Extension op Patent, A. 

(6) The fee is now fifty dollars on the application for an extension, 
and fifty dollars when the extension is granted. Act of 1861, § 10. 

(c) 1. The notice of application for an extension is intended to pro- 
tect the public, and give all an opportunity to appear and oppose. 
GaMs Case, 3 Opin., 594. — Gilpin, Atty.-Gen.; 1840. 

2. Application must now be made at least ninety days before the 
expiration of the patent, and the notice must be published at least 
sixty days before such expiration. Act of 1861, § 12. 

(d) Commissioner of Patents substituted for this board by act of 
1848, section 1. 

(e) 1. The right of- renewal is not limited to future patents, but ap- 
plies to the past. Woodworthy. Sherman, 3 Story, 176. — Stoet, J.; 
Mass., 1844. Wilson v. Turner, 7 Law Eep., 529.— Taney, Ch. J. ; Md., 
1845. 

2. This section provides for but one extension. Gibson v. Ckwk, 2 
Blatchf., 146.— Nelson, J.; N. Y., 1850. 

3. The decision of the Board of Commissioners, under this section, is 
conclusive within the scope of its authority. Brooks v. BickneU, 3 
McLean, 258. — McLean, J. ; Ohio, 1843. Wilson v. Rosseau, 4 How., 
688. — Nelson, J. ; Sup. Ct., 1845. Woodivorth v. SUxne, 3 Story, 753. 
— STOEr, J.; Mass., 1845. C<?« v. Timng, 2 Blatchf, 473, 474.— Nel- 
son, J. ; N. Y., 1852. BaMin v. Taggert, 17 How., 84. — ^McLean, J. ; 
Sup. Ct, 1854. Clum v. Brewer^ 2 Curt, 518. — Cuetis, J.; Mass., 
1855. 

4. A renewed patent confers the same rights with an origmal patent. 
Evans v. Jordan, 1 Brock., 254. — Maeshall, Oh. J. ; Va., 1813. 

5. After an extension, the original patent becomes one virtually for 
twenty-one years. Gihson v. Harris, 1 Blatchf., 169. — Nelson, J: ; N 
Y., 1846. 

6. If extended again by act of Congress, it becomes one for twenty- 
eight years. Woodwor&i v. Hdwards, 3 Wood. & Min., 125. — ^Wooi> 
BUBY, J. ; Mass., 1847. 

7. Patents may also be extended by act of Congress, after having 
been once extended, under this section. Evans v. Eaion, Pet 0. C, 
337.— Washinoton, J. ; Pa., 1816. Evans v. Eaton, 3 Wheat, 528.— 
Maeshall, Oh. J. ; Sup. Ct, 1818. Blanchard v. Haynes, 6 West Law 
Jour., 83.— WOODBUHY, J. ; N. H., 1848. Bloomer v. StoUey, 5 McLean, 
160, 161.— McLean, J.; Ohio, 1850. 

See also Digest Pat. Cases, title Extension op Patent, B., D., B. 

(/) 1. The extension of a patent, under this section, does not inure 
to the benefit of assignees or grantees under the original patent, so as 
to vest in them any exclusive right But the benefit of such renewal 
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is limited to those who were in the use of the patented article at the 
time of the renewal, and saves to such persons the right to use the 
machines held by them at the time of such renewal Wilson y. BoeaeaUj 
4 How., 682.— Nelson, J. ; Sup. Ct., 1845. 

2. The meaning of tbe words "thing patented," in the latter part 
of this section, when construed in connection with the simple right to 
use, without the right to make and vendj has reference to the machine 
patented. Ibid., 683. 

3. The phrase "to the extent of their interests therein,** means their 
interests in the patented machines, be that interest in one or more at 
the time of the extension. Ibid., 683. 

4. The object of the clause as to assignees, is to preserve any pre- 
vious contract of assignment in the sense in which both parties under- 
stood and -intended it at the time it was made, and to secure to the 
pifrchaser the right he had intended to buy, and which the patentee 
intended to sell Wilson v. TumeTj 7 Law Rep., 530.— Taney, Ch. J. ; 
Md., 1845. 

5. The words of this section as to assignees and grantees, seem to 
convey the impression that something more than the mere ownership 
of existing machines was intended, and that they were intended to 
embrace ah, classes of such assignees and grantees, and all inventions, 
whether of machines, processes, or compositions of matter, and to em- 
brace rights and interests which were dilSferent in extent, either of time 
or territory, or both. Day v. Union Rvb, Co,, 3 Blatcht, 497. — ^Hali^ 
J.; N. T., 1856. 

6. But such right is limited to a right to use, although the person 
holding it may also have held, during the original term, an exclusive 
right to use, to make, and vend. And such right to use is secured 
only to the e^nt of the respective interests of the assignees or 
grantees therein. Ihid., 502. 

See also DiaESx Pat. Oases, title Eztension of Patent, C. 

(g) The extension of all patents, except for designs, granted subse 
quentiy to March 2d, 1861, is now prohibited. Act of 1861, § 16. 
/ 

Sectiok 19, And he it further enacted^ That there 
shall be provided for the use of fiaid office, a library of 
scientific works and periodical publications, both foreign 
and American, calculated to facilitate the discharge of 
the duties hereby required of the chief officers therein, to 
be purchased under the direction of the Committee of 
the Library of Congress. And the sura of fifteen hun- 
dred dollars is hereby appropriated for that purpose, to 
be paid out of the patent fund. 
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Section 20. And be it further enacted^ That it shall 
be the duty of the Commissioner to cause to be classified 
and arranged, in such rooms or galleries as may be pro- 
vided for that purpose, in suitable cases, when necessary 
for their preservation, and in such manner as shall be 
conducive to a beneficial and favorable display thereof, 
the models and specimens of compositions and of fabrics 
and other manufactures and works of art, patented or 
unpatented, which have been, or shall hereafter be, de- 
posited iu said office. And said rooms or galleries shall 
be kept open during suitable hours for public inspection. 

The Commissioner of Patents may now restore to applicants, models 
of rejected applications, or of applications for designs, or otherwise dis- 
pose of them, in cases where he shall not think it necessary to preserve 
them. Act of 1861, §5. 

Section 21. And be it further enacted^ That all acts 
and parts of acts heretofore passed on this subject be, and 
the same are hereby repealed : Provided^ however^ That 
all actions and processes in law' or equity sued out prior 
to the passage of this act, may be prosecuted to final 
judgment and execution, in the same manner as though 
this act had not been passed, excepting and saving the 
application to any such action of the provisions of the 
fourteenth and fifteenth sections of this act, so far as they 
may be applicable thereto : And provided^ alsOy That all 
applications or petitions for patents, pending at the time 
of the passage of this act, in cases where the duty has 
been paid, shall be proceeded with and acted on in the 
same manner as though filed aft^r the passage hereof 

Approved July 4th, 1836. 
7* 
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ACT OF 1837, CHAPTER 46. 
6 Statutes at Labge, 191. 

[This Act still in Force,"] 

An Act in addition to the act to promote the progress of 

science and useful al*ts. 

Section I. £e it enacted by the Senate and Souse of 
JRepresentatives of the United States of America in Con- 
gres» assembled^ That any person who may be in posses- 
sion of, or in any way interested in, any patent for an 
invention, discovery, or improvement, issued prior to the 
fifteenth day of December, in the year of our Lord one 
thousand eight hundred and thirty-six, or in an assign- 
ment of any patent, or interest therein, executed and re- 
corded prior to the said fifteenth day of December, may, 
without charge, on presentation or transmission thereof 
to the Commissioner of Patents, have the same recorded 
anew in the Patent Office, together with the descriptions, 
specifications of claim and drawings annexed or belong- 
ing to the same ; and it shall be the duty of the Commis- 
sioner to cause the same, or any authenticated copy of 
the original record, specification, or drawing which he 
may obtain, to be transcribed and copied into books 
of record to be kept for that purpose ; and wherever a 
drawing was not originally annexed to the patent and 
referred to in the specification, any drawing produced as 
a delineation of th6 invention, being verified by oath in 
such manner as the Commissioner shall require, may be 
transmitted and placed on file or copied as aforesaid, to- 
gether with certificate of the oath ; or such drawings may* 
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be made in the office, under the direction of the Oommis- 
sioner, in conformity with the specification. And it shall 
be the duty of the Commissioner to take such measures 
as paay be advised and determined by the Board of Com- 
missioners provided for in the fourth section of this act, 
to obtain the patents, specifications, and copies aforesaid, 
for the purpose of being so transcribed and recorded. 
And it shall be the duty of each of the several clerks of 
the judicial courts of the United States, to transmit as 
soon as may be, to the Commissioner of the Patent Office, 
*a staterfient of all the authenticated copies of patents, 
descriptions, specifications, and drawings of inventions 
and discoveries made and executed pri<5r to the aforesaid 
fifteenth day of December, which may be found on the 
files of his office ; and also to make out and transmit to 
said Commissioner, for record as aforesaid, a certified 
copy of every such patent, description, specification, or 
drawing, which shall be specially required by said Com- 
missioner. 

Section 2. And be it further enacted^ That copies of 
such record and drawings, certified by the Commissioner, 
or, in his absence, by the chief clerk, shall he prima fade 
evidence of the particulars of the invention and of the 
patent granted therefor in any judicial court of the United 
States, in all cases where copies of the original record or 
specification and drawings would be evidence, without 
proof of the loss of such originals ; and no patent issued 
prior to the aforesaid fifteenth day of December, shall, 
after the first day of June next, be received in evidence 
in any of the said courts in behalf of the patentee or 
other person who shall be in possession of the same, 
unless it shall have been so recorded anew, and a draw- 
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ing of the invention, if separate from the patent, verified 
as aforesaid, deposited in the Patent Office ; nor shall any 
written assignment of any such patent, executed and rer 
corded prior to the said fifteenth day of December, be 
received in evidence in any of the said courts in behalf of 
the assignee or other person in possession thereof, until it 
shall have been so recorded anew. 

1. Under this section it was held, where a patent was granted in 
1834, but no drawing was attached thereto, and in June, 1837, such 
patent was recorded anew, and was also extended for seven years on 
the 25th of September, 1848, and in November, 1848, a drawing with 
written references was filed, with an affidavit of the patentee of the 
correctness of such drawing, that a certified copy of such drawing was 
admissible in evidence in connection with the patent and specification, 
and that the whole together made prima facie evidence of the particu- 
lars of such invention. Winans v. Schenec. & Troy R. i?., 2 BlatchT, 
283, 285, 298 -Nelson, J. ; N. Y., 1851. 

2. Such a drawing, however, as a general rule will-not be effectual 
to correct any material defect in the specification. In case of discrep- 
ancy between the drawings and specification, the latter must prevail. 
Nor will such a drawing have the same effect as if it had been referred 
to in t&e specification. Ibid,^ 299. . 

Section 3. [Extended by act of 1842, § 2.] And he it 
further enacted^ That whenever it shall appear to the 
Comnussioner that any patent was destroyed by the 
burning of the Patent Office building on the aforesaid 
fifteenth day of December, or was otherwise lost prior 
thereto, it shall be his duty, on application therefor by 
the patentee or other person interested therein, to issue 
a new patent for the same invention or discovery, bearing 
the date of the original patent, with his certificate there- 
on that it was made and issued pursuant to the provisions 
of the third section of this act, and shall enter the same 
of record : JProvided^ however^ That before such patent 
shall be issued, the applicant therefor shall "deposit in the 
Patent Office a duplicate, as near as may be, of the origi- 
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nal model, drawings, and description, with specification 
of the invention or discovery, verified by oath, as shall 
be required by the Commissioner ; and such patent and 
copies of such drawings and descriptions, duly* certified, 
shall be admissible as evidence in any judicial court of 
the United States, and shall protect the rights of the 
patentee, his administrators, heirs, and assigns, to the ex- 
tent only in which they would have been protected by 
the original patent and specification. 

1. Where a patent was obtained in 1834, the original of which and 
the drawings were destroyed by fire in 1836, and the patentee, under 
the act of 1837, filed in 1841 a copy of his patent, and deposited a 
drawing, which, however, was not verified, but which he verified in 
February, 1844, and subsequently in March, 1844, considering such 
-copy imperfect, filed another and a fuller drawing, and commenced suit 
in May, 1844; HddL, that a certified copy of such second drawing was 
properly received in evidence in such action. Emerson v. Bogg, 2 
Blatchf., 9.— Bbtts, J. ; N. Y., 1845. 

2. When such drawings are put on file they become public records, 
and copies of them must be received in evidence. If they are dis- 
cordant, one may destroy the effect of the other. Ibid.j 12. 

3. Under this section drawings when burnt may be restored, and if 
in some respects erroneous they can be corrected. Hogg v. Bhnerson^ 
11 How., 606.— WOODBUEY, J.; Sup. Ct., 1850. 

4. But it would not be proper to leave the drawings so long not 
restored or corrected as to evince neglect, or a design to mislead the 
public. Ibid., 606. 

5. The provisions of this section extended to patents granted prior 
to December 15th, 1836, but lost subsequent thereto. Act of 1842, § 2. 

SEcrnoN 4. And be it further enacted^ That it shall be 
the duty of the Co;nmissioner to procure a duplicate of 
such of the models destroyed by fire on the aforesaid 
fifteenth day of December, as were most valuable and 
interesting, and whose preservation would be important 
to the public ; and such a^ would be necessary to facili- 
tate the just discharge of the duties imposed by law on 
the Commissioner in issuing patents, and to protect the 
rights of the public and of patentees in patented inven- 
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tions and improvements : JProvided^ That a dnplicate of 
Buch models may be obtained at a reasonable expense : 
And provided^ alsoy That the whole amount of expendi- 
ture for this purpose shall not exceed the sum of one 
hundred thousand dollars. And there shall be a tem- 
porary board of commissioners, to be composed of the 
Commissioner of the Patent Office and two other persons 
to be appointed by the President, whose duty it shall be 
to consider and determine upon the best and most judi- 
cious mode of obtaining models of suitable construction ; 
and, also, to consider and determine what models may be 
procured in pursuance of, and in accordance with, the 
provisions and limitations in this section contained. And 
said Commissioners may make and establish all such reg- 
ulations, terms, and conditions, not inconsistent with law, 
as in their opinion may be proper and necessary to carry 
the provisions of this section into effect, according to its 
true intent. 

Section 6. [Amending act of 1836, § 13.] Afid be it 
further enacted^ That, whenever a patent shall be re- 
turned for correction and reissue under the thirteenth 
section of the act to which this is additional, and the 
patentee shall desire several patents to be issued for dis- 
tinct and separate parts of the thing patented, he shall 
first pay, in manner and in additiqp ifP the sum provided 
by that act, the sum of thirty dollars for each additional 
patent so to be issued (a) ; Provided^ however^ That no 
patent made prior to the aforesaid fifteenth day of De- 
cember, shall be corrected and reissued until a duplicate 
of the model and drawing of the thing afi originally in- 
vented, verified by oath as shall be required by the Com- 
missioner, shall be deposited in the Patent Office; 
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Nor ^hall any addition of an improvement be made to 
any patent heretofore granted, nor' any new patent be 
issued for an improvement made in any machine, mana- 
facture, or process, to the original inventor, assignee, or 
possessor, of a patent therefor, nor any disclaimer be 
admitted to record, until a duplicate model and drawing 
of the thing originally invented, verified as aforesaid, 
shall have been deposited in the Patent Office, if the 
Commissioner shall require the same; nor shall any 
patent be granted for an invention, improvement, or dis- 
covery, the model or drawing of which shall have been 
lost, until another model and drawing, if required by 
the Commissioner, shall, in like manner, be deposited in 
the Patent Office ; 

And in all such cases, as well as in those which may 
arise imder the third section of this act, the question of 
compensation for such models and drawing shall be sub- 
ject to the judgment and decision of the commissioners 
provided for in the fourth section, under the same limita- 
tions and restrictions as are therein prescribed, 

(a) 1. If an original patent include two inventions, and its validitj 
on that account is doubted, a separate renewal is just and proper. 
Goodyear v. Day, MS. — Gribb, J. ; N. J., 1862. 

2. With respect to reissues, this section, and section 13 of the act 
of 1836 are to be taken togethex in construction, and the most just and 
equitable extent to which the terms of the law in its true spirit will 
admit o^ ought to be adopted. BaJl^ Ex parte, MS. (App. Cas.) — Moa- 
8ELL, J.; D. C, 1860. • 

3. If the patent be defective or insufficient, either in the specifica- 
tion or c/azm, the patentee has a right, in the absence of fraud and 
deception, to have a reissue, for each separate and distinct part, effect- 
ually to cure the defect : and he has the right to restrict or enkurge his 

jclaim, so as to give it operation, and effectuate his invention. Ibid. 
See also notes to section 13 of the act of 1836. 

Sbctiok 6.* [Enlarging act of 1836, § 6.] And he it 
further enacted^ That any patent hereafter to be issned, 
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may be made and iBsned to the assignee or assignees of 
the inventor or discoverer,- the assignment thereof being 
first entered of record, and the application therefor being 
duly made, and the specification duly sworn to by the 
inventor. And in all cases hereafter, the applicant for a 
patent shall be held to furnish duplicate drawings, when- 
ever the case admits of drawings, one of which to be 
deposited in the office, and the other to be annexed to 
the patent, and considered a part of the specification. 

1. This is an enabling statute. Prior to its passage, letters patent 
could only issue to the inyeutor : and after they were issued they were 
assignable, so as to give the assignee, in whole or in part, legal rights. 
This act gave the right to the assignee or assignees to have the patent 
issued to him or them, and not to the inventor. AnorLj 4 Opin., 400. 
—Mason, Atty.-Gen. ; 1845. 

2. But patents cannot issue jointly to the inventor as such, and to 
the assignee of a partial interest : but must issue to the assignee or 
assignees of the whole interest. Jbid.^ 401. 

3. A partial assignment before issue, does not entitle the partial as- 
agnee to have the patent issued to him to the extent of his interest. 
Ibid, 401. 

4. After the assignment of the invention, under this section, by 
which the inventor divests himself of all interest therein, and transfers 
it to the assignee, although the application for a patent must be in his 
name, still, for all substantial purposes, and in judgment of law, the 
assignee is the party making the application. Gay v.- GomeU^ 1 Blatchf., 
509.— Nelson, J.i N. Y., 1849. 

5. An assignment before patent issued, may be made after the rejec- 
tion of the assignor's application, and after his appeal to the justices 
of the Circuit Court, and will be suflBcient to enable such assignee to 
file his bill under section 16 of the act of 1836, amended by section 10 
of the act of 1839, to compel the issue of a patent to him. /&id, 509, 
510. 

6. If an inventor assign all his right in an invention, the assignee 
may have the patent issued to himself. But if the assignment be only 
partial, though the part excepted is small, the assignee has no legal 
claim to the patent It must be issued in the name of the inventor, 
and be held by him in trust for the use of the assigned, to the extent 
jf the equities he has by virtue of his contract. Ag^^s Case, MS., 
Opin. — ^Blaok, Atty.-Gkn. ; 1859. • 

7. The provision of this section, requiring duplicate drawings, though 
direotoiy m its terms, is not a coi^ditioA : and it has reference, in poin^ 
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of time, to the issuing of the patent, and not to the filing of the peti- 
tion for it. Duplicate drawings need not be filed at the time of the 
application, and such is the interpretation of the Patent Office. French 
V. Rogers, MS.— Kane, J. ; Pa., 1851. CReiUy v. Morse, 15 How., 126. 
— Gmbr, J. ; Sup. Ct., 1853. 
See also Digest Pat. Cases, title Assignee, B. 3. 

Section 7. And be it further enacted^ That, whenever 
any patentee shall have through inadvertence, accident, 
or mistake, made his specification of claim too broad, 
claiming more than that of which he was the original or 
first inventor, some material and substantial part of the 
thing patented being truly and justly his own, any- 
such patentee, his administrators, executors, and assigns, 
whether of the whole or of a sectional interest therein, 
may make disclaimer (a) of such parts of the thing pat- 
ented as the disclaimant shall not claim to hold by virtue 
of the patent or assignment, stating therein the extent of 
his interest in such patent (b) ; which disclaimer shall be 
in writing, attested by one or more witnesses, and re- 
corded in the Patent Office, oii payment by the person 
disclaiming in manner as other patent duties are required 
by law to be paid, of the sum of ten dollars. And such 
disclaimer shall thereafter be taken and considered as 
part of the original specification, to the extent of the 
interest which shall be possessed in the patent or right 
secured thereby, by the disclaimant, and by those claim- 
ing by or under him (c) subsequent to the record thereof. 
But no such disclaimer shall affect any action pending at 
the time of its being filed, except so far as may relate to 
the question of unreasonable neglect or delay in filing the 
same, {d) 

(a) 1. The law fequiring and permitting a patentee to enter a dis- 
claimer, is penal and not remedial. It is intended for the protection 
of the patentee as well as the public, and sho^ild not receive a construc- 
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tion that would restrict its operation within narrower limits than the 
law fairly imports. O'BeiUyy. Morst^ 15 How., 121. — ^Tanby, Ch- J.; 
Sup. Ct., 1853. 

2. Whether a patent is illegal in part because of claiming more than 
he had described, or more than he has invented, the patentee must in 
either case disclaim, in order to save the portion to which he is enti- 
tled. /&W., 122. 

3. A patentee has a right to disclaim anj thing which has been 
claimed through " inadvertence or mistake." Farher v. iSfeara, MS. — 
Gbibr, J.; Pa., 1850. 

4. ScTrMe^ That a disclaimer, under this section, should not only dis- 
claim what is not claimed as new, but should also distinctly set forth 
what part of the invention is still claimed, as it is manifestly designed 
to act as a new specification. lAppincoU v. Kelly, 1 West. Law Jour., 
513.--IRVIN, J.; Pa., 1844. 

(d) 1. Under this section the disclaimer must state the interest of 
the person disclaiming. But where an administrator in whose name a 
patent had been extended, entered a disclaimer, stating that he was 
the patentee, and referring to the patent as showing his interest, it 
was held sufficient Brooks v. BidmeOj 3 McLean, 439;— McLean, J. ; 
Ohio, 1844. 

2. Where a disclaimer made by a patentee stated that " it was to 
operate to the extent of the interest in said letters patent vested " m 
the patentee, Eield, that it fairly Imported on its fape, that the patentee 
was the owner of the entire interest in the patent, and if so, there 
was a substantial compliance with the statute, as to the disclaimer 
stating the interest of the party making it Ibote v. SU^j 1 Blatchf., 
461.— Nelson, J.; N. Y., 1849. Silsby v. Foote, 14 How., 221.— Cur- 
tis, J.; Sup. Ct, 1852. 

(c) I. If a patent has been previously assigned in part, and a dis- 
claimer has been filed by the patentee alone, such disclaimer will not 
operate in favor of the assignee, in any suit either at law or equity, 
unless he has joined in it Wyeth v. Stone, 1 Story, 294. — Story, J. ; 
Mass., 1840. 

2. A disclaimer of part of an invention cannot affect a prior grantee 
under the patent, unless he accepts of it ; he may revise to be affected 
by it Smith v. Mercer, 5 West Law Jour., 53. — Kane, J. ; Pa., 
1846. 

3. Under section 7 of the act of 1837, the owner of a sectional in- 
, terest in a patent may make a disclaimer of part of the thing patented, 

which will be considered as a part of the original patent, to the extent 
of his interest ; but the patentee is not compelled to join in such dis- 
claimer, nor will it affect any one except him making it, and those 
claiming under him. Fotter v. Holland, MS. — ^Nelson, iNaERSoLL^ JJ. ; 
Ct,1858. 

4. After such a disclaimer, a different claim of right is secured to 
the disdaimant from what is purported to be secured to the patentee. 
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Different claims of right in the same invention are thus secured to dif- 
ferent sectional owners. Ibid. 

5. A disclaimer, before it can be received in evidence, must be prop- 
erly proved, either as an original paper, or by a certified copy, and if 
received at all, must have full effect given to it as a disclaimer. Foote 
V. iSttsJy, 1 Blatchf, 450, 461.— Nblson, J.; N. Y., 1849. 

6. The disclaimer of part of an invention, provided such disclaimer 
arose from inadvertency, accident, or mistake, will not prevent the pat- 
entee from embracing the part so discicumed, om a reissue of his patent 
Hayden, Ex parte, MS. (App. Cas.) — Mbrbick, J.; D. C, 1860. 

(d) 1. The disclaimer mentioned in this section applies solely to suits 
pending when the disclaimer is filed ; and the disclaimer mentioned in 
section 9, applies solely to suits brought after the disclaimer is filed. 
WydhY. Stcm^ 1 Story, 294.--Stoey, J.; Mas?., 1840. 

2. A disclaimer to be effectual under this and section 9, must be filed 
before suit brought. If it is filed during the pendency of the suit, the 
plaintiff will not be entitled to the benefit thereof in that suit JReed t, 
Outter, 1 Story, 600.— Story, J.; Mass., 1841. 

3. If filed before suit, the plaintiff will be entitled to costs, if he es- 
tablish that a part of his invention, not disclaimed, has been inMnged 
by the defendant Ibid., 600. 

4. But wbether filed before or after suit brought, the plaintiff will not 
be entitled to the benefit thereof) if he has unreasonably neglected and 
delayed to file it. Such neglect or delay is a good defence to the suit 
Ibid,, 600. 

See also Digest Pat. Gases, title Discladieb; and notes to section 
9 of this act 

Sectiok 8. [Repealed in part by act of 1861, § 9.] 
And be it further enacted^ That, whenever application 
shall be made to the Commissioner for any addition of a 
newly discovered improvement to be made to an existing 
patent, or whenever a patent shall be returned for cor- 
rection and reissue, the specification of claim annexed to 
every such patent shall be subject to revision and re- 
Btriction, in the same manner as are original applications 
for patents; the Commissioner shall not add any such 
improvement to the patent in the one case, nor grant the 
reissue in the other case, until the applicant shall have 
entered a disclaimer, or altered his specification of claim 
in accordance with tbe decision of the Commissioner; 
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and in all such cases, the applicant, if dissatisfied with 
such decision, shair have the same remedy, and be en- 
titled to the benefit of the same privileges and proceed- 
ings as are provided by law in the case of original 
applications for patents. 

This section so far as it relates to patents for additions to existing 
patents, is repealed by the act of 1861, section 9. 

Section 9, [Enlarging act of 1836, § 15.] And he it 
further eneectedj (any thing in the fifteenth section of the 
act to which this is additional to the contrary notwith- 
standing,) That, whenever by mistake, accident, or in- 
advertence, and without any wilful default or intent to 
defraud or mislead the public, any patentee shall have in 
his specification claimed to be the original and firsjt in- 
ventor or discoverer of any material or substantial part 
of the thing patented, of which he was not the first and 
original inventor, and shall have no legal or just right to 
claim the same, in every such case the patent shall be 
deemed good and valid for so much of the invention or 
discovery as shall be truly and bona -fide his own ; Pro- 
vided^ It shall be a material and substantial part of the 
thing patented, and be definitely distinguishable from the 
other parts so claimed without right as aforesaid, (a) 
And every such patentee, his executors, administrators, 
and assigns, whether of the whole or of a sectional in^ 
terest therein, shall be entitled to maintain a suit at law 
or in equity on such patent for any infringement of such 
part of the invention or discovery as shall be bona fide 
his own as aforesaid, notwithstanding the specification 
may embrace more than he shall have any legal right to 
claim, ip) But, in every such case in which a judgment 
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or verdict shall be rendered for the plaintiff, he shall not 
be entitled to recover costs against the defendant, unless 
he shall have entered at the Patent Office, prior to the 
commencement of the suit, a disclaimer of all that part 
of the thing patented which was so claimed without 
right (c). Provided^ however^ That no person bringing 
any such suit shall be entitled to the benefits of the pro- 
visions contained in this section, who shall have unrea- 
sonably neglected or delayed to enter at the Patent 
Office a disclaimer as aforesaid, (c?) 

(a) 1. This section contemplates the rule of the common law, that if 
a patent embraces diflTerent machines, and any one of them is not new, 
or was not the invention of the patentee, or the like, the whole patent 
would be void, as being then in lull force, and therefore sought to miti- 
gate it by providing that under the cases therein mentioned, the patent 
should be good to the extent of the patentee's invention. Wyeth v. 
Slone, 1 Story, 288, 289.— Stoey, J. ; Mass., 1840. 

2 It points throughout to a single invention, as the " thing pat- 
ented," and does not justify the position that one patent can lawfully 
include divers distinct and independent inventions, having na connec- 
tion with each other, nor any common purpose. It may therefore be 
deemed a legislative recognition and adoption of the general rule of law 
in cases not within its exceptive provision. /6/d, 290. 

3. This section is intended to cover "inadvertences and mistakes" 
of law, as well as^inadvertences and mistakes of fact Ibid.^ 295. 

4. Prior to the act of 1836, if the patentee claimed more than he had 
invented, his patent was void. But under this section, his patent is 
fiot absolutely void, because the patentee claims more than he has 
actually invented, but is valid for as much as is truly and hona fde his 
own ; but to secure the benefits of this section, the specification must 
state in what the improvefaient consists. Peterson y. Wooden^ 3 McLean, 
249.— McLean, J.; Ohio, 1843. 

{b) 1. Prior to the act of 1836, a patent was void if the claim extend- 
ed beyond the invention. Under section 6 of the act of 1836, it was 
void if a substantial part had been patented or described in a printed 
publication. Section 15 of- the same act saved the patent from being 
void, if the patentee believed himself to be the first inventor. Section 
9 of the act of 1837, enlarged the right of the patentee, providing, not- 
withstanding section 15 of the act of 1836, that the patent should not 
be void, where the patentee had acted in good faith, if through mistake 
or inadvertence he had claimed more than he had invented, and that he 
might maintain suit on the part actually invented by him, provided he 
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filed within a reasonable time, a disclaimer of the parts not invented 
by him. SmWi v. Ely, 5 McLean, 84, 85.— McLean, J., Ohio, 1 849. 

2. The doctrine that a party may take out a valid patent for a com- 
bination, and include in it a right to each distinct improvement, is con- 
firmed by the obvious intent of this section, which gives a patentee a 
right of action for a piratical use of any one of his invented improve- 
ments, which is distinctly stated in his patent, though he may by mis- 
take, accident, or inadvertence, have claimed others of which he was 
not the inventor. FiUs v. Whitman^ 2 Story, 621.— Stoey, J.; Mass., 
1843. 

{c) 1. The disclaimer mentioned in this section applies solely to suits 
brought after the disclaimer is filed. Wyeth v. Stone, 1 Story, 294. — 
Stoby, J.; Mass., 1840. 

2. Where a patent contains several claims, and the invention em- 
braced in one seems to be not new, or useless, the patentee, under this 
and section 7 may still maintain an action for an infringement, although 
he did not, before action brought, make a disclaimer of the part claimed 
without riglit; but he will not be entitled to costs. BaUy. Wiles, 2 
Blatch£, 198.— Nelson, J.; N. Y., 1851. 

3. If in the prog^ss of a trial, it turns out that a disclaimer ought 
to have been made, the plaintiff may still recover, but will not be en- 
titled to costs. Ibid., 198. 

4. A disclaimer is necessary only where the thing claimed without 
right is a material and substantial part of the thing invented. If tiie 
part not new is not essential to the machine, and was not introduced 
into the patent through wilful default, or intent to defraud or mislead 
the pubUc, the want of a disclaimer affords no ground for invalidating 
the patent. Ibid., 199. 

6. Under this section, in an action for infringement, the plaintiff 
cannot recover costs if he has clauned any thing of which he was not 
the first and original inventor, unless before suit brought he has dis- 
claimed such part: and it makes no difference whether the infringe- 
ment alleged was of or against the part so claimed, but not new, or of 
some other part claimed in the patent. Seymour v. McGormick, 19 
How., 106.— Nelson, J.; Sup. Ct., 1856. 

6. The omission to disclaim a part not new, prevents a plaintiff from 
recovering costs,- and it makes no difference that such part is not 
alleged to be infringed. Ibid., 106. 

7. Though the neglect to file a disclauner until after suit brought, 
will prevent the plaintiff recovering costs, it does not interfere with the 
•power of the court to increase the verdict, under section 14 of the act 
of 1836. Guyon v. Serrell, 1 Blatchf., 245, 246.— Nelson, J. ; N. Y., 
1847. 

id) I. The plaintiff will not be entitled to the benefit of a disclumer 
if he has unreasonably neglected and delayed to file it. Such neglect 
or delay is a good defence to a suit Heed v. OuMer, 1 Story, 600.— 
Stoby, J.; Mass., 1841. 
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2. An unreasonable delay to enter a disclaimer cuts off the patentee, 
not only from a right to costs, but also frOm a right of action. Brooks 
V. BichneUj 3 McBean, 449.^McLban, J. ; Ohio, 1844. 

3. What is an unreasonable delay is a mixed question of law and*" 
fact. Less yigilance will be required from an administrator than from 
the original inyentor. Ibid.^ 449, 450. * 

4. Where a patentee has unintentionally claimed something which 
was not original, but has unreasonably neglelbted to file a disclaimer, he 
canuot, under this section, recover in an action of infringement, even 
if the defendant has infringed the parts of his invention which are new. 
Parker v. Stika^ 5 McLean, 56. — ^Leavitt, J. ; Ohio, 1849. 

. 5. Under this section, the question of unreasonable negligence or 
delay in entering a disclaimer goes to the right of the action ; and if 
the delay shows great negligence, the jury may find the patent void. 
EaU V. Wiles, 2 Blatchf., 199.— Nelson, J. ; N. Y., 1851. 

6^ Where a claim has been held valid by the Patent Office, and has 
been sanctioned by a court below, the patentee will not be guilty of 
unreasonctble delay in disclaiming it by waiting to obtain the decision of 
the highest court upon it. (/JReiUy v. Morse, 15 How., 122.— Tanbt, 
Ch. J. ; Sup. Ct., 1853. 

7. Under this section, where a patentee claims' more than he has 
invented, or is entitled to, his patent will still be valid for what he has 
invented, provided he enters a disclaimer of what he has included in 
his patent which he has not invented, without unreasonable neglect or 
delay. Silsby v. Ihoie, 20 How., 387.— Nelson, J. ; Sup. Ct, 1867. 

See also Digest Pat. Cases^ title Pisclaimeb; and notes to section 
7 of this act. 

Section 10. [Repealed by act of 1861, § 6.] And be 
it further enacted^ That the Commissioner is hereby au- 
thorized and empowered to appoint agents in not exceed- 
ing twenty of the principal cities or towns in the United 
States as may best accommodate the different sections of 
the country, for the purpose 'of receiving and forwarding 
to the Patent Office all such models, specimens of ingre- 
dients and manufactures, as shall be intended to be pat- 
ented or deposited therein, the transportation of the 
same to be chargeable to the Patent fund. 

Sbctiok 11. And be it further enacted^ That, instead 
of one examining clerk, as provided by the second section 
of the act to which this is additional, there shall be ap- 
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pointed, in manner therein provided, two examining 
clerks, each to receive an annual salary of fifteen hundred 
dollars; and also, an additional copying plerk, at an 
annual salary of eight -hundred dollars. And the Com- 
missioner is also authorized to employ, from time to time, 
as many temporary clerks as may be necessary to execute 
the copying and draughting required by the first section 
of this act, and to examine and compare the records with 
the originals, who shall receive not exceeding seven cents 
for every page of one hundred words, and for drawings 
and comparison of records with originals, such reasonable 
compensation as shall be agreed upon or prescribed by 
the Commissioner. 

The Commissioner of Patents has now the power to appoint exami- 
ners, not to exceed four in each class. Act of 1861, § 7. 

Section- 12. [Repealed by act of 1861, § 9.] And be 
it further enacted^ That, wherever the application of any 
foreigner for a patent shall be rejected and withdrawn 
for want of novelty in the invention, pursuant to the 
seventh section of the act to which this is additional, the 
certificate thereof of the Commissioner shall be a suffi- 
cient warrant to the treasurer to pay back to such appli- 
cant two-thirds of the duty he shall have paid into the 
Treasury on account of such application. 

The right of withdrawal, as to any portion of the patent fee, in ap- 
plications made subsequent to March 2d, 1861, is now taken away. 
Act of 1861, § 9. 

Section 13. And be it further enacted^ That in all 
cases in which an oath is required by this act, or by the 
act to which this is additional, if the person of whom it 
is required shall be conscientiously scrupulous of taking 
an oath, affirmation may be substituted therefor. 



Digitized by VjOOQ IC 



PATENT LAWS. 169 

ACT OP 1837, CHAP. 45, § 14. IN POBOB. 

1. The act referred to is that of 1836, section 6. 

2. As to what persons may administer this oath, when the applicant 
is without the jurisdiction of the United States, see act of 1842, sec- 
tion 4. 

Section 14. And be it further enacted^ That all moneys 
paid into the Treasury of the TTnited States for patents 
and for fees for copies furnished by the Superintendent 
of the Patent Office prior to the passage of the act to 
which this is additional, shall be carried to the credit of 
the Patent fund created by said act; and the moneys 
constituting said fund shall be, and the same are hereby, 
appropriated for the payment of the salaries of the officers 
and clerks provided for by said act, and all other ex- 
penses of the Patent Office, including all the expendi- 
tures provided for by this act ; and also for such other 
purposes as are or may be hereafter specially provided 
for by law. And the Commissioner is hereby authorized 
to draw upoii said fund, from time to time, for such sums 
as shall be necessary to carry into effect the provisions of 
this act, governed, however, by the several limitations 
herein contained. And it shall be his duty to lay before 
Congress in the month of January, annually, a detailed 
statement of the expenditures and payments by him 
made from said fund ; And it shall also be his duty to 
lay before Congress in the month of January, annually, a 
list of all patents which shall have been granted duripg 
the preceding year, designating, under proper heads, the 
subjects of such patents, and furnishing an alphabetical 
list of the patentees, with their places of residence ; and 
he shall also furnish a list of all patents which shall have 
become public property during the same period ; together 
with such other information of the state and condition 
8 
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of the Patent Office as may be useful to Congress or the 
public. 

Approved March 3d, 1837. 

The annual report of the Commissioner of Patents on mechanics is to 
be prepared so that the plates and drawings shall be comprised in one 
volume, not to exceed eight himdred pages. Act of 1859, § 4. 



ACT OF 1839, CHAPTER 88. 
(6 Statutes AT Labgb, 363.) 

[This Act still in Force,] 

An Act in addition to *' An act to promote the progress 

of the useful arts." 

Section 1. JBe it enacted by the Senate and Souse of 
Representatives of the United States of America in Con-- 
gress assembled^ That there shall be appointed, in manner 
provided in the second section of the act to which this is 
additi6nal, two assistant examine^, each to receive an 
annual salary of twelve hundred and fifty dollars. 

The Commissioner of Patents has now authority to appomt exami- 
ners, not to exceed four in each dass. Act of 1861, § 7. 

Section 2. And be it further enacted^ That the Com- 
missioner be authorized to employ temporary clerks to 
do any necessary transcribing, whenever the current busi- 
ness of the office. requires it; Provided^ however ^ That 
instead of salary, a compensation shall be allowed, at a 
rate not greater than is charged for copies now furnished 
by the office. 

Fee for copies is ten cents per hundred words. Act of 1836, g 4» 
Act of 1861, § 10. 
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Sbctiok 3. And he it further enacted^ That the Com- 
missioner is hereby authorized to publish a classified and 
alphabetical list of all patents granted by the Patent 
Office ppevious to said publication, and retain one hun- 
dred copies for the Patent Office and nine hundred copies 
to be deposited in the library of Congress, for such dis- 
tribution as may be hereafter directed; and that one 
thousand dollars, if necessary, be appropriated, out of 
the Patent fund, to defray the expense of the same. 

Section 4. And be it further enacted^ That the sum 
of three thousand six hundred and fifty-nine dollars and 
twenty-two cents be, and is hereby, appropriated from 
the Patent fund, to pay for the use and occupation of 
rooms in the City Hall by the Patent Office. 

Section 5. And he it further enacted^ That the sum 
of one thousand dollars be appropriated from the Patent 
fund, to be expended under the direction of the Commis- 
sioner, for the purchase of necessary books for the library 
of the Patent Office. 

Section 6. [Enlarging act of 1836, § 8.] And he it 
further enacted^ That no person shall be debarred from 
receiving a patent for any invention or discovery, as pro- 
vided in the act approved on the fourth day of July, one 
thousand eight hundred and thirty-six (a), to which this 
is additional, by reason of the same having been patented 
m a foreign country more than six months prior to his 
application : JProvided^ That the same shaU not have been 
mtroduced into public and common use id the United 
States, prior to the application for such patent: And pro- 
vided^ cUsOj That in all cases every such patent shall be 
limited to the term of fourteen years (h) from the date or 
publication of such foreign letters patent, (c) 
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7a) For provision referred to, see act of 1836, § 8. 

(6) Patents are now granted for the term of seventeen years. Act 
of 1861, § 16. 

(c) 1. The date of a patent may be altered to correspond with that 
of a foreign patent, previously taken out by the inventor, where the 
mistake has not arisen from any fraudulent or deceptive intention. 
Dermoid's Case, 4 Opin., 335. — Nblson, Atty.-Gren. ; 1844. 

2. Under this section, if the domestic patent, in a case where a foreign 
patent has been previously obtained, purports to give an exclusive 
right for fourteen years from its date, instead of from the date of the 
foreign patent, it is void, as having been issued without authority of 
law ; but the error is not fatal, and may be corrected on application 
to the Patent Office. SmUh v. Ely, 6 McLean, 78, 80.— McLean, J. ; 
Ohio, 1849. 

3. The proviso of this section as to When a home patent shall bear 
the date of a foreign patent^ relatea only to such patents as are applied 
for here after the- issue of a foreign patent. French v. Bogers, MS. — 
Kane, J. ; Pa., 1851. 

4. Where, therefore, an application for a 'patent was made in this 
country in April, 'tSSS, and acted on in that month, but a patent was 
not actually issued until June 20th, 1840, at which time the patent 
was dated, and a foreign patent was obtained in August, 1838 ; ffeld, 
as the application here was before the foreign patent, that the grant of 
the patent here was under the general enactments of the act of 1836, 
and its term runs properly from its date. Ibid. 

5. A patent is not void because it does not, on its face, bear the 
same date with a foreign patent. If it is not, for any reason^ exempt 
from the operation of the statute on such subject, the only effect is to 
limit the monopoly to fourteen years ffom the date of the foreign pat- 
ent O'BeiUy v. I^se, 15 How., 112.--Tanbt, Oh. J.; Sup. Ot., 1853. 

Sbction 7. [Qualifying act of 1836, §§ 7, 16.] And be 
it further enacted^ That every person or corporation who 
has, or shall have, purchased or constructed any newly 
invented 'machine, manufacture, or composition of matter, 
prior to the application by the inventor or discoverer for 
a patent, shall be held to possess the right to use, and 
vend to others to be used, the specific machine, manufac- 
ture, or composition of matter, so made or purchased, 
without liability therefor to the inventor, or any other 
person interested in such invention ; and no patent shall 
De held to be invalid by reason of such purchase, sale, or 
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use prior to the application for a patent as aforesdd, ex- 
cept on proof of abandonment of such invention to the 
public; or that such purchase, sale, or prior use has been 
for more than two years prior to such application for a 
patent. 

1. This section, allowing the use and sale of an invention for two 
years before the application for a patent, is in the nature of a statute 
of limitatioDS. ffovey y. Eenryf 3 West. Law Jour., 165. — ^Woodbuet, 
J.; Mass., 1845. 

2. It virtually extends the patentee's privilege to sixteen years in- 
stead of fourteen. McOormtck v. Seymour^ 2 Blatchf, 264. — Nelson, 
J.; N. Y., 1851. 

3. The object of this section is twofold : first, to protect the person 
who has used the thing patented from any liability to the patentee, or 
his assignee ; and second, to protect the rights granted to the patentee 
against any infringement by any other person. McClwg v. Kingslandf 
1 How., 208, 209.— Baldwin, J. ; Sup. Ct., 1 843. 

4. This section relieved the patentee from the eflTect of the fonner 
laws, and their construction by the court, while it puts the person who 
has had such prior use on the same footing as if he had a special 
Ucense from the inventor, which, if given before the application for a 
patent, would justify a continued use of it after it issued, without 
liability. Ibid., 209. 

6. It IS not limited to patents for machines, manufactures, and com- 
positions of matter, but embraces inventions for modes of doing a 
thing, or processes, as a new improvement in t^e art of casting iron. 
Ibid., 209. 

6. This section is not to be construed as confined to a specific ma- 
chine as distinguished from an invention or thing patented, but the 
words " newly invented machine, manufacture, or composition of mat- 
ter," and "sudi invention," mean the "invention patented," and the 
words "specific machine" refer to "the thing as originally patented," 
whereof the right is secured by patent, but not to any newly invented 
improvement on a thing once patented. Ibid., 210. 

7. This section has exdlusive reference, in respect to the use of a 
machine, to an original patent, and not to a renewal or reissue of it 
JStvmpson v. West Chester R R, A How., 403.— McLean, J. ; Sup. Ct., 
1845. V 

8. TMs section allows the use of an invention, even with leave of 
the inventor, for two years before application for a patent, without in- 
validating his right to a patent ; a fortiori Ihe use by a third person, 
or a subsequent inventor, after the invention and before the issuing of 
a patent to the first inventor, without his consent, is no bar to the 
issuing of a patent to the first inventor. MUdrecUh v. Heathy MS. (App. 
Cas.>--CBANCH, Oh. J.; D.O., 1841. 
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9. Both before and since the act of 1839, an inventor might exercise 
a claim to an inchoate right to an invention, which was capable of be- 
ing perfected to an exdusiye right by obtaining letters patent, and the 
public may acquiesce in such claim. SargearU v. Seagrave^ 2 Curt., 
656.— CuETis, J.; R. I., 1855. 

10. Before the act of 1839, he might, by way of experiment, brin^ 
the knowledge of his invention to the public, at the same time making 
known that he was about to apply for a patent ; and since the act of 
1839, he may sell any number of his machines to the public, during 
any period less than two years, accompanied by a claim to the inchoate 
right sufficient to show an intention not to abandon it to the public. 
Ibid.y 655. 

11. Under this section the purchaser must be a purchaser from the 
inventor himself, before his application for a patent, and not from a 
wrongdoer, without his knowledge or against his will. Fieraon v. Eagle 
Screw Co^ 3 Story, 406, 407.— Stobt, J. ; R. L, 1844. Eovey v. /S5te- 
ww, 1 Wood. A; Min., 301.— Woodbury, J.; Mass., 1846. 

12. A surreptitious knowledge and use of an invention, before the 
application by the inventor for a patent, does not, under this section, 
give any right to continue to use it after the inventor has obtained a 
patent for it. Kendall v. TFwwor, 21 How., 330.— Danibl, J. ; Sup. Ct., 
1858. 

13. The sale of the product of an invention is not a sale of the thing 
invented within this section: the sale here spoken of is a sale of the 
invention or patented article. Booth v. Ga/reUy^ 1 Blatchf , 250. — ^Nel- 
son, J.; N.Y., 1847. 

14. This section gives no protection to those who may have seized 
upon an invention or discovery disclosed in a patent, whose specifica- 
tion may happen to be defective or insufficient. Goodyear v. Day^ MS. 
— Gribr, X; N. J., 1862. 

16. This section provided a remedy for cases where the conduct of 
Che party, as to the sale of his invention, did not show an actual aban- 
donment It also secures the right^of those who may have purchased 
or constructed any newly invented machine, prior to the application 
for a patent. Sanders v. Logmij 3 Wall, Jr.—GRIER, J.; Pa., 1861. 

16. The obvious construction of it is, that a purchase, sale, or prior 
use, shall not invalidate, unless it amounts to an abandonment to the 
publia Ibid. 

See also Digest Pat. Gases, title Prior Use. 

Section 8. And be it further enacted^ That so much of 
the eleventh section of the above recited act as requires 
the payment of three dollars to the Commissioner of 
Patents for recording any assignment, grant, or convey- 
ance of the whole or any part of the interest or right 
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tmder any patent, be, and the same is hereby, repealed ; 

and all such assignments, grants, and conveyances shall, 

in future, be recorded without any charge whatever. 

Fees for reoording assignments are again required, according to cer- 
tain rates, bj the act of 1843, section 2, and the act of 1861, sec- 
tion 10. 

SBonoN" 9. [Obsolete; temporary enactment.] And be 
it further enacted^ That a sum of money not exceeding 
one thousand dollars, be, and the same is hereby, appro- 
priated, out of *the Patent fund, to be expended by the 
Commissioner of Patents in the collection of agricultural 
statistics, and for other agricultural purposes ; for which 
the said Commissioner shall account in his next annual 
report. 

By an act passed May 15, 1862, a " Department of Agriculture'' was 
established, to which supervision of everj thing relating to agriculture 
was given. No further provisixms relating to i^culture will there- 
fore be inserted. 

SBdnoN 10. [Extending act of 1836, § 16.] And be it 
further enacted^ That the provisions of the sixteenth 
section of the before recited act shall extend to all cases 
where patents are refused for any reason whatever, either 
by the Commissioner of Patents or by the Chief Justice 
of the District of Columbia, upon appeals from the deci- 
sion of said Commissioner, as well as where the same 
shall have been refused on account of, or by reason of, 
interference with a previously existing patent ; and in all 
cases where there is no opposing party, a copy of the bill 
shall be served upon the Commissioner of Patents, when 
the whole of the expenses of the proceeding shall be 
paid by the applicant, whether the final decision shall be 
in his fevor or otherwise. 

1. An assignee of an invention, by virtue of i^n assignment made 
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before patent issued, may file a bill in his own name under section 16 
of the act of 1836, and this section, against a patentee to whom a pat- 
ent issued, upon an interference with complainant's assignor, for tl^ 
purpose of having the patent so issued set aside, and one granted to 
the complainant. Oay v, ComeU^ 1 BlatchC, 607.— Nelson, J. ; N. Y., 
1849. 

2. And it will be sufficient if such assignment is recorded before 
patent is issued. iMtf., 5l)9. 

Section 11. [Amending act of 1836, § 7.] And he it 
further enacted^ That in all cases where an appeal is now 
allowed by law from the decision of the Commissioner 
of Patents to a board of examiners, provided for in the 
seventh section of the act to which this is additional, the 
party, instead thereof, shall have a right to appeal to the 
Chief Justice of the District Court of the United States 
for the District of Columbia (a), by giving notice thereof 
to the Commissioner, and filing in the Patent Office, 
within such time as the Commissioner shall appoint (^), 
his reasons of appeal, specifically set forth in writing (c), 
and also paying into the Patent Office, to the credit of 
the Patent fund, the sum of twenty-five dollars. And it 
shall be the duty of said Chief Justice, on petition, to 
bear and determine all such appeals, and to revise such 
decisions in. a summary way, on the evidence produced 
before the Commissioner ((Q, at such early and conve* 
nient time as he may appoint, first notifying the Com- 
missioner of the time and place of hearing, whose duty it 
shall be to give notice thereof to all parties who appear 
to be interested therein, in such manner as said judge 
shall prescribe. The Commissioner shall also lay before 
the said judge all th^ original papers and evidence in the 
case, together with the grounds of his decision, fully set 
forth in writing, touching all the points involved by the 
reasons of appeal, to which the revision shall be con- 
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fined, (e) And at the request of any party interested, or 
at the desire of the judge, the Commissioner and the 
examiners in the Patent Office may be examined imder 
oath, in explanation of the principles of the machine or 
other thing for which a patent, in such case, is prayed 
for. (/) And it shall be the duty of said judge, after a 
hearing of any such case, to return all the papers to the 
Cpmmissioner, with a certificate' of his proceedings and 
decision, which shall be entered of record in the Patent 
Office; and such decision, so certified, shall govern the 
further proceedings of the Commissioner in such case (g) ; 
Provided^ however^ That no opinion or decision of the 
judge in any such case, shall preclude any person in- 
terested in favor or against the validity of any patent 
which has been, or may hereafter, be granted, from the 
right to contest the same in any judicial court, in any 
action in which its validity may come in question. 

(a) 1. Appeals were afterwards .allowed to be made to either of the 
assistaDt ju<^es of the Circuit Court of the District of Columbia. Act 
of August 18th, 1852, § 1. 

2. By the act of March 3d, 1863, section 3, establishing the Supreme 
Court of the District of Columbia, the justices of sudi court were 
clothed with the same powers theretofore exercised by the judges of 
tlie Circuit Court. 

{b) 1. The filing of the reasons of appeal is essentially the appeal 
itself. Greenough v. Clarh, MS. (App. Cas.)— Morsbll, J. ; D. C, 1853. 

2. Where the reasons of appeal are not filed within the time pre- 
scribea by the Commissioner of Patents, the right of appeal is lost. 
Ihid. Also, y/bde v. Matthews, MS. (App. Cas.)-— Cranch, Ch. J. ; D. 
C, 1850. 

3. But the Commissioner may enlarge the time to file such reasons. 
Justice v. Jones, MS. (App. Cas.)— Merrick, J. ; D. C, 1859. 

4. An appeal cannot be made after the time limited in the notice of 
appeal LinioUj Ex parte, MS. (App. Cas.) — Merrick, J.; D. C, 1860. 

See also Digest Pat. Cases, title Appeals, B. 1. 

(c) 1. The reasons of appeal must not be vague and unsatisfactory, 
as 'Hhat the decision of the Commissioner was in opposition to a clear 
apprehension of the merits of the case." Wvnslow, Ex parte, MS. (App, 
8* 



Digitized by VjOOQ IC 



178 PATENT LAWS. 

IN FORO&. ACT OF* 1839, CHAP. 88, § 11. 

Gas.)— Orakoh, CIl J. ; D. 0., 1850. Douglass y. BlakMmy Ma (App. 
Gas.)— Mrewok, J.; D. C, 1859. 

2. No reason of appoal can be considered as valid, which would not 
justify the Commissioner in refusing a patent. Wade y. MatthewSj MS. 
(App. Gas.)— Oranch, Ch. J.; D. C., 1850. 

3. No assignment is sufficiently explicit which does not, with reason- 
able certainty, point out the precise matter of alleged error. Douglasa 
Y. Blakmtcm, MS. (App. Cas.)--MERBICK, J. ; D. C., 1859. 

4. Th^ reasons of appeal should be bo expressed that the judge may 
gather from their language what is meant by them, but they need not 
be according to any technical formula. LaiUUey y. James, MS. (App. 
Gas.)— Merrick, J.; D. G., 1860. 

See also Digest Pat. Gasbs, title Appeals, B. 4. 

{d)\. The questions are to be decided by the judge according to the 
eyidence produced before the Gommissioner. Warmer v. Goodyear^ MS. 
(App. Gas.)--GRANCH, Gh. J. ; I>. G., 1846. Perry y. CmuM^ MS. (App. 
Gag.)— Granch, Ch. J.; D. G., 1847. 

2. The provision requiring the judge to hear and determine appeals 
" on the evidence produced before the Gommissioner," is to be con- 
strued with reference to section 7 of the act of 1836, providing that 
reasonable notice shall be given both to the party appealing, and the 
Commissioner, " so that they may have an opportunity of furnishing 
such facts and evidence as they may deem necessary to a just deci- 
sion." FuUz, Ex jnfM-te, MS. (App. Ga8.)--M0RSBLL, J.; D. G., 1853. 

3. There is nothing in the act of 1839. which takes away or impairs 
that right, but there is every reason to infer that it was intended to be 
saved to the fullest extent Ibid. . 

4. Where, therefore, a party has been prevented before the Commis- 
sioner from producing his proofs to support his claim, it is the duty of 
the judge, by reasonable regulations, similar to those directed by sec- 
tion 12 of the act of 1839, to pursue such a course, as will afford the- 
party an opportunity to produce such proofs, and he may make an 
order, authorizing the party to take and file his proofs as to the origi- 
nality and utility of his invention. Ibid, 

(e) 1. All the conditions prescribed by this section must be complied 
with as prerequisites before the judge can take jurisdiction. His juris- 
diction is special and limited, and no other power can be exercised ex- 
cept that expressly given. Greenough v. Clark, MS. (Apg. Gas.)— Moa- 
8ELL, J. ; D. G., 1853. 

2. The powers and jurisdiction of the judges. on appeal, are special 
and limited, and must be exercised and construed strictly. Fomeroy v. 
ConrUsfmj MS. (App. Gas.)— -Granch, Ch. J.; D. C, 1842. 

3. The power of the justices on appeal from the decision of the Gom- 
missioner of Patents is confined to the points involved in the reasons 
of appeal Kemper, Ex parte, MS. (App. Gas.)— Granoh, Gh. J.; D. G., 
1841. Arnold Y, Bishop, MS. (App. Gas.)— Granch, Gh. J.; D. G., 1841. 
Smith y. Flichinger, Md (App. Gas.>--ORANOH, Gh. J.; D. G., 1843. 
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Cochrane Y, Waterman, MS. (App. Gas.)— Cbanoh, Ch. J.; D. C, 1844. 
Warners. Goodyear^ MS. (App. Oas.)--CRANCH, Ch. J.; D. C, 1846. 
Win^aw^ Ex parte, MS. (App. Cas.)-— Cranch, Ch. J. ; D. C, 1850. 
Aiken, Ex parte, MS. (Apo. Gas.)— Cranch, Ch. J.; D. C, 1850. Bur- 
Jew V. (yNeO, MS. (App. Cas.)— Morsell, J. ; D. C, 1853. 

See also Digest Pat. Cases, title Appeals, B. 2, 3. 

(/) 1. The provision of this section as to the examination of the Com- 
missioner, &C., must be considered in connection with section 7 of the 
act of 1836, as to the powers of the old Board of Examiners. The 
statute means that the explanation may be so full and dear an expla- 
nation of the principles of the thing, as to enable the judge to weigh 
an4 apply the evidence offered, and is not to be Umited to a mere expo- 
sition of the'terms used; and such explanations the judge is bound to 
respect as a part of the case. Bichardson v. SickSf MS. (App. Cas.)-^ 
MOBSELL, J. ; D. C, 1854. 

2. The judge succeeds to all the authority conferred upon the Board 
of Examiners by section 7 of the act of 1836, to require of the Com- 
missioner and examiners information relative to the suliiject-matter un- 
der consideration, and to the fall extent Sedeff, Sx pcurte^ MS. (App. 
Cas.)— Morsell, J. ; D. C, 1863. 

3. The officer of tiie Patent Office attending before the judge is not 
to be considered as counsel for tiio Patent Office, or for either of the 
parties, but only attends to explain the decision of the Commissioner. 
Perry v. ComeU, MS. (App. Cas.)— Cranoh, Ch. J.; D. C, 1847. 

(g) 1. The provision tbat '* the dedsion of the judge shall govern the 
farther proceedings of the Commissioner in the case,*' applies only to 
60 mudi of the case as is involved in the reasons of appeal ; and the 
appeal itself can only be considered as an appeal to so much of the 
decision of the Commissioner as is a£fected by such reasons. ArwM 
V. Bishop, M& (App. Cas.)— Cranoh, Ch. J. ; D. C, 1841. 

2. If, therefore, after the judge shall have dedded in fevor of an ap- 
pUoanl^ upon the points inyolved in the reasons of appeal, other grounds 
remain for rejecting the claim, it would seem the Commissioner might 
still reject it ; whether sudi new rejection would be the subject of ap- 
peal; query. Ibid. 

3. As to who may appeal, see notes to section 8, act of 1836. 
See also DiassT Pat. Cases, title Appeals, B. 3 and 5. 

SEcnoiT 12. [Repealing act of 1836, § 7: Enlarged by 
act of 1861, § 1.] And be it further enacted^ That the 
Commissioner of Patents shall have power to make all 
9uch regulations in respect to the taking of evidence 
to be used in contested cases before him, as may be 
just and reasonable. And so much of the act to which 
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this is additional, as provides for a board of examiners, is 
hereby repealed. 

1. The power panted to the Commissioner under this section to 
make rules as to the taking of evidence, gives no right to msike neW 
rules of evidence, or to make new rules of law so as to divest vested 
rights. Dyson, Ex parte, MS. (App. Cas.)— Dunlop, J. ; D. C, 1860. 

2. The rules as to evidence, made under this section by the CJomrais- 
sidner of Patents, in conformity with the law, while they remain unabro- 
gated, are as binding as the law itself, and as well upon the Commis- 
sioner as on others. Arnold v. Bishop, MS. (App. Cas.) — CftANCH, Ch. 
J. ; D. C 1841. O'Hofra v. Hawes, MS. (App. Ca8.>--M0ESBLL, J. ; 
D. C, 1869. 

3. After a deposition has been taken while the rules were in force, a 
revocation of them cannot affect such deposition. A revocation can 
affect only subsequent proceedings. Arnold v. Bishop, MS. (App. Cas.) 
— Ceanch, Ch. J. ; D. C, 1841. 

4. The rules of the Patent Office as to takmg evidence, prescribed 
under this section, must be just and reasonable, according to the estab- 
lished principles and precedents in Uke cases. Nichols v. Harris, MS. 
(App. Cas.) — ^MoBSBLL, J.; D. C, 1854. 

5. The power of the Commissioner to make rules as to evidence is 
now extended to all cases pending before the Patent Office. Act of 
1861, § 1. • 

See also Digest Pat. Cases, title Evidence, C. 3. 

Sbctiok 13. [Obsolete : Repealed by act of 1862, § 3.] 
And be it further enacted^ That there be paid annually, 
out of the Patent fund, to the said Chief Justice, in con- 
sideration of the duties herein imposed, the sum of one 
hundred dollars. 

Approved March 3d, 1839. 

This section was repealed by section 3 of the act of 1852 ; and it was 
also provided that, in case of an appeal to the chief justice, or to either 
of the assistant justices, there should be paid to &Le judge to whom 
appeal should be made, the $25 required to be paid by this section. 
Act of 1852, § 2. 
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ACT OF 1842, CHAPTER 263. 
5 Statutes at Labge, 543, 

[T^M Act still in Force.] 

An Act in addition to an act to promote the progress of 

the useful arts, and to repeal all acts and parts of acts 

heretofore made for that purpose, (a) 

(a) This act purports, from its title, to repeal all acts and parts of 
acts heretofore made to promote the progress of the useful arts ; but 
though it extends some of the existing laws to new cases, it in fact re- 
peals no act or part of any act whatsoever. Simipson v. Fandj 2 Curt, 
506. — Curtis, J. ; Mass., 1855. 

Sbcjtion 1. ^e it enacted by the Senate and Souse of 
Mepresentatives of the United States of America in Conr 
gress assembled^ That the Treasurer of the United States 
be, and he hereby is, authorized to pay back, out of the 
Patent fund,^ny sum or sums of money, to any person 
who shall have paid the same into the Treasury, or to 
any receiver or depositary to^the credit of the Treasurer, 
as for fees accruing at the Patent Office through paistake, 
and which are not provided to be paid by existing laws, 
certificate thereof being made to said Treasurer by the 
Commissioner of Patents. 

Section 2. [Extending act of 1837, § 8.] And be it 
further enacted^ That the third section of the act of 
March, eighteen hundred and thirty-seven, which autho. 
rizes the renewing of patents lost prior to the fifteenth of 
December, eighteen hundred and thirty-six, is extended to 
patents granted prior to said fifteenth day of December, 
though they may have been \oK subsequently : Provided^ 
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however^ The same shall not have been recorded anew 
under the provisions of said act. 

Sections. [Obsolete: Supersededbyactof 1861,§ 11.] 
And he it further enacted^ That any citizen or citizens, 
or alien or aliens, having resided one year in the United 
States and taken the oath of his or their intention to be- 
come a citizen or citizens, who by his, her, or their own 
industry, genius, efforts, and expense, may have invented 
or produced any new and original design for a manufac- 
ture, whether of metal or other material or materials, or 
any new and original design for the printing of woollen, 
silk, cotton, or other fabrics, or any new and original 
design for a bust, statue, or bas relief or composition in 
alto or basso relievo, or any new and original impression 
or ornament, or to be placed on any article of manufac- 
ture, the same being formed in marble or other material, 
or any new and useful pattern, or print, or picture, to be 
either worked into or worked on, or printed or painted 
or cast or otherwise fixed on, any article of manufacture, 
or any new and original shape or configuration of any 
article of manufacture not known or used by others be- 
fore his, her, or their invention or production thereof, 
and prior to the time of his, her, or their application 
for a patent therefor, and who shall desire to obtain an 
exclusive prgperty or right therein to make, use, and sell 
and vend the same, or copies of the same, to others, by 
them to be made, used, and sold, may make application 
in writing to the Commissioner of Patents expressing 
such desire, and the Commissioner, on due proceedings 
had, may grant a patent therefor, as in the case now of 
application for a patent : Provided^ That the fee in such 
cases which by the now existing laws would be required 
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of the particular applicant shall be one-half the sum,^iid 
that the duration of said patent shall be seven years, and 
that all the regulations and provisions which now apply 
to the obtaining or protection of patents not inconsistent 
with the provisions of this act shall apply to applications 
under this section. 

Sbction 4. And be it further enacted^ That the oath 
required for applicants for patents may be taken, when 
the applicant is not, for the time being, residing in the 
United States, before any minister, plenipotentiary, chargi 
d^ affaires^ consul, or commercial agent holding commis- 
sion under the Government of the United States, or be- 
fore any notary public of the foreign country in which 
such applicant may be. 

Oaths required by act of 1836, section 6; affirmation substituted 
thorefor in certain cases by act of 1837, section 13. 

Secxion 5. And he it further enacted^ That if any per- 
Fon or persons shall paint or print or mould, cast, carve, 
or engrave, or stamp, upon any, thing made, used, or sold, 
by him, for the sole making or selling which he hath not 
or shall not have obtained letters patent, the name or 
any imitation of the name of any other person who hath 
or shall have obtained letters patent for the sole making 
and vending of such thing, without consent of such pat- 
entee, or his assigns or legal representatives; or if any 
person, upon any such thing not having been purchased 
from the patentee, or some person who purchased it from 
or under such patentee, or not having the license or con- 
sent of such patentee, or his assigns or legal representa- 
tives, shall write, paint, print, mould, cast, carve, engrave, 
stamp, or otherwise make or affix the word " patent," or 
the words " letters patent," or the word " patentee," or 
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any word or words of like kind, meaning, or import, 
with the view or intent of imitating or counterfeiting the 
stamp, mark, or other device of the patentee, or shall 
affix the same, or any word, stamp, or device, of like im- 
port, on any unpatented article, for the purpose of de- 
ceiving the public (a), he, she, or they, so offending, shall 
be liable for sach offence to a penalty of not less than one 
hundred dollars (J), with costs, to be recovered by action 
in any of the Circuit Courts of the XTnited Stages, or in 
any of the District Courts of the XTnited States having 
the powers and jurisdiction of a Circuit Court (c) ; one- 
half of which penalty, as recovered, shall be paid to the 
Patent fund, and the other half to any person or persons 
who shall sue for the same. 

(a) The penalty mentioned in this section is incurred as to all arti- 
cles made, and haying the word *' patent*' affixed, with a gviUty purpose 
or intent Stephena t. CatdweU, MS.— Spraoub, J.; Mass^ 1860. 

(() 1. This section — ^though its phraseology, " a penalty of not less than 
one hundred doUars,*' is peculiar— authorizes the infliction of a penalty 
of just one hundred dollars for the offence therein described and no 
more. Stimpaon t. i\mdi.2 Ourt., 606.— Citbtis, J.; Mass., 1855. 

2. The penalty may be recoyered in an action of debt IbicL^ 506. 

(c) The two years* limitation of suits for penalties, contained in sec- 
tion 32 of the Crimes act of 1790 (1 Stat at Large, 119X is repealed 
by implication by section 4 of the act of 1839 (5 Stat at Larg3, 322^ 
which extends the time to fiye jears. IbidLj 503. 

Section 6. [Superseded by act of 1861, § 13.] And be U 
further enacted, That all patentees and assignees of pat- 
ents hereafter granted, are hereby required to stamp, 
engrave, or cause to be stamped or engraved, on each 
article vended, or offered for sale, the date of the patent; 
and if any person or persons, patentees or assignees, shall 
neglect to do so, he, she, or they, shall be liable to the 
same penalty, to be recovered and disposed rf in the 
manner specified in the foregoing fifth section of this act 

Approved August 29th, 1842. 
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1. Under this section it was held, that it was not the selling the 
articles unstamped that made the party liable to the penalty, but the 
omitting to put the stamp on. Palmer v. AUen^ MS. — ^Betts, J. ; N. Y., 
1864. ' 

2. The assignees of an interest in a patent are no more liable for 
articles purchased and sold by them, without the date of the patent 
stamped on them, than any other persons, unless the articles were 
manufactured with their connivance. 'Ibid, 

3. Held, also, that the penalty attaches for each separate article 
sold. Ibid, 

4. It is necessary that each article should be stamped with the day 
of the month, as well as the year ; but if this is done it is sufficient, 
even if the word '* patented" is abbreviated. Bawley v. BagUy^ MS. 
— BiOTS, J.; N.Y., 1855. 



ACT OF 1848, CHAPTER 47. 

9 Statutes at Labgb, 231. 

[7%« Act still in Forcci 

An Act to provide additional examiners in the Patent 

Office, and for other purposes. 

Section 1. [Amending act of 1836, § 18.] Be it enacted 
by the Senate and House of Hepresentatives of the United 
States of America in Congress assembled^ That there 
shall be appointed, in the manner provided in the second 
section of the act entitled "An act to promote the prog- 
ress of useful arts, and to repeal all acts and parts of 
acts heretofore made for that purpose,'' approved July 
fourth, eighteen hundred and thirty-six, two principal ex- 
aminers, and two assistant examiners, in addition to the 
number of examiners now employed in the Patent Office ; 
and that hereafter each of the principal examiners em- 
ployed in the Patent Office shall receive an annual salary 
of twenty-five hundred dollars, and each of the assistant 
examiners an annual salary of fifteen hundred dollars (a) : 
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Provided^ That the power to extend patents now vested 
in the board composed of the Secretary of State, Com- 
missioner of Patents, and Solicitor of the Treasury, by 
the eighteenth section • of the act approved July fourth, 
eighteen hundred and thirty-six, respecting the Patent 
OflSce, shall hereafter be vested solely in the Commis- 
sioner of Patents (b) ; and when an application is made 
to him for the extension of a patent according to said 
eighteenth section, and sixty days' notice given thereof 
he shall refer the case to the principal examiner having 
charge of the class of inventions to which said case be- 
longs, who shall make a full report to «aid Commissioner 
of the said case, and particularly whether the invention 
or improvement secured in the patent was new and pat- 
entable when patented ; and thereupon the said Commis- 
sioner shall grant or refuse the extension of said patent, 
upon the same principles and rules that have governed 
said board ; but no patent shall be extended for a longer 
term than seven years, (o) 

(a) 1. The Commissioner of Patents is now authorized to appoint^ 
from time to time, examiners, not to exceed four in each class. Act 
of 1861, § 1 

2. As to the gradation and pay of examiners and clerks in the Pat- 
ent Office, Bene act of 1853, chapter 97, section 3. and act of 1860, sec- 
tion 5, and act of 1861, section 7. 

(h) 1. This act is not a repeal of section 18 of the act of 1836, pro- 
viding for the extension of patents, and the enactment of a new system 
for tluit purpose, but simply a repeal of so much of it as related to the 
action of the Secretary of State, and the Solicitor of the Treasury, 
leaving the Commissioner of Patents alone to go on in the execution 
of the duty. CoUy, Toung, 2 Blatchf., 473.— Nelson, J.; N. Y., 1852. 

2. Where an application for an extension of a patent under section 
18 of the act of 1836 was pending at the time of the passage of the 
act of 1848, which conferred upon the Commissioner of Patents solely, 
the power previously vested in the Board created by the act of 1836, 
Mdd, that it was not necessary te^ renew the application, but that the 
Commissioner had the power to go on with the proceedings as having 
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been already properly instituted, and complete them by granting the 
extension. Jbid.^ 473. ^ 

3. For reference to other decisions bearing upon the extension of 
patents, see section 18 of the act of 1836, and the notes thereto. 

(c) The extension of all patents granted subsequently to March 2d, 
1861, except patents for designs, which may be extended for seven 
years, is now prohibited. Act of 1861, § 16. 

Section 2. [Re-enacted by act of 1861, § 10.] And be 
it further enacted^ That hereafter the Commissioner of 
Patents shall require a fee of one dollar for recording any 
assignment, grant, or conveyance of the whole or any 
part of the interest in letters patent, or power of attor- 
ney, or license to make or use the thing patented, when 
such instrument shall not exceed three hundred words ; 
the sum of two dollars when it shall exceed three hun- 
dred and shall not exceed one thousand words ; and the 
sum of three dollars when it shall exceed one thousand 
words ; which fees shall in all cases be paid in advance. 

The original provision as to fees for recording assignments, was con- 
tained in the act of 1836, section 11. That section was repealed by 
acfc of 1839, section 8. Fees for recording were again restored by th^ 
section, which is also re-enacted in act of 1861, section 10. 

Section 3. And he it farther enacted^ That there shall 
be appointed, in manner aforesaid, two clerks, to be em- 
ployed in copying and recording, and in other services in 
the Patent Office, who shall each be paid a salary of one 
thousand two hundred dollars per annum. 

Section 4. And he it further enacted* That the Com- 
missioner of Patents is hereby authorized to send by 
mail, free of postage, the annual reports of the Patent 
Office, in the same manner in which he is empowered to 
send letters and packages relating to the business of the 
Patent Office. 

Approved May 27th, 1848. 
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ACT OF 1849, CHAPTER 108. 

9 Statxttss at Labgb, 395. 

[This Act still in Force,] 

Extract from the act entitled ^^ An Act to establish the 
Home Department, and to provide for the Treasury 
Department as Assistant Secretary of the Treasury 
and a Commissioner of the Customs.'* 
Section 2. And be it further enacted^ That the Secre- 
tary of the Interior shall exercise and perform all the 
acts of supervision and appeal in regard to the office of 
Commissioner of Patents, now exercised by the Secretary 
of State; and the said Secretary of the Interior shall 
sign all requisitions for the advance or payment of money 
out of the Treasury on estimates or accounts, subject to 
the same adjustment or control now exercised on similar 
estimates or accounts by the First or Fifth Auditor and 
First Comptroller of the Treasury. • 
Approved March 3d, 1849. 

ACT OP 1861, CHAPTER 82. 

9 Statutes at Labge, 617. 

[This Act still in Force.] 

Extract from the act entitled ^ An Act making appropria- 
tions for the civil and diplomatic expenses of govern- 
ment," Ac. ^ 
Section 2. And be it further enacted, That there shall 
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be appointed and paid, in the manner now provided by 

law, two principal examiners and two assistant examiners 

of patents, in addition to the examining force now em* 

ployed in the Patent Office. 

Approved March 3d, 1861. 

The CSommissioner of Patents is now authorized to appoint, from 
time to time, examiners, not to exceed four in each class. Act of 
1861, § 1. 



ACT OF 1862, CHAPTER 107. 
10 Statutes at Labge, 76. 

[This Act still in Force.] 

An Act in addition to an act to promote the progress of 

the useful arts. 

Section 1. [Enlarging act of 1839, § 11.] JBe it cn- 
(icted by the JSefiate and House of JRepresentdtives of the 
United States of America in Congress assembled^ That 
appeals provided for in the eleventh section of the act 
entitled ^^An act in addition to an act to promote the 
progress of the useM arts," approved March the third, 
eighteen hundred and thirty-nine, may also be made to 
either of the assistant judges of the Circuit Court of the 
District of Columbia, and all the powers, duties, and 
responsibilities imposed by the aforesaid act, and con- 
ferred upon the chief judge, are hereby imposed and 
conferred upon each of the said assistant judges. 

1. By the act of March 3d, 1863, the Circuit Court of the District of 
Columbia was abolished, and a Supreme Court for the District estab- 
lished ; and it was provided by section 3 of that act, that the justices of 
the said Supreme Court should severally possess the powers and exer- 
dse the jurisdiction now possessed and exercised by the judges of the 
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Circuit Oourt. Under this act, appeals are now taken to the justices of 
the said Supreme Court 

2. As to appeals, who may make, and when, see notes to sections 1 
and 8 of the act of 1836. 

3. As to the power of the judges on appeal, and the effect of their 
action, see section 11 of the act of 1839, and the notes thereto. 

Section 2. And be it further enacted^ That in case 
appeal shall be made to the said chief judge, or to either 
of the said assistant judges, the Commissioner of Patents 
shall pay to such chief jndge or assistant judge the sum 
of twenty-five dollars, required to be paid by the appel- 
lant into the Patent Office by the eleventh section of said 
act, on said appeal. 

Sbction 3. [Repealing act of 1839, § 13.] And he it 
further enacted^ That section thirteen of the aforesaid 
act, approved March the third, eighteen hundred and 
thirty-nine, is hereby repealed. 

Approved August 30th, 1852. 

ACT OP 1862, CHAPTER 108. 
10 Statutes at Labgb, 95, 96. 

[ThiiAU8tm%nF&ree.'\ 

Extracts from the act entitled ^'An Act makings appro- 
priations for the civil and diplomatic expenses of the 
Government," Ac. 
For compensation of the librarian of the Patent Office, 

twelve hundred dollars, to be paid out of the Patent 

Fund, (a) 
For books for the library of the Patent Office, to be 

paid out of the Patent Fund, one thousand five hundred 

dollars. 
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For fitting up the library of the Patent Office, to be 
paid out of the Patent Fund, two thousand dollars. 

For additional compensation to the disbursing derk 
and draughtsman in the Patent Office, the sum of three 
hundred dollars each, to be paid out of the Patent Office 
Fund; and that hereafter the disbursing clerk shall be 
required to give bond, with approved security in the sum 
of five thousand dollars, conditioned for the faithftd dis- 
charge of the duties of his office. 

For the compensation of two additional permanent 
clerks in the Patent Office, to be appointed by the Com- 
missioner of Patents, at a salary of fourteen hundred 
dollars each, the sum of twenty-eight hundred dollars, to 
be paid out of the Patent Office Fund. 

Approved August 81st, 1862. 

(a) The salary of the librarian is now fixed at one thouMOid eight 
hundred dollars. Act of 1861, § 4. 



ACT OF 1863, CHAPTER 97. 
10 Statutes at Labge, 209, 210, 211. 

[ThU Aet still in Force.] 

m 

Extracts from ^^An Act making appropriations for the 
civil and diplomatic expenses of the Gk>yernment," Sso. 
Section 1. For the purchase of books for the library, 
of the Patent Office, to be paid out of the Patent fund, 
one thousand five hundred dollars. ^ 

Section 3. And be it further enacted^ That from and 
after the thirtieth of June, eighteen hundred and fifty- 
three, the clerks in the Departments of the Treasury, 
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War, Nayy, the Interior^ and the Post Office, shall be 
arranged into four classes, of which class number one 
shall receive an annual salary of nine hundred dollars 
each, class number two an annual salary of one thousand 
two hundred dolliurs each, class number three an annual 
salary of one thousand five hundred dollars each, and 
class number four an annual^salary of one thousand eight 
hundred dollars each. 

This section also provides for eight clerks of the second 
class, twelve (including six assistant examiners) of the 
third class, and one of the fourth class ; and also provides 
for an increase of the salary of the chief clerk to two 
thousand dollars. 

Approved March 3d, 1863. 

1. The Commissioner of Patents is now authorized to appoint ex- 
aminers, not to exceed four in each class. Act of 1861, § 7. 

2. As to the pay of examiners, see also act of 1860, section 5, and act 
of 1861, section 7. 

3. The salary of the chief derk is now fixed at two thousand five 
hundred dollars. Act of 1861, § 4. 



ACT OF 1856, CHAPTER 176. 

10 Statittbs at Labge, 670, 674. 

[This Act still in Force.] * 

Extracts from '^An Act making appropriations for the 
civil and diplomatic expenses of die Government," Ac. 
Sbction 10. And be it further enacted^ That there 
shall be appointed and paid in the manner now provided 
hj law, four principal examiners and four assistant exam- 
iners of patents, in addition to the examining force now 
anthorized hj law, to be so employed in the Patent 
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Office ; and should the necessities of the public service, 
in the estimation of the Commissioner of Patents, require 
any additional examining force «to that herein provided, 
previous to the next session of Congress, there may also 
be appointed and paid in the manner now provided by 
law, in addition to the foregoing, not exceeding two prin- 
cipal and two assistant examiners, who shall not so con- 
tinue to be employed subsequent to the expiration of said 
next session of Congress, without further provision of 
law. 

The Commissioner of Patents is now authorized to appoint exami- 
ners, not to exceed four in each class. Act of 1861, § 7. 

SEcnoK 26. And be it farther enacted^ That the first 
assistant examiners in the Patent Office shall be rated as 
of the fourth class of clerks, and the second assistant 
examiners, machinist, and librarian as of the third class. 

Approved March dd, 1855. 



ACT OF 1866, CHAPTER 129 
11 SxATirTBS AT Laboe, 91. 

[This Act still in Force,] 

Extractll from the ^^Act making appropriations for cer- 

* tain civil expenses of the Government," Ac. 

SEcnoN" 9. And be it further enacted^ That there shall 

be appointed and paid, in the manner now provided by 

law, two principal examiners and two assistant examiners, 

in addition to the examining force now authorized by law 

to be so employed in the Patent Office. 

For provision authorizing the appointment of examiners bj the Ck>m- 
inissioner of Patents, see act of 1861, section 7. 

. 9 



Digitized by VjOOQ IC 



194 PATEN^T LAWS. 



ACT OF 1859, CHIP. 80, § 4. 



Section 10. [Obsolete — only temporary.] And be it 
further enacted^ That the Commissioner of Patents is 
hereby authorized to pay those employed in the United 
States Patent Office from April first, eighteen hnndred 
and fifty-four, uiltil April first, eighteen hundred and fifty- 
five, as examiners and assistant examiners of patents, at 
the rates fixed by law for these respective grades : Pro- 
videdj That the same be paid out of the Patent Office 
fund, and that the compensation thus paid shall not ex- 
ceed that received by those duly enrolled as examiners 
and assistant examiners of patents for the same period. 

Approved August 18th, 1856. 



ACT OF 1859, CHAPTER 80. 
11 Statutes at Laboe, 422. 

[This Act still in Force,] 

Extract from "An Act making appropriations for the legis- 
lative, executive, and judicial expenses of the Govern- 
ment," &c. - 

Section 4. And be it further enacted^ That the Secre- 
tary of the Interior be, and he is hereby, directed to 
cause the annual report of the Commissioner of Patents 
on mechanics hereafter to be made to the Senate and 
House of Representatives to be prepared and submitted 
in such manner as that the plates and drawings necessary 
to illustrate each subject shall be inserted so as to com. 
prise the entire report in one volume not to exceed eight 
hundred pages. 

Approved March 3d, 1859. 
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ACT OF 1860, CHAPTER 211. 
12 Statutes at Labge, 110. 
[Obsolete: Temporary^ Enactment,'] 

Extract from " An Act making appropriations for sundry 

civil expenses of the Government," &c. 

Section 6. And he it further enacted^ That the Com- 
missioner of Patents is hereby authorized to pay those 
employed in the Patent Office from April first, eighteen 
hundred and fifty-five, im^il April first, eighteen hundred 
and sixty, as examiners and assistant examiners of pat- 
ents, at the rates fixed by law for these respective grades: 
Provided^ that the same be paid out of the Patent Office 
fund, and that the compensation thus paid shall not ex- 
ceed that received by those duly enrolled as* examiners 
and assistant examiners of patents for the same period. 

Approved June 25th, 1860. 



ACT OF 1861, CHAPTER 37. 

12 Statutes at Labge, 130. 

[ This Act still in Force,] 

An Act to extend the right of appeal from the dei^isions 
of Circuit Courts to the Supreme Court of the United 
States. 

Section 1. [Enlarging act of 1836, § I'^O Be it enacted 
by the Senate and Souse of Representatives of th^ United 
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Slates of America in Congress assembled^ That from all 
judgments and decrees of any Circuit Court rendered in 
any action, suit, controversy, or case, at law or in equity, 
arising under any law of the United States granting or 
confirming to authors the exclusive right to their respec- 
tive writings, or to inventors the exclusive right to their 
inventions or discoveries, a writ of error or appeal, as 
the case may require, shall lie, at the instance of either 
party, to the Supreme Court of the United States, in the 
same manner, and under the same circumstances as is 
now provided by law in other judgments and decrees <rf 
such Circuit Courts, without regard to the sum or value 
iti controversy in the action; 
Approved February 18th, 1861. 

The provision as to writs of error or appeals from judgments and 
de^^rees rendered in actions arising under the patent laws, previous to 
the passage of this act, is 'contained in the act of 1836, section 17. 



ACT OF 1861, CHAPTER 88. 
12 Statutbs at Labge, 246. 

[This Act still in Force.] 

An Act in addition to " An act to promote the progress 
of the useful arts." 

SBcnoN 1. [Enlarging act of 1839, § 12.] JBe it en- 
acted by the Senate and Souse of Representatives of the 
United States of America in C<mgress assembled^ That 
the Commissioner of Patents may establish rules for 
taking affidavits and depositions required in cases pend- 
ing in the Patent Office (a), and such affidavits and deposi- 
tions may he taken before any justice of the peace, or 
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Other officer authorized by law to take depositions to be 
used in the courts of the United States, or in the State 
courts of any State where such officer shall reside ; and 
in any contested case (b) pending in the Patent Office it 
shall be lawful for the clerk of any court of the United 
States for any District or Territory, and he is hereby 
required, upon the application of any party to such con- 
tested case, or the a^ent or attorney of such party, to 
issue subpoenas for any witnesses residing or being within 
the said district or territory, commanding such witnesses 
to appear and testify before any justice of the peace, or 
other officer as aforesaid, residing within the said district 
or territory, at any time and place in the subpoena to be 
stated ; and if any witness, after being duly served with 
such subpoena, shall refuse or neglect to appear, or, after 
appearing, shall refuse to testify (not being privileged 
from giving testimony), such refusal or neglect being 
proved to the satisfaction of any judge of the court whose 
clerk shall have issued such subpoena, said judge may 
thereupon proceed to enforce obedience to the process, 
or to punish the disobedience in like manner as any court 
of the United States may do in case of disobedience to 
process of subpoena ad testificandum issued by such 
court ; and witnesses in such cases shall be allowed the 
same compensation as is allowed to witnesses attending 
the courts of the United States (c) : Provided^ That no 
witness shall be required to attend at any place more 
than forty miles from the place where the subpoena shall 
be served upon him to give a deposition under this law : 
Provided^ aUo^ That no witness shall be deemed guilty 
of contempt for refusing to disclose any secret invention 
made or owned by him : And provided^ further^ That 
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no witness shall be deemed guilty of contempt for dis- 
obeying any subpoena directed to him by virtue of this 
act, unless his fees for going to, returning from, and one 
day's attendance at the place of examination, shall be 
paid or tendered to him at the time of the service of the 
subpoena. 

(a) By the act of 1839, sectioii 12, the Commissioner was empowered 
to make regulations as to taking evidence in contested cases. This act 
extends to all cases pending in the Patent Office. 

(6) Whether, under this act, the power to compel the attendance of 
witnesses is not confined to ''^ contested cases" — as cases of interference 
— query. 

(c) Witnesses are allowed one dollar and fifty cents per day, and five 
cents per mile travelling from their places of residence to the place of 
trial or hearing, and five cents per mile for returning. Act of 1853, 
chap. 167, § 3. 

Section 2. And be it further enacted^ That for the pur- 
poses of securing greater uniformity of action in the grant 
and refasal of letters patent, there shall be appointed by 
the President, by and with the advice and consent of the 
Senate, three examiners-in-chief, at an annual salary of 
three thousand dollars each, to be composed of persons 
of competent legal knowledge and scientific ability, whose 
duty it shall be, on the written petition of the applicant 
for that purpose being filed, to revise and determine upon 
the validity of decisions made by examiners when adverse 
to the grant of letters patent ; and also to revise and de- 
termine in like manner upon the validity of the decisions 
of examiners in interference cases, and when required by 
the Commissioner in applications for the extension of pat- 
ents, and to perform such other duties as may be assigned 
to them by the Commissioner ; that from their decisions 
appeals may be taken to the Commissioner of Patents in 
person, upon payment of the fee hereinafter prescribed ; 
that the ssud examiners-in-chief shall be governed in their 
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action by the rules to be prescribed by the Commissioner 
of Patents, (a) 

Section 3. And be it further enacted. That no appeal 
shall be allowed to the examiners-in-chief from the deci- 
sions of the primary examiners, except in interference 
cases, until after the application shall have been twice re- 
jected (a) ; and the second examination of the application 
by the primary examiner shall not be had until the appli- 
cant, in view of the references given on the first rejection, 
shall have renewed the oath of invention (5), as provided 
for in the seventh section of the act entitled "An act to 
promote the progress of the useful arts, and to repeal all 
acts and parts of acts heretofore made for that purpose," 
approved July fourth, eighteen hundred and thirty-six. 

NOTBS TO §§ 2 AND 3. 

(a) L Previous to this act, all judicial acts done in the Patent Office 
bj the primary examiners or the board of appeals were, in intendment 
of law, the judicial acts of the Commissioner, and had no legal validity 
until sanctioned by him. They were the organs of the Commissioner 
to mqtUre and enligJUen his judgment, and till the Commissioner gave 
validity to their judicial acts, by his Jiat, they had no legal evidence as 
judgment. Snowden v. Fierce^ MS. (App. Gas.)— Dunlop, J. ; D. C, 
1861. 

2. Under the act of 1861, the primary examiners and examiners-in- 
chief are recognized aajudukai officers^ acting independently of the Com- 
missioner, who can only control them, when their judgment in due course 
comes before the Commissioner, on appeal. Ibid. 

3. Their acts are not the acts of the Commissioner, but their owu 
acts. They are no longer mere organs of the Commissioner, but inde- 
pendent officers. He can only reach and overrule them, when their 
judgments come regularly before him, on appeal Ibid. 

4. The Coinmissioner can give no judgment till the appeal reaches 
him, and this cannot be done till the judgment of the primary exam- 
iners has been submitted to the examiners-in-chief. Ibid. 

(b) The renewal oath dispensed with in all cases by act of 1863, § 1. 

Section 4* And be it furiKer enacted. That the salary 
of the Commissioner of Patents, from and after the pas- 
sage of this act, shall be fouf thousand fiye hundred dol- 
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lars per aDoum, and the salary of the chief clerk of the 

Patent Office shall be two thousand five hundred dollars, 

and the salary of the librarian of the Patent Office shall 

be eighteen hundred dollars. 

Previous to this act, the salary of the Commissioiier had been three 
thousand dollars per annum (act of 1836, section 1); that of the chief 
derk, seventeen hundred dollars per annum (act of 1836, section 2); 
and tiie compensation of the librarian, one thousand five hundred dol- 
lars per annum (act of 1853 ; act of 1855, section 25). 

Section 5. And be it further enacted^ That the Com- 
missioner of Patents is authorized to restore to the re- 
spective applicants, or when not removed by them, to 
otherwise dispose of such of the models belonging to 
rejected applications as he shall not think necessary to be 
preserved. The same authority is also given in relation 
to all models accompanying applications for designs. He 
is further authorized to dispense in future with models of 
designs when the design can be sufficiently represented 
by a drawing. 

Section 6. [Repealing act of 1837, § 10.] And be it 
further enacted, That the tenth section of the act ap- 
proved the third of March, eighteen hundred and thirty- 
seven, authorizing the appointment of agents for the 
transportation of models and specimens to the Patent 
Office, is hereby repealed. 

Section 7. And be it further enacted, That the Com- 
missioner is further authorized, from time to time, to 
appoint, in the manner already provided for by law, such 
an additional number of principal examiners, first assist* 
ant examiners, and second assistant examiners as may be 
required to transact the current business of the office 
with dispatch, provided the whole number of additional 
examiners shall not exceed four of each class, and that 
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the total annual Expenses of the Patent Office shall not 
exceed the annual receipts. 

Section 8. And be it further enacted^ That the Com- 
missioner may require all papers filed in the Patent Office, 
if not correctly, legibly, and clearly written, to be printed 
at the cost of the parties filing such papers ; and for gross 
misconduct he may refuse to recognize any person as a 
patent agent, either generally or in any particular case ; 
but the reasons of the Commissioner for such refusal shall 
be duly recorded, and be subject to the approval of the 
President of the United States. 

Section 9. [Amending act of 1836, §§ Y, 12; and re- 
pealing in part § 13 of same act.] And he it further 
enactedjTh^Lt no money paid as a fee on any application 
for a patent after the passage of this act shall be with- 
drawn or refunded (a), nor shall the fee paid* on filing a 
caveat be considered as part of the sum required to be 
paid on filing a subsequent application for a patent for 
the same invention, (b) That the three months' notice 
given to any caveator, in pursuance of the requirements 
of the twelfth section of the act of July fourth, eighteen 
hundred and thui;y-six, shall be computed from the day 
on which such notice is deposited in the post office at 
Washington, with the regular time for the transmission 
to the same added thereto, which time shall be indorsed 
on the notice ; and that so much of the thirteenth section 
of the act of Congress, approved July fourth, eighteen 
hundred and thirty-six, as authorizes the annexing to let- 
ters patent of the description and specification of addi- 
tional improvements is hereby repealed, and in all cases 
where additional improvements would now be admissible, 
independent patents must be applied for. 

9* 
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(a) The right of withdrawal was given to American applicants by 
the act of 1836, section 1 ; and was extended to foreigners by the act 
of 1837, section 12. 

(&) The right of having a caveat fee applied as part of the sum to be 
paid upon a subsequent application, was given by the act of 1836, sec- 
tion 12. 

Section 10. And be it further enacted^ That all laws 
now in force fixing the rates of the Patent Office fees to 
be paid, and discriminating between the inhabitants of 
the United States and those of other countries, which 
shall not discriminate against the inhabitants of the 
United States, are hereby repealed, and in their stead 
the following rates are established : 

On filing each caveat, ten dollars. 

On filing each original application for a patent, except 
for a design, fifteen dollars. 

On issuing each original patent, twenty dollars. 

On every appeal from the examiner-in-chief to the Com- 
missioner, twenty dollars. 

On every application for the reissue of a patent, thirty 
dollars. • 

On every application for the extension of a patent, fifty 
dollars ; and fifty dollars in addition, on the granting of 
every extension. 

On filing each disclaimer, ten dollars. 

For certified copies of patents and other papers, ten 
cents per hundred words. 

For recording every assignment, agreement, power of 
attorney, and other papers of three hundred words or 
under, one dollar. « 

For recording every assignment, and other papers, over 
three hundred and under one thousand words, two dollars. 

For recording every assignment or other writing, if 
over one thousand words, three dollars. 
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For copies of drawings, the reasonable cost of making 
the same. 

Section 11. [Superseding act of 1842, § 3.] And be 
it further enacted^ That any citizen or citizens, or alien 
or aliens, having resided one year in the United States, 
and taken the oath of his or their intention to become a 
citizen or citizens, who, by his, her, or their own industry, 
genius, efforts, and expense, may have invented or pro- 
duced any new and original design, or a manufacture, 
whether of metal or other material or materials, and 
original design for a bust, statue or bas-relief, or compo- 
sition in alto or basso relievo, or any new and original 
impression or ornament, or to be placed on any article of 
manufocture, the same being formed in marble or other 
material, or any new and useful pattern or print, or pic- 
ture, to be either worked into or worked on, or printed, 
or painted, or cast, or otherwise fixed on any article of 
manufactcje, or any new and original shape or configura- 
tion of any article of manufacture, not known or used by 
others before his, her, or their invention or production 
thereof, and prior to the time of his, her, or their applica- 
tion for a patent therefor, and who shall desire to obtain 
an exclusive property or right therein to make, use, and 
sell, and vend the same, or. copies of the same, to others, 
by them to be made, used, and sold, may make applica- 
tion, in writing, to the Commissioner of Patents, express- 
ing such desire ; and the Commissioner^ on due proceed- 
ings had, may grant a patent therefor, as in the case now 
of application for a patent, for the term of three and one- 
half years, or for the term of seven years, or for the term 
of fourteen years, as the said applicant may elect in his 
application : Provided^ That the fee to be paid in such 
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application shall be for the term of three years and six 
months, ten dollars, for seven years, fifteen dollars, and 
for foorteen years, thirty dollars : Andy provided^ That 
the patentees of designs under this act shall be entitled to 
the extension of their respective patents for the term of 
sev^n years^ from the day on which said patent shall ex- 
pire, upon the same terms and restrictions as are now 
provided for the extension of letters patent. 

1. This act does not require utility in order to secure the henefits of 
Its provisions. Wooster v. Crane, MS. — ^Bbnedict, J. ; N. Y., 1866. 

2. But it docs require that the shape produced shaU be the result of 
industry, effort, genius, and expense. - Ibid. 

3. Senible, That the shape or configuration sought to be secured 
should be new and original, as applied to articles of manufacture. 
Jbid. 

4. "W. obtained a patent for "the design and confip^ ration of a reel" 
for containing ruffles, Ac, and which consisted of two parallel disks of 
pasteboard, cut in the form of a rhombus, with the corners rounded, 
and connected by four wood cross pieces, on which the ruffles were 
wound. Hdd, the shape being a well-known mathematical figure, 
and a common one in many artides of manufacture, that its application 
to a reel could not be said to be the result of industry, genius, efforts, 
and expense. Ibid. 

5. Under the present practice of the Patent Office, names, titles, bill- 
heads, and other matters intended for use as circulars or trade-marks, 
if printed in the ordinary moyable type, are not held to be patentable 
as designs. 

6. But when any such matter is the special work of an artist for a 
specified purpose, as when engrayed, it may be patented as a design. 
Hence, when a patent is desired for a design to be used as a trade- 
mark, it is recommended that it should be engrayed. 

Section 12. [Amending act of 1836, § l&.J And be it 
further enacted^ That all applications for patents shall he 
completed and prepared for examination within two 
years after the filing of the petition, and in default there- 
of, they shall be regarded as abandoned by the parties 
thereto ; unless it be shown to the satisfaction^of the Com- 
missioner of Patents that such delay was unavoidable ; 
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and all applications now pending shall be treated as if 

filed after the passage of this act, and all applications for 

the extension of patents, shall be filed at least ninety 

days before the expiration thereof; and notice of the 

day set for the hearing of tBe case shall be published, as 

now required by law, for at least sixty days. 

The previous provisions as to the extension of patents are contained 
in section 18 of the act of 1836, and section 1 of the act of 1848, 
amending the former act of 1836. 

Section 13. [Repealing act of 1842, § 6.] And be U 
further enacted. That in all cases where an article is 
made or vended by any person under the protection of 
letters patent, it shall be the duty of such person to give 
sufficient notice to the public that said article is so patent- 
ed, either by fixing thereon the word patented, together 
with the day and year the patent was granted ; or when, 
from the character of the article patented, that may be 
impracticable, by enveloping one or more of the said 
articles, and affixing a label to the package or otherwise 
attaching thereto a label on which the notice, with the 
date, is printed; on failure of which, in any suit for 
the infringement of letters patent by the party fiuling so 
to mark the article the right to which is infringed upon, 
no damage shall be recovered by the plaint!^ except on 
proof that the defendant was duly notified of the infringe- 
ment, and continued after such notice to make or vend 
the article patented. And the sixth section of the act 
entitled ^^An act in addition to an act to promote the 
progress of the useful arts," and so forth, approved the 
iwehty-ninth day of August, eighteen hundred and forty- 
two, be, and the same is hereBy, repealed* 

The act of 1842 imposed a penalty of one hundred doUars on each 
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article vended or offered for sale, not haying the date of the patent 
stamped or marked upon it ; but the neglect to do so did not affect ^e 
right of the patentee in aay action of infringement brought bj him un- 
der his patent 

SBcmoN 14. [Obsolete: Repealed by act of 1862.] 
And be it further encLcted^ That the Commissioner of 
Patents be, and he is hereby, authorized to print, or in 
his discretion to canse to be printed, ten copies of the 
description and claims of all patents which may hereafter 
be granted, and ten copies of the drawings of the same, 
when drawings shall accompany the patents : Provided^ 
The costs of printing the text of said descriptions and 
claims shall not exceed, exclnsive bf stationery, the sum 
of two cents per hundred words for each of said copies, 
and the cost of the drawing shall not exceed fifty cents 
per copy; one copy of the above number shall be printed 
on parchment to be affixed to the letters patent; the 
work shall be under the direction, and subject to the 
approval, of the Commissioner of Patents, and the ex- 
pense of the said copies shall be paid for out of the 
Patent fund. 

Sbctiok 15. And he it further enacted^ That printed 
copies of the letters patent of the United States, with the 
seal of the Patent Office affixed thereto and certified and 
signed by the Commissioner of Patents, shall be legal 
evidence of the contents of said letters patent in all 
cases. 

SBcmoN 16. [Modifying act of 1836, § 6 ; Superseding 
act of 1836, § 18]. And he it further enacted^ That all 
patent.! hereafter granted ^hall remain in force for the 
term of seventeen years from the date of issue ; and all 
extension of such patents is hereby prohibited. 
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Sbchon 17. And be it further encuited, That all acts 
and parts of acts heretofore passed, which are inconsist- 
ent with the provisions of this act, be, and the same are 
hereby, repealed. 

Approved March 2d, 1861. 

ACT OF 1862, CHAPTER 182, 

12 Statutes at Large, 583. 

[This Act still in Force,] 

An Act making supplemental appropriations for sandry 

civil expenses. 

[Repealing act of 1861, § 14.] For the fund of the 
Patent OflSce, fifty thousand eight hundred and fifty-five 
dollars and forty-nine cents, to supply a deficiency exist- 
ing under the act of March second, eighteen hundred and 
sixty-one, entitled "An act in addition to an act to pro- 
mote the progress of the useful arts:" Provided^ That 
the fourteenth section of said act be, and the same is 
hereby, repealed. 

Approved July 16th, 1862. 

ACT OF 1863, CHAPTER 102. 
12 Statutes at Labge, 796. ^ 

[This Act still in Force,] 

An Act to amend an act entitled *' An act to promote the 

progress of the useful arts." 

Section 1. [Repealing act of 1836, § 7, in part.] Be it 
enacted by the Senate and House of Representatives of 
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the United States of America in Congress assembled^ 
That so much of section seven of the act entitled "An 
act to promote the progress of the useftd arts," approved 
July fourth, eighteen hundred and thirty-six, as requires a 
renewal of the oath, be^ and the same is hereby, repealed. 

Section 2. Arid be it further enacted^ That, whereas 
the falling off of the revenue of the Patent Office re- 
quired a reduction of the compensation of the -Examiners 
and clerks, or other employees in the office, after the 
thirty-first day of August," eighteen hundred and sixty- 
one, that the Commissioner of Patents be, and he is 
hereby, authorized, whenever the revenue of the office 
will justify him in so doing, to pay them such sums, in 
addition to what they shall already have received, as will 
make their compensation the same as it was at that time. 

Section 3. [Extended by acts of 1864 and 1865.] And 
be it further enacted^ That every patent shall be dated as 
of a day not later than six months after the time at which 
it was passed and allowed, and notice thereof sent to the 
applicant or his agent And if the final fee for such 
patent be not paid within the said six months, the patent 
shall be withheld, and the invention therein described 
shall become public property as against the applicant 
therefor : Provided^ That in all cases where patents have 
been allowed previous to the passage of this act, the 
said six months shall be reckoned from the date of such 



Approved March 3d, 1863. 
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ACT OF 1864, CHAPTER 169. 
13 Statutes at Labgb, 194. 

[This Act still in Faree,] 

An Act amendatory of ''An act to amend an act enti- 
tled an act to promote the progress of the useful arts," 
approved March third, eighteen hundred and sixty- 
three. 

[Enlarging act of 1863, § 3.] Be it enacted by the Sen- 
ate and House of Representatives of the United States 
of America in Congress assembled^ That any person 
haying an interest in an invention, whether as the in- 
ventor or assignee, for which a patent was ordered to 
issue upon the payment of the final fee, as provided in 
section three of an act approved March third, eighteen 
hundred and sixty-three, but who has failed to make pay- 
ment of the final fee, as provided by said act, shall have 
the right to make the payment of such fee, and receive 
the patent withheld on accoimt of the non-payment of 
said fee, provided such payment be made within six 
months from the date of the passage of this act : Pro- 
vided^ That nothing herein shall be so construed as to 
hold responsible in damages any persons who have manu- 
factured or used any article or thing for which a patent 
Vs aforesaid was ordered to be issued. 
Approved June 25th, 1864. 
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ACT OF 1865, CHAPTER 112. 

13 Statuteb at Laegb, 533. 

[This Act still in Force,] 

An Act amendatory of "An act to amend an act entitled 
an act to promote the progress of the useM arts," ap- 
proved March third, eighteen hundred and sixty-threa 
[Enlarging act of 1863, § 3.] Be it enacted by the 
Senate and House of Representatives of the United 
States of America in Congress assembled^ That any per- 
son having an interest in an invention, whether, as in- 
ventor or assignee, for which a patent was ordered to 
issue upon the payment of the final fee, as provided in 
section three of an act approved March third, eighteen 
hundred and sixty-three, but who has failed to make pay- 
ment of the final fee, as provided in said act, shall have 
the right to make an application fbr a patent for his in- 
vention, the same as in the case of an original applica- 
tion, provided such application be made within two years 
after the date of the allowance of the original applica- 
tion : Provided^ That nothing herein shall be so construed 
as to hold responsible in damages any persons who have 
manufactured or used any article or thing for which a 
patent aforesaid was ordered to issue. This act shall 
apply to all cases now in the Patent Office, and also to 
such as shall hereafter be filed. And all acts or parts of 
acts inconsistent with this act are hereby repealed. 
Approved March 3d, 1865. 
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ACT OF 1866, CHAPTER 126. 

14 Statutes at Labgb, 66. 

[Ohwlete: Temporary Enactment,'] 

An Act to authorize the Commissioner of Patents to pay 
those employed as examiners and assistant examiners 
the salary fixed by law for the duties performed by 
them. 

Be it enacted hy the Senate and Souse of JRepresentOr 
tives of the United States of America in Congress assem- 
bledj That the Commissioner of Patents is hereby author- 
ized to pay those employed in the patent office from April, 
first, eighteen hundred and sixty-one, nntil the first day 
of August, eighteen hundred and sixty-five, as examiners 
and assistant examiners of patents, at the rates fixed by 
law for these respective grades ; Provided^ that the same 
be paid out of the patent office fundi and that the com- 
pensation thus paid shall not exceed that received by 
those duly enrolled as examiners and assistant examiners 
of patents for the same period. 
Approved, June 18, 1866. 

ACT OF 1866, CHAPTER 143. 

14 Statutiis at Labgb, 76. 

[This Act still in Force,] 

An Act in amendment of an act to promote the progress 
of the useful arts, and the acts in amendment of and in 
addition thereto. 

[Qualifying Act of 1861, § 2.] JSe it enacted by the Sen- 
ate and Hov^e of Representatives of the United States 
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of America in Congress assembled^ That upon appealing 
for the first time from the decision of the primary exami- 
ner to the ezaminers-in-chief in the patent office, the appel- 
lant shall pay a fee of ten dollars into the patent office, to 
the credit of the patent fund; and no appeal from the 
primary examiner to the examiners-in-chief shall hereafter 
be allowed until the appellant shall pay said fee. 
Approved, June 27, 1866. 
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2. Application ih)r Patent, by invbntoe. 

3. Applioation fob Patent, by ezeoutob ob abionistbatob. 

4. Application fob Patent fob a DESipN. 
6. Application fob beissub, by patentee. 

6. Application fob reissue, by assignee ob eiibcutob. 

7. Application for extension, by patentee. 

8. DiSCLAIKEB. 

9 Appeal to ezaminebs in chief. 
30. Appeal to Comhissioneb of Patents. 

11. Appeal to justices Supbehb Coubt Distbict Columbia. 

12. Depositions. 

13. Assignment of invention before Patent: Patent to issue 

to assignee. 

14. Assignment of invention befobb Patent: Patent to issue 

TO inventob and anotheb. 

15. Assignment of entire or partial interest in a Patent. 

16. Assignment of undivided interest in Patent. 

17. Exclusive license to make and use an invention. 

18. License to use an invention on payment of royalty. 



1. Caveat. 



Petition. 

To THE OoMMISStONEB OF PATENTS: 

The petition of John Fitch, of Philadelphia, in the county of 
Philadelphia and State of Pennsylvania, 

Bespeotfully bbpbesents: 

That he has invented a new and improved mode of prevent- 
ing steam boilers from bursting, and that he is now engaged in 
making experiments for the purpose of perfecting the same, pre- 
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paratory to his applying for letters patent therefor. He there- 
fore prays that the subjoined description of his invention may 
be filed as a caveat in the confidential archives of the Patent 
Office, agreeably to the provisions of the act of Congreaa in that 
case made and provided; he having paid ten dolklrs into the 
treasury of the United States, and otherwise complied with the 
requirements of the said act. 

JOHN FITCH. 
PHILA.DELPHIA, March 1, 1856. 

Description of Inventio7i, 

To ALL "WHOM IT MAT <?ONCKKN : 

Be it known that I, John Fitch, of Philadelphia, in the county 
of Philadelphia, and State of Pennsylvania, have invented a new 
and improved mode of preventing steam boilers from bursting, 
and that the following is a general description thereof. 

My invention consists in making in the upper part of a steam 
boiler an aperture similar to that made for the safety-valve ; and 
in filling or closing such aperture with a plug or disk of some 
alloy, which will fuse at any given degree of heat, and permit 
the steam to escape, should the safety-valve fail to perform its 
functions. 

The steam boiler is constructed in any of the known forms, 
and may have applied to it gauge-cocks, a safety-valve, and other 
usual appendages. To obviate any danger that may arise from 
the adhesion of the safety-valve or from any other cause, I make 
in the top of the boiler an opening similar to that made for the 
safety-valve, and I fill such opening with a plug or disk of fusi- 
ble alloy, secured in any sufficient manner. Such fusible plug 
may be made so as to melt at a given temperature, which will 
be that to which it is desired to limit the pressure of the steam. 

When the temperature of the steam in the boiler rises to such 
limit, the alloy will melt and allow the steam to escape, thus 
preventing all danger of explosion. 

JOHN FITOH. 

Witnesses — 

RoBEBT Fulton, 
Oliveb Evans. 

The description in a caveat need not be as particular as is requisite 
in a specification; but should be sufficiently precise to enable the Pat- 
ent Office to judge as to any probable interference when a subsequent 
application is filed. 
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- - 

Oath, 

olty and oountt op philadelphia, ) 

State of Pennsylvania, \ **' 

On this first day of March, 1866, before me, the subscriber, a 
justice of the peace, personally appeared the within-named John 
Fitch, and made solemn oath [or aflBrmation] that he verily 
believes himself to be the originfid and first inventor of the mode 
herein described for preventing steam boilers from bursting, and 
that he does not know or believe the same was ever before 
known or used ; and that he is a citizen of the United States [or 
in the ease of an alien, and that he is a native of (naming the 
country), that he has resided in the United States for the year 
last past, and has made oath of his intention to become a citizen 
thereof], 

: : BENJAMIN FRANKLIN, 

: 5 OBWT : ^ Justice of the Peace. 



2. Application fob Patent, by inventob. 

Petition. 

To THE OOMMISSIONEB OF PATENTS! 

The petition of John Fitch, of Philadelphia, in the county of 
Philadelphia and State of Pennsylvania, 

Respectfully eepbesents : 

That your petitioner has invented a new and improved mode 
of preventing steam boilers from bursting, which he verily be- 
lieves has not been known or used prior to the invention thereof 
by your petitioner. He therefore^ prays that letters patent of 
the United States may be granted to him therefor, vesting in 
hjm and his legal representatives the exclusive right to the same, 
upon the terms and conditions expressed in the act of Congress 
in that case made and provided ; he having paid fifteen dollars 
into the treasury, and complied with the other provisions of the 
said act. 

JOHN FITOH. 

Pnn^DELPHiA, January 1, 1857. 
10 
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/Specification. 

To ALL WHOM IT MAT OONOEBN: 

Be it known that I, John Fitch, of Philadelphia, in the county 
of Philadelphia, in the State of Pennsylvania, have invented a 
new and improved mode of preventing steam boilers from burst- 
ing [or, a new and useful machine for (stating the use and title 
of the machine) ; or, a new and useful improvement on a, or on 
the, machine, &c.] ; and I do hereby declare that the following 
is a full and exact description thereof, reference being had to the 
accompanying drawings, and to the letters of reference marked 
thereon, making a part of this specification. 

The nature of my invention consists in providing the upper 
part of a steam boiler with an aperture in addition to that for 
the safety-valve ; which aperture is to be closed by a plug or 
disk of alloy, which will fuse at any given degree of heat, and 
permit the steam to escape, should the safety-valve fail to per- 
form its functions. 

To enable others skilled in the art to make and use my inven- 
tion, I will proceed to describe its construction and operation. 
1 construct my steam boiler in any of the known forms, and ap- 
ply thereto gauge-cocks, a safety-valve, and the other appendages 
of such boilers ; but in order to obviate the danger arising from 
the adhesion of the safety-valve, and from other causes, I make 
a second opening in the top of the boiler, similar to that made for 
the safety-valve, as shown at A, in the accompanying drawing ; 
and in this opening I insert a plug or disk of fusible alloy, se- 
curing it in its place by a metal ring and screws, or otherwise. 
This fusible metal I, in general, compose of a mixture of lead, 
tin, and bismuth, in such proportions as will insure its melting 
at a given temperature, which must be that to which it is in- 
tended to limit the steam ; and will, of course, vary with the 
pressure the boiler is intended to sustain. 

I surround the opening containing the fusible alloy by a tube 
B, intended to conduct off any steam which may be discharged 
therefrom. When the temperature of the steam in such a boiler 
nses to its assigned limit, the fusible alloy will melt, and allow 
the steam to escape freely, thereby securing it from all danger 
of explosion. 

-What I claim as my invention, and desire to secure by letters 
patent, is the application to steam-boilers of a fusible alloy 
which will melt at a given temperature, and allow the steam to 
escape, as herein described, using for that purpose the aforesaid 
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metallic componnd, or any other substantially the same, and 
which will produce the intended effect. 

JOHN FITOH. 
Witnesses — 

Robert Fulton, 
Oliver Evans. 

Oaih, 

City and Oounty op Philadelphia,) 
State op Pennsylvania, \ ' 

On this first day of January, 1857, before me, the subscriber, 
a justice of the peace, personally appeared the within-named 
John Fitch, and made solemn oath [or affirmation] that he verily 
believes himself to be the original and first inventor of the mode 
herein described for preventing steam boilers from bursting, and 
that he does not know or believe the same was ever before 
known or used ; and that he is a citizen of the United States [or 
citizen or subject of other country, as the case may be], 

: : - BENJAMIN FRANKLIN, 

: e OEHT : Justice of the Peace. 

: iMT. Bir. : 
: BTAjip. : 



If the application is made through a solicitor or other person, there 
will be required a Power of Attorney, which may be as follows 

Power of Attorney/. 

Know all Men by these Presents, That I, John Ktch, 
hereby constitute and appoint Robert Morris, of the city of 
Philadelphia, or his accredited agent, my Attorney, to prosecute, 
before the Patent Office of the United States, the accompanying 
application; to alter or modify the Specification and Claim 
therein as may be necessary, and as he may deem expedient ; to 
receive any Letters Patent which may be granted therefor ; and 
to do all things proper and necessary in the premises, with full 
power of substitution and revocation. 

Witness my hand, this first day of January, a. d. 1867. 

i 60c«NT : JOHN FITOH. 

: iMT. RKv. : 
: SCAMP. : 
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8. Application' for Patent, by executor or admin- 

ISTBATOR OF INTKirrOR. 

Petition. 

To THE COMMISSIONBB OF PATENTS: 

The petition of Robert Morris, of Philadelphia, in the county of 
Philadelphia, and State of Pennsylvania, execntor of John 
Fitch, of the same place, 

Respectfully eepbesents: 

That, as your petitioner is informed and believes, John Fitch, 
late of said city, was, during his lifetime, the first and original 
inventor of a new and improved mode of preventing steam 
boilers from bursting, which your petitioner believes had not 
been known or used prior to the invention thereof by said 
John Fitch. 

That said John Fitch died, at the said city of Philadelphia, on 
or about the first day of January, 1367, and that your petitioner, 
upon due and proper proceedings being had, and having com- 
plied with all the requirements of the law in such oases made 
and provided, was appointed executor [or administrator of the 
goods and effects] of him, said Fitch. 

Your petitioner therefore prays that letters patent of the 
United States may be granted to him therefor, vesting in him, 
in trust for the heirs at law [or devisees] of said Fitch, the exclu- 
sive right to the said invention, upon the terms and condition 
expressed in the act of Congress in that case made and pro- 
vided; he having paid fifteen dollars into the treasury, and 
complied with the other provisions of the said act. 

ROBERT MORRIS, 

Executor of John iltoh. 

Philabelphia, July 1, 1857. 

deification. 

To ALL WHOM IT MAT OONOEBN : 

Be it known that John Fitch, of Philadelphia, in the county 
of Philadelphia, and State of Pennsylvania, invented a new and 
improved mode of preventing steam boilers from bursting, and 
that the following is a full and exact description thereof, refer- 
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ence being had to the accompanying drawings and to the letters 

of reference marked thereon, making a part of this specification. 

The nature of the said invention, &c. [The specification will 

be the same as before, except that it will be in the third person.] 

ROBERT MORRIS, 
Witnesses — Executor of John Fitch, 

RoBEBT Fulton, 
Oliver Evans. 

Oath. 

City and County op Philadelphia, ) 
State op Pennsylvania, f 

On this first day of July, 1857, before me, the subscriber, a 
justice of the peace, personally appeared the within-named 
Robert Morris, and made solemn oath [or aflBrmation] that he 
is the executor [or administrator] of John Fitch, deceased, late 
of said city and State, that he verily believes the said John 
Fitch was the original and first inventor of the mode herein de- 
scribed for preventing stieam boilers from bursting ; and that he 
does not know or believe the same was ever known or used be- 
fore the invention thereof by said John Fitch ; and that the said 
John Fitch was, and the said Robert Morris is, a citizen of the 
United States. 

: : BENJAMIN FRANKLIN, 

: 6 oiNT : Justice of the Peace. 

• ; INT. BKT. : 
: tTAlCP. z 



4. AppucATioir FOB Patent fob a dbsign. 
Petition. 

To THE OOHMISSIONBB OP PATENTS : 

The petition of Benjamin "West, of the city and county of Phila- 
delphia and State of Pennsylvania, 

Respbotpully bepbesents: 

That your petitioner has invented or produced a new and 
original design or pattern for carpets [or design for a trade- 
mark], which he verily believes has not been known prior to' 



Digitized by VjOOQ IC 



222 FORMS UNDER THE PATENT LAWS. 

* APPLIOATION rOB PATENT FOB A DESIGN. 

the production thereof by your petitioner. He therefore prays 
that letters patent of the United States may be granted to him 
therefor, for the term of three and a half [or seven, or fourteen] 
years, vesting in him and his legal representatives the exclusive 
right to the same, upon the terms and conditions expressed in 
the act of Congress in that case made and provided, he having 
paid ten [or fifteen, or thirty] doUars into the treasury and com- 
plied with the other provisions of the said act. 

BENJAMIN WEST. 
Philadelphia, January 1, 1866. 

Specification. 

To ALL WHOM IT MAY CONOEBM : 

Be it known that I, Benjamin West, of the city of Philadel- 

Ehia, in the county of Philadelphia and State of Pennsylvania, 
ave originated and designed a new pattern for carpets or other 
fabrics [or design for a trade-mark], of which the following is a 
full, clear, and exact description, reference being had to the ac- 
companying specimens or drawings, making part of this specifi- 
cation. 

[Here follows a description of the design, with reference to 
the specimen or drawing, the specification to conclude as fol- 
lows :] 

Claim. 

What I claim as my invention and desire to secure by letters 
patent, is the design or pattern for carpets or other fabrics [or 
design for a .trade-mark] herein set forth. 

BENJAMIN WEST. 
Witnesses — 

Noah Websteb, 

Nathaniel Bowditoh. ^ 

Oath. 

oitt and coitntt of philadelphia, ) 
State of Pennsylvania, \ * 

On this first day of January, 1866, before the subscriber, a jus- 
tice of the peace, personally appeared the within-named Benjamin 
West, and made solemn oath [or affirmation, as the case may be] 
that he verily believes himself to be the original and first inven- 
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tor, or producer, of the design or pattern for carpets [or design 
for a trade-mark] herein described, and that he does not know 
or believe that the same was ever before known or nsed, and 
that he is a citizen of the United States. 

BKNJAliflN FRANKLIN, 
: 5 orar : Justice of the Peace. 



5. ApPUCATIOir FOB BBISSITEy BT THE OBIGEETAL 
PATENTSB. 

Petition. 

To THB OOMMISSIONBB OF PATENTS! 

The petition of Samnel Morej, of Philadelphia, in the coantj 
of Philadelphia and State of Pennsylvania, 

Respbotfully befbesbnts: 

That he did obtain letters patent of the United States for an 
improvement in the boilers of steam-engines, which letters 
patent are dated on the first day of March, 1850 ; that he now 
believes that the same are inoperative and invalid by reason of 
a defective specification, which defect has arisen from inadvert- 
ence and mistake. He therefore prays that he may be allowed 
to surrender the same, and requests that new letters patent may 
issue to him, for the same invention, for the residue of the 
period for which the original patent was granted, under the 
amended specification herewith presented, he having paid thirty 
dollars into the treasury of the United States, agreeably to the 
requirements of the act of Congress in that case made and pro 
vided. 

SAMUEL MOREY. 

PmLADBLPmA, January 1, 1860. 

Specification. 

To ALL WHOM rr XAY oonoebn: 

Be it known that I; Samuel Morey, of Philadelpliia, in the 
county of Philadelphia, in the State of Pennsylvania, have in- 
vented a new and useful improvement in the boilers of steam- 
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engines ; and I do hereby declare tbat tHe following is a full 
and exact description thereof, reference being had to the accom- 
panying drawings, and to the letters of reference marked 
thereon. 

[The specification will conform substantially to that in the 
original application, with such changes in the description and 
claims thereof as shall embrace what is sought to be covered by 
the reissue.] 

[But as a reissued patent must be for the "same invention for 
which the original patent was granted " (act 1836, § 13), care 
should be taken not to make any such alterations or changes 
as will expand the inventioa beyond that originally described 
or represented, as such enlargement of the invention will vitiate 
the patent, even if granted.] 

Oath. 

OiTT AND County op Philadelphia, ) 
State op Pennsylvania, ( ' 

On this first day of January, 1860, before the subscriber, a 
justice of th^ peace, personally appeared the above-named 
Samuel Morey, and made solemn oath [or aflBrmation] that he 
verily believes that, by reason of an insuflicient or defective 
specification, his aforesaid patent is not fully valid and available 
to him ; and that the said error has arisen from inadvertence, 
accident, or mistake, and without any fraudulent or deceptive 
intention, to the best of his knowledge or belief. 

: .••: ' JAMES DALLAS, 

: 6 cKirr : Justice of the Peace. 

: XKT. BBv. : 
: BTAMp. : 



6. APPLICATIOir FOB BEI8SUB BY THE ASSI6NBB, ' OB 
EXBCUTOB, OF THE OBIGIKAL PATBNTBB. 

Petition. 

To THE OOMMISSIONEB OP PATENTS : ' 

The petition of James 0. Fisher, of Philadelphia, in the county 
of Philadelphia and State of Pennsylvania, 
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Respectfully bepbesents: 

That Samuel Morej, of said city, did obtain letters patent of 
the United States for an improvement in the boilers of steam- 
engines, which letters patent are dated on the first day of March, 
1850 ; that your petitioner, by an assignment duly made and 
executed, bearing date the first day of January, 1855 [or by 
mesne assignments duly made and executed], and recorded in 
the Patent OflBce of the United States, has become the owner 
and holder of said letters patent [or that the said Samuel Morey 
departed this life on the tenth day of May, 1858, and that your 
petitioner has been duly appointed his executor]; and your 
petitioner now believes that the said letters patent are inopera- 
tive and invalid, by reason of a defective specification, which 
defect has arisen from inadvertence and mistake. He therefore 
prays that he may be allowed to surrender the same, and re- 
quests that new letters patent may issue to him, for the same 
invention, for the residue of the, period for which the original 
patent was granted, under the amended specification herewith 
presented, he having paid thirty dollars into the Treasury of the 
United States, agreeably to the requirements of the act of Con- 
gress in that case made and provided. 

JAMES 0. FISHER. 

Philadelphia, January 1, 1860. 

Specification. 
To all whom it may oonoebn: 

Be it known that Samuel Morey, of Philadelphia, State of 
Pennsylvania, invented a new and useful improvement in steam 
boilers, and that the following is a full and exact description 
thereof, reference being had to the accompanying drawings and 
to the letters of reference marked thereon, and making a part 
of this specification. 

[The rest of the specification will be as in No. 5, except that it 
will be expressed in the third person.] 

Oath. 

City Aim County op Philadelphia, 
State of Pennsylvania, 

On this first day of January, 1860, before the subscriber, a 
justice of the peace, personally -appeared the above-named 
10* 
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James 0. Fisher, and made solemn oath [or affirmation] that he 

verily believes that, by reason of an insufficient or defective 

specification, the aforesaid patent is not fully valid and available 

to him ; and that the said error has arisen from inadvertence, 

accident, or mistake, and without any fraudulent or deceptive 

intention, to the best of his knowledge or belief. 

: ; BENJAMIN FRANKLIN, 

: 6 osKT. i Justice of the Peace. 

: INT. BKT. : 

BTAMF. 



7. Appiioation fob extension, by Patentee. 
JPetition. 

To THE OOMMISSIONEB OF PATENTS : 

The Petition of Sebastian Cabot, of Oabotsville, in the county 
of Hampden and State of Massachusetts, 

Respbotfully bbpbesbnts: 

That your petitioner, on the tenth day of April, 1849, duly 
obtained letters patent of the United States, for improvements 
in machines for manufacturing weavers' heddles; that said 
letters patent were issued in the name of your petitioner [and 
were duly reissued to him on the first day of August, 1860, if 
' such was the fact] : that your petitioner verily believes himself 
to be the original and first inventor of said improvement ; that 
he has made diligent exertions to put said invention into general 
use, and to realize compensation from the public therefor, but 
that, without neglect or fault on his part, he has failed to obtain 
from the use and sale of said invention a reasonable remunera- 
tion for the time, ingenuity, and expense bestowed upon the 
same, and the introduction thereof into use. 

Your petitioner therefore prays, that the said >4^tters patent 
may be duly extended, according to law. 

SEBASTIAN OA^OT. 

Oabotstillb, January 1, 1863. 
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Statement 



In the matter of the application of 
Sebastian Oabot, for the exten- 
sion of letters patent of the 
United States granted to him 
on the 10th day of April, 1849, 
for improvements in machines 
for manufacturing wire heddles. 



Before the Commissioner 
of Patents. 



Staianeni and Account, prepared and submitted under the provisions of 
% IS, of the act of l^Se. 

The Statement of Sebastian Cabot, of Cabotsville, county of 
Hampden and State of Massachusetts, the above-named appli* 
cant, respectfully shows: 

[Such statement should set forth clearly and intelligibly the 
facts and circumstances connected with the original invention, 
and its development ; the time and money spent in perfecting 
the same ; the efforts that have been made to effect its introduc- 
tion into use ; and such facts as go to show or prove the ascer- 
tained value of the invention ; and all receipts derived from and 
expenditures paid out in connection with such invention, which 
receipts and expenditures should be sufficiently in detail to ex- 
hibit a true and faithful account of loss and profft, in any man- 
ner accruing from and by reason of the invention. 

Such statement should also be accompanied by an account, 
showing in debit and credit the expenditures and receipts con- 
nected with the invention, and set out in the statement.] 

SEBASTIAN CABOT. 

Oabotsvillb, January 1, 1863. 

Oath. 

State of Massachusetts, ) 
County of Hampden. ( * 

On this first day of January, 1863, before me, the subscriber, 
a justice of the peace, personally appeared the above-named 
Sebastian Cabot, and made solemn oath [or affirmation] that he 
verily believes that the foregoing statement and account, signed 
by him, is a true and correct account of the receipts and ex- 
penditures derived from and paid out in connection with hia be- 
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forre-mentioned invention and letters patent, and of the ascer- 
tained value of such invention, and that he has, without neglect 
or fault on his part, failed to ohtain from the use and sale of his 
said invention a reasonable remuneration for the time, ingenui- 
ty, and expense bestowed upon the same, and its introduction 
into use. 

: : JAMES NEWBOLD, 

: 5 o»HT : Justice of the Peace. 

: iHT. BEY. : 

STAXP. 



An application for an extension, made bj an executor or administra- 
tor of the patentee, wUl be substantially like the above, except that 
changes wiU be made in the petition and oath similar to such as are 
set forth and contained in Form 3. 



8. DiSCLAIMEB. 
To THE COMMISSIONEB OF PaTKNTS : 

The petition pf Sebastian Cabot, of Oabotsville, in the county 
of Hampden and StAte of Massachusetts, 

Respbotfully bepbesbnts: 

That letters patent of the United States, bearing date the first 
day of March, 1850, were granted to your petitioner for certain 
improvements in the steam-engine [or, " that he has, by assign- 
ment, duly recorded in the Patent Office, become the owner of 
a right for the neveral States of Massachusetts, Connecticut, and 
Rhode Island, to certain improvements in the steam-engine, for 
which letters patent of the United States were granted to John 
Doe, of Boston, in the State of Massachusetts, dated on the first 
day of March, 1850"]; that he has reason to believe that, 
throu^gh inadvertence and mistake, the claim made in the speci- - 
fication of said letters patent is too broad, including that of 
which your petitioner [or the said patentee] was not the first in- 
ventor. Your petitioner, therefore, hereby enters his disclaimer 
to that part of the claim in the aforenamed specification which 
is in the following words, to wit : *^ I also claim the particular 
manner in which the piston of the above-described engine is 
oonstru'cted ao as to insure the close fitting of the packing 
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thereof to the cylinder, as set forth ;'^ which disclfdmer is to 
operate to the extent of the interest in said letters patent vested 
in your petitioner, who has paid ten dollars into the Treasury of 
the United States, agreeably to the requirements of the act of 
Congress in that case made and provided. 

Oabotsville, January 1, 1860. SEBASTIAN OABOT. . 
- Witnesses — 

John Doe, 

RioHABD Rob. 



9. Appeal to examiners in chief. 

To THE Commissioner of Patents: 

SiE ; In conformity with section third of the act of Congress 
dated 2d March, 1861, I hereby make application for an appeal 
from the decision of the principal examiner in the matter of my 
application for a patent for an improvement in the manner of 
tripping the valves of steam-engines, re^jected a second time on 
tenth day of December, 1863, and request that the same may bo 
heard by the examiners in chie^ the fee on appeal required ic 
such cases having been paid. 

Dated, January 1, 1864. Respectfully, 

JOHN ERRICSON. 



10. Appeal to the Commissioneb of Patents. 

To THE Commissioner of Patents: 

Sib : In conformity with section second of the act of Congress 
dated 2d 3Iarch, 1861, I hereby make application for an appeal, 
in the matter of my application for a patent for an improvement 
in the manner of tripping the valves of steam-engines, from the 
decision of the examiners in chief, made therein, on the third 
day of February, 1864, and request that the same may be heard 
by you, in person, the fee required by said act having been duly 
*paid by your T)eiitiouer. 

JOHN ERRICSON. 
Dated, March 1, 1864. 
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IL Appeals to thb Justices of the Supeemb Coubt 
OP THE District op Columbia. 

1. In case of refusal of Patent. 

To THE Hon. Judges of the Supbbme Ooubt of the Distbiot 
OF Columbia: 

The petition of Charles Marshall, of New York, in the county 
of New York and State of New York, respectfully showeth, that 
he has heretofore invented a new and useful improvement in 
machines for crushing ore, and has applied to the Patent Office 
of the United States for a patent for the same, and has complied 
with the requirements of the several acts of Congress, and with 
the rules of the Patent Office prescribed in* such cases ; that his 
said application has been rejected by the Commissioner of Pat- 
ents ; that he has filed in said office his prayer for an appeal 
from said decision, and notice thereof to said Ouinmissioner, and 
his reasons of appeal, and paid into the same the sum of twenty- 
five dollars upon said appeal ; all which will appear from the 
certificate of said Commissioner of Patents hereto annexed, 
. And the said Charles Marshall prays that his said appeal may 
be heard and determined by your Honors, at such time as may 
be appointed for that purpose ; and that the Commissioner of 
Patents may be duly notified of the same, and directed in what 
manner to give notice thereof to the parties interestied. 

Patent Office, "Washington, B. C, > 
January 10th, 1866. f 
I hereby certify that the above-named Charles Marshall has 
complied with the requisites of the law necessary to perfect his 
aforesaid appeal. 

T. C. THEAKER, 

Commissioner of Patents. 

To THE Hon. T. C. Thbakeb, Commissioner of Patents : 

Charles Marshall, of New York, in the county of New York 
and State of New York, prays that an appeal may be allowed him 
from the decision of ^y our Department, rejecting his application 
for a patent for improvements in machines for crushing ore, and 
of this you are respectfully requested to take notice. 
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And the said Charles Marshall assigns the following reasons 
for appealing from the said decision of the Oommissioner of Pat- 
ents, viz.: 

2. In case of rejection on Interference, 

To THE Hon. Judges of the Supbeme Ooubt of the District 
OF Columbia : 

The petition of Charles Marshall, of New York, in the county 
of New York and State of New York, respectfully showeth, 
that he has heretofore invented a new and useful machine for 
desulphurizing ores, and has applied to the Patent Office of the 
United States for a patent for the 8arae,*and has complied with 
the requirements of the several acts of Congress, and with the 
rules of the Patent Office prescribed in such cases ; that after- 
wards it. was declared by the Commissioner of Patents that your 
petitioner's claims interfered with those of James King, of Aus- 
burn, in the county of Monroe and State of New York, an appli- 
cant for a patent toj^ a similar invention, and the question of 
priority of invention was determined by him in favor of the 
said James King ; that your petitioner has filed in said office his 
prayer for an appeal from said decision, and notice thereof to 
said Commissioner, and his reasons of appeal, and paid into the 
same tlie sum of twenty-five dollars upon said appeal; all which 
will appear from the certificate of said Commissioner of Patents 
hereto annexed. 

And the said Charles Marshall prays that his said appeal may 
be heard and determined by your Honors, at such time as may 
be appointed for that purpose ; and that the Commissioner of 
Patents may be duly notified of the same, and directed in what 
manner to give notice thereof to the parties interested. 

CHARLES MARSHALL. 

New York, Feb- 1, 1866. 



Patent Office, Washington, D. C, } 
February 4th, 1866. J 
I hereby certify that the above-named Charles Marshall has 
complied with the requbites of the law necessary to perfect his 
aforesaid appeal. 

T.* 0. THEAKER, 

Commissioner of Patents. 
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To THB Hon. T. 0. Thkakee, Commissioner of Patents : 

Oharleft Marshall, of New York* in the county of New York 
and. State of New York, prays that an appeal may be allowed 
Jiim from the decision of your Department upon the interference 
declared between the said Charles Marshall and James King, and 
determining the question of priority in favor of the said James 
King, and of this you are respectfully requested to take notice. 
And the said Charles Marshall assigns the following reasons 
for appealing from the said decision of the Commissioner of 
Patents, viz. : 



12. DKPOsrrioNS. 
1. Notice of taking. 



Before the Commissioner 
of Patents. 



In the matter of the Interference 
between the application of 
E. F. for a Patent for Im- 
provement io Skirts, and the 
application of I. K. for a Pat- 
ent for the same invention. 

_J 

Sib: Please take notice that an examination of witnesses in 
the above matter, on the part of the said E. F., will be had in 
the city of New York, at the office of R. S. Stillwell, Nos. 41 and 
43 Chambers Street, in said city, before R. S. Stilwell, United 
States Commissioner, or some person authorized to take depo- 
sitions, and that said examination will commence on the first 
day of January, 1866, at ten o'clock in the forenoon, aud that 
the same will be adjourned from time to time, if necessary, un- 
til the witnesses produced shall be examined. 

You can attend, and cross-examine the witnesses produced^ 
if you desire. Yours, &c., 

Dated, New Yoez, Dec. 24^ 1866. RUFUS CHOATE, 

Counsel for E. F. 

To Chuiles Sullivan, Esq., 

Counsel for L K., 25 Wall Street, New York. 

Such notice is required only in interference and other contested cases. 
It must be served a reasonable time before the time ot taking the 
deposition, by delivering a copy to -the adverse party ; or, if he can- 
not be found, such service may be made upon his ag^nt or attorney, or 
by leaving a copy at his usual place of residence, with some member, 
of his family arrived at years of discretion. 
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SEPOSmOKS. 



2. Depoaitiorijform of. 



In the matter of tlie Interference 
between the application of 
E. F. for a patent for Im- 
provement in Skirts, and the 
application of I. K. for a pat- 
ent for the same invention. 



Before the Oommissloner 
of Patents. 



Depositions of witnesses, produced, sworn, and examined in 
the above matter, on the part of E. F., before me, R. 8. Stil- 
well. United States Commissioner, at my office, Nos. 41 and 4'* 
Chambers Street, in the citj of New York, on the first day of 
January, 1866, pursuant to the foregoing notice hereto arm. xed, 
marked Exhibit A. 

Present: RUFUS CHOATE, Esq., 

Counsel for E. F,, and 
^ CHARLES SULLIVAN, Ebq., 

Counsel for I. K. 

A. B., a witness produced on the part of said E. F., being 
duly sworn, doth depose and say, in answer to interroj^atorieR 
propounded to him by Rpfus Choate, counsel for E. F., as 
follows : 

1. Interrogatory, What is your name, age, residence, and 
occupation f 

1. Answer, My name is A. B. ; my age is 45 ; I am a car- 
penter, and reside in Boston, Massachusetts. 

And in answer to cross-interrogatories proposed to Idm by 
George Sullivan, counsel for I. K., as follows, viz. : 

1. Cross-Interrogatory, &e, 

(Signed) ^ A. B. 

State of New York, ) 

City and County op New York. J ' 

At the said city and county, on the Ist day of January, a. d. 
1866, before me personally appeared the above-named A. B., 
and made oath that the foregoing deposition, by him subscribed, 
contains the whole truth, and nothing but the truth. 

The said deposition is taken at ibe request of E. F., to ^e 
used upon the hearing of an interference between the claims of 
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the said E. F, and those of I. K., before the Commissioner of 
Patents of the United States, at his office, on the first Monday 
of February- next. The said I. K. was duly notified, as appears 
by the original notice hereto annexed, and attended by George 
Sullivan, his counsel. 

Certified by me, 

: 6 OTirr : R. S. STILWELL, 

: "^^7' j ■ U. S. Commissioner. 



CerHficak on the envehpe containing {he deposiiiona. 

I hereby certify that the depositions of A. B., C. D., Ac, re- 
lating to the matter of interference between E. F. and G. H., 
were taken, sealed up, and addressed to the Commissioner of 
Patents by me. 

R. S. STILWELL, 

U. S. Commissioner. 



13. ASSIGKMEKT OF INYEiniON BEFOBE PaTBNT : 

Patent to issue to assignee. 

Whereas I, Jethro Wood, of Scipio, in the county of Cayuga 
and State of New York, have invented certain new and useful 
improvements in Houghs, for which I am about to make appli- 
cation for letters patent of the United States; and whereas 
David Peacock, of Burlington, New Jersey, has agreed to pur- 
chase from me all the right, title, and interest which I have, or 
may have, in and to the said invention in consequence of the 
grant of letters patent therefor, and has paid to me, the said 
Wood, the sum of five thousand dollars, the receipt of which is 
hereby acknowledged : Kow this indenture witnesseth, that for 
and in consideration of the said sum to me paid, I have assigned 
and transferred, and do hereby assign and transfer, to the said 
David Peacock, the full and exclusive right to all the improve- 
ments made by me, as fully set forth and described in the speci- 
fication which I have prepared and executed preparatory to the 
obtaining of letters patent therefor. And I do hereby authorize 
and request tue Commissioner of Patents to issue the said letters 
patent to the said D^iyid Pei^pk, as the assignee of my whole 
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__^________________— __— — ^_-— — —— 

right and title thereto, for the sole use and behoof of the said 
David Peacock and his legal representatives. 

In testimony whereof, I have hereunto set my hand and affixed 

my seal this 16th day of February, 1856. 
Sealed and delivered ) JETHRO WOOD, [seal.] 

in the presence of ) 
Geoboe Cltmer, 
David Rittknhoxjse. 

State of New Yoek, ) 
County of Cayuga. ( * 

On this 16th day of February, 1866, before me, a justice of the 
peace, within and for said county, persondly appeared Jethro 
Wood, to me known to be the individual described in, and who 
executed, the foregoing assignment, and acknowledged that he 
executed the same for the uses and purposes therein mentioned^ 

; ; A. B., 

• 5 cMT : Justice of the Peace, 

: i»T. »tT. ; 
: BTAMP. : 



An acknowledgment is not required by the statute, but it is most 
advisable to have it made. 



14. Assignment op invention before Patent: Pat- 
ent TO ISSUE TO INVENTOR AND ANOTHER. 

Whereas I, Jethro Wood, of Scipio, in the county of Cayuga 
and State of New York, have invented certain new and useful 
improvements in Ploughs, for which I am about to make appli- 
cation for letters patent of the United States; and whereas 
David Peacock, of Burlington, New Jersey, is desirous of ob- 
taining an interest in the said inveution, and in any letters pat- 
ent that may be obtained therefor, and has paid to me, the said 
Wood, the sum of five thousand dollars, the receipt of which is 
hereby acknowledged : Now this indenture witnesseth, that, for 
and in Consideration of the said sum to me paid, I have assigned 
and transferred, and do hereby assign and transfer to the said 
David Peacock and to myself, xhe full and exclusive right to all 
the improvem<^nts made by me, as fully set forth and described 
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in the specification which I have prepared and executed pre- 
paratory to the obtaining of letters patent therefor. And I do 
herebj authorize and request the Commissioner of Patents to 
issue the said letters patent to the said David Peacock and to 
myself^ as the assignees of my whole right and title thereto, for 
the sole use and behoof of the said David Peacock and myself^ 
and our legal representatives. 

In testimony whereof, I have hereunto set my hand and afSzed 
my seal, this 16th day of February, 1856. 

Sealed and delivered ) JETHRO WOOD, [sbal.] 
in presence of s : : 

GboROB OlYMES, 5omrr : 

David Ritteithousb. * ""' **^* ' 



BTAMP. 

Acknowledgment, as in No. 13. 



15. ASSIGKICBNT OF THE ENTIBB OB OF A PARTIAL 
INTEBEST IN A PATENT. 

. Whereas I, Jethro Wood, of Scipio, in the county of Cayuga 
and State of New York, did obtain letters patent of the United 
States for certain improvements in Ploughs, which letters patent 
bear date the 1st day of March, 1855 ; and whereas David Pea- 
cock, of Burlington, New Jersey, is desirous of acquiring an 
interest therein : Now this indenture witnesseth, that for and 
in consideration of the sum of two thousand dollars, to me in 
hand paid, the receipt of which is hereby acknowledged [or to 
be paid according to the terms of a certain agreement, of even 
date herewith, made by and between said Peacock and myself], 
I have assigned, sold, and set over, and do hereby lissign, sell, 
and set over, unto the said David Peacock, all the rights title, 
and interest which I have in the said invention, as secured to 
me by said letters patent, for, to, and in the entire territory of 
the United States [or in the several States of New York, New 
Jersey, and Pennsylvania, and in no other place or places] ; the 
same to be held and enjoyed by the said David Peacock, for his 
own use and behoof, and for the use and behoof of his legal rep- 
resentatives, to the full end of the term for which said letters 
patent are granted [if it is intended to assign for any extended 
term, then add — and for tlie term of any extension thereof], as 
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fully and entirely as the same would have been held and enjoyed 
by me had this assignment and sale not been made. 
In testimony whereof I hereunto set my hand and affix my 

seal, this 16th day of February, 1856. 
Sealed and delivered in ) JETHRO WOOD, [seal.] 

the presence of s ; 

Jacob Pebkins, : Cobnt : 

Benjamin Fbanklin. : ^sJ^JJ* : 



Acknowledgment, as in No. 13. 



16. Assignment op an itndivided intebbst in a 
> Patent. 

Whereas I, Jethro Wood, of Scipio, in the county of Oayuga 
and State of New York, did obtain letters patent of the United 
States for certain improvements in Ploughs, which letters patent 
bear date the 1st day of March, 1866 ; and whereas David Pea- 
cock, of Burlington, New Jersey, is desirous of acquiring an in- 
terest therein : Now this indenture witnesseth, that for and in 
consideration of the sum of two thousand dollars, to me in hand 
paid, the receipt of which is hereby acknowledged, I have as- 
signed, sold, and set over, afid do hereby assign, sell, and set 
over, unto the said David Peacock, the full and equal undivided 
one-half- part of all the right, title, and interest which I have in 
the said invention, as secured to me by said letters patent, for, 
to, and in the entire territory of the United States [or' within 
the several States of New York, New Jersey, and Pennsylvania, 
but in no other places], the same to be held and enjoyed by the 
said David Peacock, for his own use and behoof, and for the 
use and behoof of his legal representatives, to the full end of 
the term for which said letters patent are granted [if it is in- 
tended to assign for any extended term', th6h add-— and for the 
term of any extension thereof — ] as fully and entirely as the 
same would have been held and enjoyed by me had this assign- 
ment and sale not been made. 

It is hereby covenanted and agreed, by and between the par- 
ties hereto, that neither of said parties, their executors, admin- 
istrators, or assigns, will sell or dispose of their interest in said 
patent, or grant licenses under the same to make and use, or 
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Bell said invention, without the written consent of the other 
party first had and obtained. 

It is further covenanted and agreed, by and between the par- 
ties hereto, and for themselves, their heirs, executors, adminis- 
trators, and assigns, that in case they, or either of them, shall 
manufacture and sell ploughs under said letters patent, and con- 
taining the invention therein described, that the party so making 
and selling such ploughs shall and will pay to the other party 
hereto, or his representatives, as royalty or patent fee, the sum 
of one dollar on each and every plough so made and sold by 
him, which payment shall be made on the first day of January 
in each and every year ; and that correct books of account of all 
ploughs so made shall be kept, which shall be open to the in- 
spection of the other party or his representatives, at all reason- 
able times. 
In testimony whereof, the said parties have hereunto set their 
hands and affixed their seals, this 16th day of February, 
1856. 

JETHRO WOOD. [sbal.] 
Sealed and delivered in ) DAVID PEACOCK, [sbal.] 

the presence of \ ; • 

Jacob Pbekins, i 6 o«nt : 

Benjamin Fbanklin. : "SaIp.^* J 



Acknowledgment, as in No. 13. 



17. EXCLXTSIYE UGENSB TO MikKS, TTSB, JlND ffELL AX 
INVENTION. 

Whereas letters patent of the United States, bearing date the 
Ist day of January, 1850, were granted to Jethro Wood, of 
Scipio, in the county of Cayuga and State of New York, for 
certain improvements in Ploughs, as by reference to said letters 
patent will more fully appear ; 

And ^^hereas, John Brown, of Boston, State of Massachusetts, 
is desirous of obtaining the right to make, use, and sell the said 
invention within and for the States of Massachusetts, Connecti- 
cut, and Rhode Island, and has agreed to pay therefor the sum 
of three thousand dollars : 

Now this indenture witnesseth, that the said Jethro Wood, 
for and in consideration of the sum of one thousand dollars in 
hand paid by the said John Brown, and of the two promissory 
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notes of the said John Brown, each being for the sum of one 
thousand dollars, and bearing even date with these presents, and 
payable in one and two years from the date thereof, with in- 
terest, the receipt of which money and notes is hereby acknowl- 
edged, hath given and granted, and by these presents does give 
and grant unto the said John Brown, his executors, administra- 
tors, and assigns, during the residue of the unexpired term of 
said letters patent, full and free liberty, license, power, and 
authority to make, use, and sell, or vend to others to be sold, 
either wholesale or retail, within and for the several States of 
Massachusetts, Connecticut, and Rhode Island, the said inven- 
tion, or ploughs employing and using the invention described and 
set iforth in said letters patent, and to receive to his and their 
own use any and all profits and advantages which shall or can 
be made by the making, use, and selling of said invention within 
said territory, and that without any let, suit, trouble, or hin- 
derance of tiim, said Jethro Wood, his executors, or administra- 
tors, or'any other person or persons claiming to hold and use 
said invention, from, by, or under him or them, by virtue of 
said letters patent, or otherwise. 

Provided, however, that if at any time the said party of the 
second part or his representatives shall make default in the pay- 
ment of the said promissory notes or either of them, it shall and 
may be lawful for the said party of the first part, or his repre- 
sentatives, to revoke and annul this license, upon giving written 
notice to such effect to said party of the secotid part, or his rep- 
resentatives, and which notice may be served by leaving the 
same at the ordinary place of business of said party of the second 
part, or his representatives, and if such note shall not be paid 
within ten days after such notice, then this license shall be and 
become null and void, and all rights and privileges under the 
same shall cease and determine ; and thereupon it shall and may 
be lawful for any court of equity, having jurisdiction, to per- 
petually enjoin and restrain the said party of the second part, and 
his representatives, and all persons claiming under them, from 
making, using, or selling said invention or any part thereof. 

The said party of the first part, for himself, his executors, ad- 
ministrators, and assigns, hereby covenants and agrees with the 
said party of the second part, that he or they will not license 
and empower any person or persons whatever to make, use, or 
sell the said invention within the territory before named, during 
the existence of this license ; but nothing herein contained shall 
be construed to hinder or prevent the said party of the first 
part, or his representatives, from constructing or licensing the 
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construction of the said iuvention to be made and used else- 
whore than in the territory aforesaid. 

Should it be decided, before the said notes or either of them 
shall become due as aforesaid, by any court having jurisdiction 
to pass upon the validity of letters patent, that the said letters 
patent so granted to said Jethro Wood, are invalid and null and 
void, the said party of the second part shall be thereby released 
and discharged of and from the payment of such of the said 
promissory notes as then remain nnpsdd ; and if either of said 
notes shall then be paid, said party of the first part covenants 
with said party of the second part to repay the one-half Of what- 
ever sums shall have been so paid : Provided^ however, that if 
such adjudication, as to the validity of such letters patent, shall 
not have been made by the court of last resort, and the said 
Wood or his representatives shall determine tp carry sifch 
decision to such court of last resort, tiiat then the payment of 
any note so remaining unpaid shall bo suspended until the 
determination of such court of last resort as to the validity of 
such patent, and such note shall be payable or otherwise, ac- 
cording as said letters patent shall be finally held to be Valid, or 
null and void. 

It is further agreed between the parties hereto, that in case 
any person or persons shall infringe the said letters patent within 
the said territory, the said John Brown, his executors, adminis- 
trators, and assigns, may and shall have the right, for his and 
their benefit, in the name of the said Jethro Wood, his execu- 
tors, administrators, and assigns, to commence, sue, and prose- 
cute all Buch suits and actions, as shall be deemed expedient, 
against any person or peraons who shall be guilty of any such 
infringement ; and for this purpose the said Jethro Wood con- 
stitutes the said John Brown, his executors, admii^istrators, and 
assigns, the lawful attorney or attorneys irrevocable of him, the 
said Jethro Wood,- at the costs and*to the use of the said John 
Brown, his executors, administrators, and assigns, to commence 
and prosecute, in the name of the said Jethro Wood, all such 
suits and actions aforesaid. 

Jn witness whereof, the parties to these presents have hereunto 
set their hands and seals the day and year first above 
written. JETHRO WOOD, [seal.] 

Sealed and delivered ) > JOHN BROWN, [seal.] 
in presence of ) ; ; 

* 5 OKHT 

Acknowledgment, as in No. 13. • ^gj\jf^* . 
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18. License to use an invention on payment of 

BOTALTY. 

Whereas certain letters patent of the United States, bearing 
date the 10th day of May, 1860, were issued to Rufus Dutton, of 
the city and State of New York, for improvements in Harvest- 
ing Machines, which said letters patent were afterwards surren- 
dered, and new and reissued letters patent, for the same inven- 
tion, issued to said Rufus Dutton, on the 1st day of June, 1863, 
as by reference to said letters patent will more fully appear ; 

And whereas, Robert Brown, of Providence, Rhode Island, is 
desirous of obtaining a license to use the improvements so pat- 
ented to said Dutton in and upon mowing and reaping machines, 
to be manufactured and sold by him, said Brown : 

Now tiiis indenture witnesseth, that the said Rufus Dutton, 
for and in consideration of one dollar, to him in hand paid by 
said Robert Brown, and of the covenants hereinafter contained, 
and to be kept and performed by said Brown, has given and 
granted, and by these presents does give and grant, unto the 
said Robert Brown, his executors, administrators, and assigns, 
the liberty, license, power, and authority to make, use, and sell, 
within and for the State of Rhode Island, for and during the 
unexpired term of said patent, the said improvements so patented 
under and by said letters patent, upon the terms and conditions 
herein contained, and upon the payment of the sums of money 
as herein provided, and not otherwise. 

1st. The said Robert Brown, for himself, his executors, ad- 
ministrators, and assigns, covenants and agrees to pay to said 
Rufus Dutton, his executors, administrators, and assigns, as 
patent fee or royalty, the following suras of money upon all 
mowing and reaping machines manufactured and sold by him, 
containing and using said improvements, or either of them, or 
any substantial part thereof, as follows, that is to say : upon 
each and every one-horse machine, the sum of five dollars; 
upon each and every two-horse machine, six dollars ; and jipon 
^ach mowing and reaping machine combined, the sum of seven 
dollars and fifty cents. 

2d. The said Robert Brown, for himself, his executors, ad- 
ministrators, and assigns, also covenants and agrees to keep full 
and correct books of account of any and all mowing and reap- 
ing machines, and of the several kinds or sizes, which he or 
they may manufacture, containing or using the said invention, 
which said books of account shall be open, at all reasonable 
11 
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times, to the inspection of said RnfasDntton and his representa- 
tives, or his or their attorney, and on the first day of September 
of each and every year to make a true return, under oath, of all 
such machines manufactured and sold by him or them during 
the past year, and also remaining unsold; and within thirty 
days thereafter to pay to said Rufus Dutton, or his representa- 
tives, upon all such machines so manufactured and sold, the 
patent rent or royalty, as hereinbefore provided, and agreeable 
to the returns herein reauired. 

3d. The said Robert Brown further covenants and agrees, fpr 
himself, his executors, administrators, and assigns, to mark or 
paint on each and every machine made and sold by them under 
this license, using or employing said invention or any part thereof, 
the words and figures, "Patented, May 10, 1860; June 1, 1863." 

4th. The said Rufus Dutton, for himself, his executors, ad- 
ministrators, and assigns, covenants and agrees, that he or they 
will not grant licenses to any other parties, to make and sell 
machines using or employing said invention, for a less patent 
rent or royalty than above specified, without making correspond- 
ing reductions to the said party of the second part. 

6th. Upon the failure of said party of the second part, his 
executors, administrators, or assigns, at any time to faithfully 
carry out and perform any or either of the said herein contained 
conditions and provisions, the said Rufus Dutton, his exec- 
utors, administrators, or assigns, may revoke and annul this 
license, first giving said Robert Brown thirty days' notice there- 
of, in which case this license, and all rights and privileges here- 
under, shall forever cease and determine. 

In witness whereof, the said Rufus Dutton has hereunto set 
his hand and seal, this tenth day of May, a. d. 1866. 

Sealed and delivered ) RUFUS DUTTON. [l. b.] 

in presence of ( 

I, the said Robert Brown above named, hereby accept the 

above license, and bind myself, my executors, administrators, 

and assigns, to observe faithfully all and each of the obligations, 

conditions, and covenants therein contained. 

In witness whereof, I have hereunto set my hand and seal, 

this tenth day of M«y, a. d. 1866. 
Sealed and delivered ) ROBERT BROWN, [l. s.] 
in presence of f 

Ackpowledgment, as in No. 13. : ^^^^^, : 

: STAMP. : 
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means a useful art or manufacture 115 1 

can be protected only in mode described 115 1 

word "art " not used in English patent laws 116 2 

Assignee of Invsntiov ob Patent — 

patent may issue to 160 *6 

may surrender and reissue patent 134 *13 

when must join with patentee in surrender 136 b 3 

benefit of renewal, when extends to 150 *18 

INDEX TO LAWS PRIOR TO ACT OP 1836. 

Actions rbspectiko Patents— 

to set aside patent fklsely obtained 82 *5 

to set aside patent falsely obtained 94 *10 

in whot cases may be brought 94 1 

objects of such ar*tions 94 2 

damages recoverable in, for infiringements 81 H 
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XmBBNOIS THUS (*) ASB TO SBOTIONS ; OTHEBWISB, TO KOtB& 

A8SI0VEB OF INV3BNTI0N OR PATENT— Continued. '-^M »"• 

extent of such benefit of renewal 151-2 / 1-6 

maj maintain action for infringement 1 37 *14 

but must be assignee of an ezdusiye right 138-9 c 1-5 

when cannot maintain such action IM c 6, 7 

when may have action, if patent too broad 164 *9 

to put date of patent on articles sold 184 *6 

when not compelled so to do 185 2 

effect of failure to so mark articles 205 *13 

ASSIGNMBNT OP PaTBNT — 

to be in writing 129 *ll 

kinds of , 130 1 

may be made before or afl»r issue 130 4 

may cover future improvements 130 5 

. may include a renewal 130 , 6 

one tenant in cominon may make 130 7 

of expired patent void 130 8" 

to be recorded in Patent Office, and when 130 *1 1 

when subsequent recording sufficient 131 1 

of lost patents, when to be recorded anew 1 54 • *1 

fees for recording 202 *10 

B. 

BOABD OF EZAKINERS — 

creation of, and who to compose 121 ^7 

duties of, in case of appeal to 121 *7 

repeal of act creating 179 »12 

Chief- Justice Cir. Ot., Dist. Gol, substituted in place of 1 76 *11 



C. 
Caveat — 

who may file '. 131 *12 

what to set forth 131 *12 

what need not show 132 b 3 

to be preserved in secrecy ^ 131 ^12 

rights secured by 132 *12 

INDEX TO LAWS PEIOR TO ACT OP 1836. 

AoTiONd RESPEOTma Patents — 

damages recoverable in, for infringements 89 *6 

damages recoverable in, for infringements 99 *3 

Aliens — 

resident for two years may receive patent 98 *X 

right to patent extended to all resident aliens 105 
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248 INDEX TO PATENT LAWS. 

BBfmiEWqiS THUS (*) ABB TO SBOTIOKS ; OTHSBWISl, TO KOTBS. 

Oatbai^— continued. f-^«» wbf. 

may be renewed from year to jear 132 a 2 

is for the benefit of the inventor 132 b 1 

notice to Ck>mmis8ioner as to what 132 b 2 

power of Commissioner as to 133 4 

neglect of Commissioner to g^ve notice' as to effect of 133 8 

purposes effected by 133 5 

how far evidence of invention 133 6 

not evidence that invention is not perfected ....... 133 7 

when caveator may be required to complete invention 132 *12 

time of comple^on, how computed 201 • *9 

fee on, originally •. . . 131 ^12 

fee on, considered a part of patent fee lai *12 

fee on, no longer part of patent fee. . • 201 *9 

fee on, reduced 202 ♦lO 

CmBF Clbbk OF Patent Office — 

how appointed, and duties of 109 *2 

Acting Conunissioner in absence of Commissioner . . 109 1 

certificate of^ as Acting Commissioner, vahd 110 3 

prohibited from acquiring interest in patents 109 *2 

to take oath, and give bonds 110 *3 

salary of, originally , 109 *2 

salary of, as increased 200 *4 

CRIBF-JUSTIOB ClBOniT COXTBT, DiSTBIOT COLTJHBIA — 

when appeals may be made to 176 *11 

compensation of, on appeals, per year 180 *13 

compensation of, on appeals, in each case 190 *2 

Justices Sup. Ct, Dist. CoL, substituted in place of . 125 2 

Claim of Speoutoation — 

what to specify and point out 115 *6 

conclusive as to rights of patentee 118 j 1 

most material part of specification 118 j 2 

embraces equivalents, though not named « . . . . 118 j 3 

too broad, patentee may disdaim 161 *7 

too broad, when patent will be held good 164 *9 

Clerks in Patent Office — 

how appointed * 109 ^2 

INDEX TO LAWS PMOB TO ACT OP 1836. 

Aliens— 

must introduce patent within one year, not intermit 
its use for six months, and become a citizen . . . 105 
Appeals to Supreme Court — 

from judgments of Circuit Court 101 

Applications for Patents — 

may be made by any persons who are inventors ... 79 *l 
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— I ■ 

SEFEKBNOES THUS (*) ABB TO SBOTIONS; OTHBBWISBy TO NOTBi. 

CuBBKS IN Patent Offiov-— oontinued. »a«» bbp. 

required to take oath 110 ♦S 

prohibited from acquiriag interest in patents 109 *2 

disbursing derk to give bonds 191 

temporary and other, appointment of 168 *1 1 

temporary and other,- appointment of 170 *2 

temporary and other, appointment of 187 *3 

temporary and other, appointment of 192 

COMIOSSIONEB OF PATENTS — 

how appointed 106 *! 

• general duties of - 106 *1 

prohibited from acquiring interest in patents 109 ^2 

to take oath, -and give bonds 110 *i 

to cause seal of Patent Office to be made 110 ^4 

to furnish copies of records, when applied to Ill 61 

to furnish copies to all asking for same Ill b'2 

to countersign letters patent 112 *5 

to make annual report 169 *14 

to prepare lists of patents 171 ♦S 

may frank papers connected with his office 107 ^1 

may frank Patent Office reports 187 ^4 

power o^ to restore or dispose of models 200 ^5 

power of, to appoint examiners 200 *7 

may cause letters patent to be printed 206 *14 

power as to, taken away 207 

may direct papers illegibly written to be printed . . . 201 *8 

when, may refuse to recognize patent agents 201 *8 

may make rules as to evidence in contested cases . . 179 *12 

may make rules as to evidence in all cases 196 ^1 

cannot make new rules of evidence or law 180 1 

is himself bound by such rules 180 2 

duties of, on filing of caveat 132 ^12 

what acts can perform cm it 133 4 

neglect to give notice on, efifect cf( <• . 133 10 

duties of; on applications for patent for inventions . . 120 *7 

duties of, on applications for patent for designs .... 203 *11 

bound to issue patent, when 120 *7 

INDEX TO LAWS PRIOB TO ACT OF 1836. 

Applications for Patents — 

confined to citizens of United States 84 *1 

right to make extended to aliens 97 *1 

privileges as to, further extended to aliens 105 *1 

what to set forth 87 ♦! 

to be verified 87 ♦I 

to be accompanied by drawings and model 87*8 ''^X 

11* 
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260 INDEX TO PATENT .LAWS. 

BIFXBBNOIS THUS (*) ABB TO 8B0TIONS ; OTHEBWISB, TO KOTU. 

OoMinssiONBB OF PATBKTS— oootinued. *^^* W* 

when patent issued, poweiv ceases. . .r 124 d 2 

power remains, until patent issued 124 d 3 

duties of, in cases of interference, on applications . . 125 *d 

duties ofj in cases of interference, on caveat 133 *12 

may allow a second interference 126 4 

duties of, as to siu^renders and reissues . . .' 133 *13 

must act, has no discretion 135 6 

may allow reissues in several parts 158 *5 

duties of, as to extensions. ^,, , 149 " *18 

length of notice required m such cases 186 -*1 

duties o^ on withdrawals, to refund part fee. ...... 120 . *1 

duties of, extended to applications by foreigners. . . . 168 *12 

duties of, as to patents issued pri(»r to Dec 16, 1836 154r-5 *lj 2 

Ck)MP08inON OF MATTER — 

patent may be granted for 114 ♦O 

• specimens of ingredients on application for 115 *6 

every ingredient need not be new 116 c 1 

combination only required to be new 116 c 1 

difference between it and process .116 e 2 

OOKOBBSS, POWER OVER PATENTS — 

can grant privileges only to inventors 9 1 

cannot grant privileges to introducers 9« 1 

ascertains and defines property in inventions 10 6 

does not regulate its use 10 5 

such use regulated by the States . .« 10 5 

laws of, superior to those of the States 10 3, 6 

may determine when and for how long patent may 

issue 10 12 

no restriction to its power 11 12 

may modify at pleasure laws as to patents 11 13 

may pass retrospective laws as to 11 14, 15 

may reserve rights and privileges to assignees 11 16. 

may confer further term, and even after expiration 

of first U 17 

may grant a second extension 12 22 

fraud in acts o^ not presumed 11 18 

INDEX TO LAWS PRIOR TO ACT OP 1836. 

ABBITBATORS, in OASES OF Intbbfxbbnob — 

how and by whom appointed 93 *9 

award of; to be final 93 *9 

refusal to submit to, effect of 93 b 

AssiONEi OF Invention ob Patent — 

stands in place of original inventor 89 *4 

maj nwiintain action &r infringement 81 *4 
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BBFBRENOBS THUS (*) ABB TO SECTIONS ; OTHERWISE, TO K0TE8. 

Congress, power oyer Patents— continued. fam ur. 

may renew a patent, or decline so to do 11 21 

may gfrant rights, by general or special laws 12 24 

prirate acts are considered part of the general ones. 12 26 

both to be construed together 12 26 

Copies of Papers — 

any one may have Ill »4 

Commissioner required to give Ill 6 1, 2 

certified, evidence when originals would be Ill *4 

originals cannot be required Ill al 

copies must be received when offered Ill a2 

prima facie evidence*^ correctness of originals Ill a 3, 4 

defective, how corrected Ill a 5 

cannot be taken by third persons HI c 

of restored patents, when evidence 155 *2, 3 

of printed patents, when evidence 206 »15 

fees on obtaining 202 *10 

Courts, Jurisdiction in Patent Cases— Supreme Court — 

appeals and writ of error to, as in other cases 147 *l*! 

and in other cases deemed reasonable 147 *17 

what are reasonable cases 148 b 1 

whole case goes up in such cases 148 h 2 

frem all judgments, without regard to sum or value 
in controversy 196 

Courts, Jurisdiction in Patent Cases— Circuit Courts — 

have original cognizance of actions as to patents. . . . 147 *17 

exclusive as well as original cognizance 147 a 1 

as well in equity as at law 147 *17 

actions may be brought in equity or at law 148 4 

Jurisdiction of^ depends only on subject-matter 148 6 

may issue injunctions 147 ♦17 

equity jurisdiction same as in England 147 2 

jurisdiction irrespective of right to injunction .148 3 

does not extend to bill for specific poiformance 148 6 

nor to enforce covenants of license 148 7 

parties to, need not live in district 148 8 

defendant must be served in district 148 ^ 9 

INDEX TO LAWS PRIOR TO ACT OF 1836. 

AaeiONEE of Invention or Patent— 

may maintain action for infringement 89 *5 

of part of patent, cannot bring action 90 c 1 

in such case must join with patentee 90 c 2 

Oopns Of Papers — 

who may have 81 *3 
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252 INDEX TO PATENT LAWS. 

SBRRENCB8 THUS (*) ARE TO SXOTIONS ; OTHEBWISB, TO NOTES. 

OouBTS, JuBiSDiOTiON IN PATENT Oases — Circuit Courts — '-^G" »». 

when may declare patents void 146 *16 

extended in such cases 176 *10 

jurisdiction exclusive in such case 147 4 

assignee may maintain such action 146 3 

power to order patent to issue 146 *16 

when may treble damages 137 *14 

' such power discretionary 138 2, 7 

may treble damages, though costs not recoverable . . 138 8 

I>. 

DlXAQXS IN AcnONS FOB INFRINGEMENT— 

jury to find actual damages . . « 137 *14 

actual, those fixed by yeidict 138 3 

not to be exemplary or punitory 138 4 

only compensatory 138 6 

cannot include counsel fees 138 6 

court may treble the damages 137 *14 

discretionary whether so to do 138 2, 7 

may be increased, though costs not recoverable .... 138 8 

object of increasing 138 9 

Defences, see General Isstte. 

Dbsigns, Patent fob— 

citizens and aliens may take 182 *3 

citizens and alienrmay take 203 'I'll 

term of, originally, seven years 182 *3 

fee of, originally, fifteen dollars 182 *3 

term of, 3|, or 7, or 14 years 203 ♦ll 

term may be extended seven years 203 *1 1 

fees, on issue of 204 ♦U 

utility of, not necessary for a patent 204 1 

must be result of industary, genius, Ac. 204 2 

title£^ trademarks, &o^ when patentable as 204 5, 6 

Digest op Patents — 

Commissioner authorized to publish 171 *3 

INDEX TO LAWS PRIOR TO ACT* OF 1836. 

COPIBS OP Papers — 

copy specification, how far evidence •. . .^ . 81 ^2 

copy sjtecification, how far evidence 88 *3 

copies not allowed to every one 96 3 

fees on obtaining 96 *10 

Courts, Jitbisdiotion of — Supreme Court — 

appeals and w'rits of error to 101 

lie as from other judgments 101 
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SEFEBENOES THUS (*) ABE TO SBOTIOKS; OTHERWISE, TO NOTES. 

Disclaimer of Patent — * p-^« »»• 

who may make 161 ♦t 

to state the interest of disdaimant 161 **! 

to be in writing, and witnessed, and recorded ...... 161 *t 

to be considered as a part of patent 161 *7 

how far affects pending actions '. 161 *1 

if not filed before action, costs not recoverable 165 *9 

effect of unreasonable delay in filing 165 *9 

when necessary, on application for reissue 163 ^8 

law as to, penal and not remedial 161 1 

when patentee must disclaim 162 2 

what may be disclaimed 162 3 

when should set forth what is claimed 162 4L 

interest of disclalmant, statement of 162 51 

when does not operate in favor of assignees 162 6 1 

when does.not affect prior grantee 162 c 2 

when may be received in evidence 163 6 

disclaimed part may be covered by reissue ........ 163 6 

should be filed before suit 163 d2 

effect of not so filmg , 163 d2, 3 

when applies to suits pending , 163 dl 

when applies to suits brought after , 163 d 1^ 

feesonfiling 202 • *10 

Draughtsman of Patent Office — 

how appointed, and salary of 109 ^2 

additional compensation for 191 

Drawings of Invention — 

to accompany applications 116 ♦S 

to be witnessed by two witnesses . . , 115 *6 

size of 119 6 

may be resorted to, td aid description 118 A; 1 

references on, when not necessary 118 & 2, 3 

may be signed by inventor, or his attorney 118 kA 

duplicate required 160 6 

photographs, when permitted, iu place of 119 *l 

INDEX TO LAWS PRIOR TO ACT OP 1836. 

CoiTBTS, Jurisdiction of — Circuit Courts — 

in actions on the case for infringement 81 -*4 

in actions on the case for infringement 89 *6 

have original cognizance of actions as to patents. . . . IQJ 

jurisdiction of s^ cases in equity and at law 101 

jurisdiction of, not exclusive 102 3 

jurisdiction not enlarged as to subject-matter 102 2 

Courts, Jurisdiction of — District Courts — 

power to repeal letters patent 82 *5 
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SM INDEX TO PATENT LAWS. 

BBFEBEHOn THUS (*) ASM TO SECTIONS ; OTHIBWISBy TO VOTBS. 

Btzdbkoi dt Casks befokb thb Patent Omos — pags vkt. 
Commissioner, maj make rules as to, in contested 

cases 179 *12 

power to make rules extended to aU cases 196 *1 

new rules of, cannot be made 180 1 

such rules bind Commissioner 180 2 

revocation of, affects onlj subsequent proceedings . . 180 3 

such cases must be just and reasonable 180 4L 

before whom may be taken 196 . 1 

witnesses maj be compelled to g^re . . . *. 197 *1 

how &r witnesses privileged from giving .'.... 197 *1 

fees to be paid to witnesses 198 *1 

how far copies of papers are Ill *4 

how such defective copies corrected Ill a 5 

printed copies of patents, when evidence 206 *15 

EXAHINBRS IN PATENT OFFICE — 

board of, to determine appeals, created 121 *1 

duties of, transferred to Chief- Justice Cir. Ct., D. C. 176 *11 

duties of, maj be performed by Assistant Justices. .190 *2 

now exercised by Justices of Supreme Ct., D. C. ... 177 a 2 

hi Tchief, appointment of 198 *2 

to revise decisions of primary examiners 198 *2 

governed by rules of Commissioner 198 *2 

appeals from, to Commissioner 1^ *2 

appeals to, from primary, when 199 *3 

are judicial and independent officers 199 2 

Commissioner can overrule their acts only on appeal. 199 3 

salary of 198 *2 

principal, appointment of| one 109 ^ 

principal, appointment of, two 185 *1 

principal, appointment of, two 189 ^2 

principal, appointment of, foiur 192 *10 

principal, appointment o^ two 193 »9 

Commissioner may appoint 200 *7 

are judicial and independent officers 199 2 

Conmiissioner can control acts of, only on appeal . . . 199 3 

rated as fourth-class clerks 193 *25 , 

INDEX TO LAWS PRIOR TO ACT OP 1836. 

OOUBTS, JuEiSDiCTiON OF — ^District Courts — 

power to repeal letters patent 94 »10 

extent of jurisdiction in such cases 9*4 1 

objects of such proceedings '94 2 

restoration of suspended suits in 96-7 
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BBFKBENCES THUS (*) ARE TO SECTIONS ; 0THEBWI8B, TO NOTES. 

ExA-MiNERS IN PATENT OFFICE-— oontinued. ^AO» Bir. 

salaryof 109 *2 

salary of 191 *3 

assistants, appointment of, two 1*70 *1 

assistants, appointment of, two 185 *1 

assistants, appointment of, two 188 *2 

assistants, appointment of, six 191 *3 

assistants, appointment of, fonr. . ; ; . . . 192 *10 

assistants, appointment of, two 193 *9 

Commissioner may appoint 200 *7 

rated as third-class derks. . , 193 *25 

salaryof 170 ♦I 

salaryof 191 ^3 

power of, as to interference 198 ^2 

power of, in extensions 198 ^2 

Extension op Patents — 

patentee may apply for 149 ♦IS 

patentee same as inventor 160 a I 

administrator may apply for 150 a% 

and though patentee had no interest in existing 

patent 161 3 

application to be made to Commissioner 149 *18 

Board appointed to determine as to 149 *18 

Conmiissioner substituted for Board 185 *1 

decision of Commissioner condusiye 151 c 3 

notice of time and place of hearing to be published . 149 *18 
applications for, to be filed ninety days before expi- 
ration 205 »12 

sixty days* notice of hearing to be given 186 *l 

notice to be published 205 ^12 

^ object of notice of application 151 c 1 

application to be referred to examiner 186 *1 

report of examiner may be reviewed by examiner in 

chief 198 ^2 

on what prindples granted or refused 186 *1 

effect of extended patent 160 »18 

extended patent gives same rights as original 151 6 4 

original patent becomes one for twenty-one years. . . 151 «5 

not to be extended over seven years : . . . . 186 *1 

of patents issued since Mardi 2, 1861, prohibited. . , 206 *16 

INDEX TO LAMS PRIOR TO ACT OP 1836. 

DAif AGSS IN Actions ros Infrinoembnt — 

such as jury may assess, and forfeiture of thing made 81 *4 

equal to three times amount of license price 89 *5 

equal to three times actual damage sustained 99 *3 
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BBTKBEKOBS THUS (*) ASB TO BB0TI0H8 ; OTHBBWISS, TO KOTIS. 

Extension of Patents— continued. paob bv. 

except as to patents for designs 204 *11 

not granted after expiration of patent 150 *18 

benefit of in favor of assignees 150 *1S 

how far inures to assignees 151-2 /l-^ 

applies to past as well as future patents 151 e 1 

but one extension provided for 151 e 2 

may be again extended bj Ck>ngres8 151 e 6, 7 

fee on application for 202 *10 

fee on granting of 202 *10 

F. 
Fees— 

on filing caveat 131 *12 

to be considered part of patent fee 131 *12 

no longer to be part of such fee 201 *9 

fee reduced 202 *10 

on application for patent 128 *9 

" on filing original application 202 *10 

om issuing original patent .^ 202 *10 

on application for improvements 134 *13 

applications for improvements abolished 201 *9 

on application for reissue 134 *13 

fee in such case increased 202 *10 

on application for extension 149 . *18 

fee increased in such case 202 *10 

on granting extension 202 *10 

on application for patent for designs 182 *3 

fees in such cases modified 203 *11 

on filing disclaimer 161 *7 

on filing disclaimer 202 *10 

on appeals to Commissioner 202 *10 

on appeals to Justices Supreme Court 122 *7 

for recording assignments 130 *11 

increased in such cases 181 »2 

re-enactment of provision as to 202 *10 

for copies of papers and drawings Ill *4 

re-enactment of provision as to 202 *10 

to what persons may be paid 128 a 



INDEX TO LAWS PRIOR TO ACT OP 1836. 

Extension op Patents — 

by application to Congress 102 *2 

requisites of application 103 *2 

previous extension only by private acts 103 2 
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BKFBBBNOBS THn8(*]^ASB TO SBOIIONS; OTHBBWISS, TO NOTES. 

Fbis — continued. faok bbf. 

paid by mistake, may be refunded 181 *1 

of witnesses on examination 198 *'l 

FoRBiGN Patents — 

not to be obtained over six months prior to home 

patent 126 *8 

such issue of no longer affects home patent, provided 

invention not put in public use in (T* S* Itl *6 

home patent to run from date of foreign 1*71 *6 

in what casea this proviso applies 172 3, 4 

date of home patent may be altered to correspond . . 172 1 

misdating home patent not fatal 172 a 2, 6 

Fbankhto PBiviLBaE OF Commissioner — 

may frank letters, &c, connected with his office. . . . 107 *1 

may (rank Patent Office repcnrts 187 *4 

o; 

General Issoe— 

defendant may plead, with notice special matter. . . . 139 *15 

is enlargement of mode of defence v . . . 140 a I 

bat defendant may plead specially 141 a 1, 2 

notice and special pleas not both permissibly 141 a 3 

order of court not necessary to file notice 141 b 1 

defective notice may be corrected 141 b 2 

covers depositions taken before notice filed 141 b 3 

notice special matter not proper in equity suits .... 141 b 5 

object of notice ... 143-4 % 1, 2 

how particular notice must be 144 3^ 

what defences may be set up by notice 139 *15 



Infrinoeicent OF Patent, see Aotiomb and Dahaobs. 

Interfering Appuoations — 

parties to, entitled to notice i 125 *8 

Commissioner to decide upon 125 *8 

mast be as to patentable matters 126 1 

implies substantial identity 126 2 

INDEX TO LAWS PftlOR TO ACT OP 1836. 

on obtaining letters patent 83 *7 

on deposit of petition 95 *11 

for copies of specification and model 81 ♦S 

for copies of papers and drawings 95 *11 
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buvbenois thus (*) abb to sbctions ; othebwisb, to notbs. 

Iktbrtkbino Applications— continued. 'aob mf. 

may exist between application and reissue 126 3 

second may be declared between same parties 126 4 

second only a rehearing of first 127 5 

appeal in cases of 125 *8 

remedy as to, by bill in equity 145 . *16 

assignee may file such bill 146 c3 

when caveator entitled to notice of. 132 *12 

IMTBODUCBB Of iNVBNnOM — 

not protected by acts of Congress «... 9 1 

the several States may grant privileges t6 9 2 

Inventiok, when patbntablb — 

must be new and useM 114 ^ 

not known or used by others than inventor 114 ^ 

not in use or om sale with inventor's consent 1 14 *6 

not known so as to be accessible to the public 117 « 3 

use for two years before application permitted 172 *7 

such use extends patent two years 173 2 

object and efibct G^ such provision 173 3-8 



LiBBABIAK OF PaTBHT OFIIOB — 

appropriation to pay 190 

rated as a clerk of the third dass 193 *25 

salary of, established 199 H 

LiBRART OP Patent Office — 

establishment of, and appropriation for 152 *ia 

appropriation for 190-1 



fliACHINE, patent FOB — 

principle and modes of application of to be stated ... 1 15 ^ 

includes all mechanical devices or combinations. ... 116 M, 5 

one patent may include all modes contemidated .... 118 i 1 

inventor must describe the different modes 118 « 2 

INDEX TO LAWS PRIOB TO ACT OP 1836. 

General Issxte — 

pleadable, with notice of special matter 83 ^ 

pleadable, with notice of special matter 90 *$ 

object of such provision. 91 02 

such notice for securify of plaintiff 91 03 
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INDEX TO PATENT LAWS. 269 

REFEBBNCSS THUS (*) ABB TO 8B0n0NS ; OTHBBWISB, TO NOTIS. 

Machinb, Patent FOR--continuecL '^o* »■»• 

abstract effect or function of, not patentable 116 b2 

is the result of invention 116 bS 

** improved machine" and "improvement on ma- 
chine " equivalent 116 dl 

Machinist in Patent Office — 

appointment of, and salary 109 *2 

rated as a third-class clerk 193 ^5 

ILlnufaoture, abtiole of — 

patent maj be gpranted for 114 *6 

H«S(»N0EB IN Patent Office — 

appointment of, and salary 109 *2 

Models of Inventions — "* 

required on applications 115 *6 

to be classified and arranged 153 *20 

lost or destroyed, duplicates to be procured 15*7 *4 

when may be restored by Commissioner 200 *5 

are part of the letters patent 119 21 

how made, and size of , .^ 119 12 

may bo dispensed with, in case of design 200 *5 

Monet Paid bt Mistake — 

fees so paid to Patent Office may be reftmded. ..... 181 *1 

N. 

Notice of Existino Patent — 

patentees and assignees to g^ve 20a ' *13 

effect of not doing so 205 *13 

Notices of Intebferbnces, see Interfering Applioation& 

Notices of Special Mattjui, see General Issue. 

O. 

Oath in Patent Proceedings — 

required on applications for patents 115 *6 

not essential to validity of intent 119 ml 

INDEX TO LAWS PRIOR TO ACT OF 1836. 

Interfering Applications — 

submission of, to arbitrators 93 *9 

refusal to submit, effect of 93 ( 

Invention, Patentable — 

must be useful, not before known or used t9 *1 

must be useful, not known or used before application 84 *1 

not known or used by public .... 85 3 
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260 INDEX TO PATENT LAWS. 

RBFBEENCaB THUS (*) AMM TO SBOnONS; OTHIBWISBy TO KOTBS. 

Oath in Patent Pboocedikos— continued. 'ao» mar, 

extends to w)ioIe of specification 119 m 2 

'* declaration " cannot be substituted for 119 m 3 

affirmation may be substituted for. 168 *13 

before whom may be taken 115 *6 

before whom taken, out of United States 183 *4 

renewal oath, enactment as to 121 *7 

renewal oath, no longer required 208 *1 

Ck>mmi88ioner, and other officers to take ^ . . 110 *3 



P. 

Patbht Officb— 

establishment of 106 *1 

attached to Department of State 106 *1 

attached to Department of Interior 188 *2 

officers in, to hiave no interest in patents 109 *2 

officers in, to take oath 110 *3 

seal of, to be provided 110 *4 

Patents for Inventions, bbquisites or, &o.-* 
applications for, aee Appuoations. 

to be issued in the name of United States 112 *5 

no warrantee in respect to 113 7 

does not bind Grovemment more than others 113 .7 

yaliditj of, may be contested by Government 113 7 

issue subjects to all legal objections 113 8 

what lb contain , . .^ 112 *5 

embraces specification, model, and drawings 113 9 

when new ones may issue 166 *3 

to be signed by Secretary of State • . . . . 112 *5 

now signed by Secretary of Interior 188 *2 

countersigned by Commissioner of Patents 112 *5 

recorded in Patent Office 112 *5 

when may be recorded anew 164 *1 

issue to the applicant or applicants .-. 112 *5 

may issue to assignees of inventor 169 *6 

cannot issue to assignee and inventor together 160 2 



INDEX TO LAWS PRIOR TO ACT OF 1836. 

Machines, Patents vor — 

principles of, to bo set forth in specification 87 *3 

several modes of application of stated 87 *3 

Models of Inventions — 

required on applications 80 *2 

required on applications 88 *3 
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RBFERBNOES THUS (*) ABB TO SECTIONS ; OTHERWISE, TO NOTES. 

Patents for Inventions, requisites op, &c, — continued, ^'ags kkf. 

must issue to assignees 6f whole interest 160 2 

cannot issue to assignee of part interest 160 3 

assignee becomes, in law, party applicant 160 4 

may issue to legal representatives of inventor 129 *10 

need not issue to them " in trust " 129 2 

what granted by .... , 112 *5 

grant of, protects thing patented ; 113 1 

does not cover products of patented machine 113 2 

no right to at common law 113 3 

right to, is the creature of the statute 113 3 

use of, regulated by laws of different States 113 4-6 

use of, regulated by laws of different States 10 5-11 

is prima facie evidence of facte stated in It 113 10 

term of, originally fourteen years 112 *5 

extended to seventeen years 206 *16 

may be issued for a less term 112 2, 3 

patents of addition, provided for 134 *13 

patents of addition, no longer granted 201 *9 

when invalid, and for what reasons 139 *15 

when courts may declare void, in wUole or in part. . 145 *16 

when valid, though claiming too much 164 *9 

assignable, in whole or in part 129 *11 

for designs, when issued, and term of 182 *3 

for designs, term of varied 203 *1 1 

Commissioner may cause to be printed. 206 *14 

prin ing of, no longer allowed 201 

reissue of, see Reissue. 
extension of, see Extension. 

classified list of, to be published l*ll ♦S 

annual list of .^ 169 *14 

fee on obtaining, see Fees. 

Patented Articles— 

to be marked with date of patent 184 *6 

to be marked " patented," and with date of patent. . 205 *13 

when such mark may be on package 205 *13 

penalty for neglecting so to do 205 *13 

INDEX TO LAWS PRIOR TO ACT OF 1836. 

Oath of Invention — 

required on application for patent 87 *3 

Patents for Inventions — 

to be tested by President United States * . . . t9, 84 *1 

to be certified by Attorney-General 80, 85 *1 

to be recorded in office of Secretary of State. 80, 85 *l 
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BBFIBSVCBS THUS (*) AXE TO SEOnONS ; OTHERWISE^ TO NOTES. 

rUTALTIES RESPEOTINO PATENTS— »AO« B«F. 

for marking articles patented when not so 183 *5 

incurred, as to all artides marked with guilt7 intent. 184 a 

penalty is just one hundred dollars *. 184 b I 

may be recovered in action of debt 184 b 2 

to be sued for within five years 184 e 

for neglecting to stamp date of patent on artides sold 184 *6 

Peintino Specifications, Dba wings, Ac. — 

Commissioner may direct to be printed 206 *14 

cost of; limited 206 *14 

expense of) paid out of patent fund 206 *14 

printed copies to be evidence 206 *16 

authority to print revoked 207 

papers illegibly written may be printed 201 *8 

cost of, to be paid by parties filing 201 *8 

Process — 

not eo nomine subject of patent : . . . . 116 3 

included under term " useful art " 116 3 

is the result of discovery 116 b 3 

there may be invention in, irrespective of machinery 116 64 

Beissue of Patent — 

when may be had, and for what errors 133 *13 

who may apply for 134 *13 

who may apply for 136 1,2 

reissued patent must be for same invention 134 *13 

several reissues may be had on same patent 158 *5 

original claim subject to revision and restriction. . . . 163 *8 
reissued patent to have same effect as if originally 

filed , ' 134 *13 

reissued patent relates bade to original 136 e 1 

is a continuation of the original 136 c 2 

eannot affect previous grantees 136 c4 

there may be more than one reissue 135 3 

only remedy to correct mistakes in patent 135 4 

condition on which allowed 135 6 

INDEX TO LAWS PRIOR TO ACT OF 1836. 

Patents for Inventions — 

term of fourteen years t9, 85 *1 

may issue to representatives of inventor 99 *2 

surreptitiously obtained, how repealed. 82 *5 

surreptitiously obtained, how repealed 93 *10 

object of such proceeding • 93 2 
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BEFEBENdS THUS (*) ABB TO SSOTIONS ; OTHKBWISE, TO NOTES. 

Beissue ot Patent— continued. paob mnr 

duty of Commissioner to grant 135 6, 7 

may be had on patent extended by Congress 135 v 8 

cannot embrace a different subject-matter 135 9 

when assignee and patentee should join as to 136 b 3 

licensee cannot have 136 b 4 

as to what conclusive 1 37 5 

fees on applications for 134 *13 

fees on applications for, increased 158 *5 

fees on applications for, confirmed 202 *10 

Beport op Patent Office — 

annual report to be made 169 *14, 

mechanical report, drawings of, to be in one volume 194 *4 

maj be sent bj Commissioner free of postage 187 *4 

Seal op Patent Office — 

Commissioner to provide. 110 *4 

all patents to be issued under 112 *5 

copies of records, &c., verified by, to be evidence. . . 110 *4 

printed patents made evidence by 206 *15 

Specifications op Patents — 

what to set forth 114 *6 

to be accompanied by drawings and specimens. . . . 114 *6 
description in such that ordinary mechanics can uh- 

derstandit 117 Al, 2 

no description except of record 117 h 3 

need not describe operation of known machinery. ..118 5 

objects of description 117 %4 

illegible, may be printed at applicant's expense 201 *8 

Specimens of Ingredients — 

when required, on application 115 *6 

States, powers of as to Patents — 

may grant privileges to introducer of invention .... 9 2 

may extend terra of patent in their jurisdiction 10 3 

mAy gn'i^nt patent in their jurisdiction 10 4 

may regulate the use of patents 10 5-10 

INDEX TO LAWS PRIOR TO ACT OP 1836. 

Beissub of Patent — 

• when allowed, and who may apply for 103 *3 

Seal of United States— 

to be aflflixed to letters patent 80 ^ *1 

to be affixed to letters patent 85 *1 
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BBTBBENOBS THUS (*) ABB TO BBOTIONS ; OTHERWISE, TO NOTES. 

States, powers of ab to Patents— continued. pag« b«p. 

when may restrain use of patents 10 7 

may tax patent property 10 8 

action of, must be in harmony with power of Congress 10 3 
action of, inoperative, if conflicts with power of Con- 
gress 10 6 



"Withdrawal of Patent Feb — 

when allowed, and in what proportion 120 *7 

right of; extended to foreigners 168 ^12 

right of, prohibited as to applications subsequent to 

March2,1861 201 *9 

Witnesses in Matters before Patent Office — 

may be compelled to testify 19T *1 

penalty for refusing 19T *1 

not required to attend more than forty miles from 

where served 19Y *1 

not compelled to disclose any invention made or 

owned by him 19Y *1 

entitled to fees for attendance 197 *1 

Writ of Error in Patent Actions — 

lies as from judgments in other cases 14*7 *17 

lies in all cases, without regard to sum or value in 

controversy 196 

INDEX TO LAWS PRIOR TO ACT OF 1836. 

Specification of Patent — 

what is set forth 80 ^2 

what is set forth 87 *3 

States — 

patents granted by, surrender of /. . 92 ^7 

Writ of Error in Patent Oases — 

when will lie , 101 
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